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Appealing Institution Issues and

Section 314(d)
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As a partner with Finnegan, Daniel Cooley helps
companies litigate intellectual property disputes
in US district courts, the International Trade
Commission (ITC), and the Patent Trial and Appeal
Board (PTAB). Mr. Cooley also frequently practices
before the US Court of Appeals for the Federal
Circuit, where he has participated in dozens of
appeals and petitions, arguing several as lead counsel.

Alex Harding is an associate at Finnegan,
Henderson, Farabow, Garret & Dunner, where his
practice encompasses many aspects of patent law,
with an emphasis on litigation in district courts and
at the International Trade Commission (ITC).

The America Invents Act (“AIA”) of 2011 introduced
several new tools to attack issued patents at the U.S.
Patent and Trademark Office (“USPTO”). Of these,
inter partes review—or “IPR” for short—is by far the
most popular, comprising 93% of all AIA trials as of
December 2019.2

Inter partes review is an administrative process that
permits a patent challenger to ask the U. S. Patent and
Trademark Office (“USPTO”) to reconsider the patent-
ability of earlier granted patent claims. For an IPR to pro-
ceed, the Director of the USPTO must agree to institute
review.? Section 314(d) of the AIA makes the “Director’s
determination . . . whether to institute an inter partes
review under this section . . . final and nonappealable.”*

Shortly after AIA trials began, several parties attempted
to appeal a decision on institution only to be confronted
by the “nonappealable” clause of § 314(d). This issue has
received renewed attention with recent decisions by the
Supreme Court and Federal Circuit. This article briefly
surveys the new and prior case law for direct appeals
and writs of mandamus to the United States Court of
Appeals for the Federal Circuit.

I. Direct Appeals to the
Federal Circuit

The Supreme Court and Federal Circuit have found sev-
eral issues barred by § 314(d). The barred issues include

whether the IPR petition was sufficiently well-pled, the
timeliness of the IPR, and the proper naming of real par-
ties in interest.

In Cuozzo Speed Techs LLC. v. Lee, the patent owner
challenged whether an instituted petition had met the
statutory requirement of § 312(a)(3)—that the grounds
must be pleaded “with particularity.”> When address-
ing the interplay of § 312(a)(3) and § 314(d), the Court
“recognize[d] the ‘strong presumption’ in favor of judicial
review that we apply when we interpret statutes, including
statutes that may limit or preclude review.”¢ Nonetheless,
the Supreme Court held that § 314(d) barred review of this
issue because it was “closely tied” to the USPTO’s inter-
pretation of IPR statutes.’

Recently, the Supreme Court expanded on the scope of
“closely tied” in Thryv, Inc. v. Click-To-Call Techs., LP.}
In Thryv, the patentee asserted that the USPTO errone-
ously instituted IPR even though the patent challenger
was time-barred by § 315(b). Section 315(b) instructs that
if a patent challenger’s request for IPR comes more than
a year after suit against him/her for patent infringement,
“[a]n inter partes review may not be instituted.” The
Supreme Court held that “[blecause § 315(b) expressly
governs institution and nothing more, a contention that
a petition fails under § 315(b) is a contention that the
agency should have refused ‘to institute an inter partes
review.’”10

Following Thryv, the Federal Circuit issued another
decision on § 314(d) in ESIP Series 2, LLC v. Puzhen
Life USA, LLC. The case arose after the patent owner,
ESIP, argued that the petitioner had “failed to identify
all ‘real parties in interest’ and thus the Board erred
when it considered institution of inter partes review.”!!
The Federal Circuit held that “ESIP’s challenge to the
Board’s ‘real parties in interest’ determination raises an
ordinary dispute about the application of an institution-
related statute, and that § 314(d) precludes our review of
that determination.”!?

But § 314(d) does not bar appellate review of every
challenge. In Cuozzo, the Supreme Court explained that
§ 314(d) may not prohibit review of the Patent Office’s
institution decisions that are not “closely tied” to the
USPTO?s interpretation of IPR statutes or challenges
that “implicate a constitutional question.”’* Another
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example is § 318, which instructs that “if . . . review is
instituted,” the Patent Office must “issue a final written
decision with respect to the patentability of any patent
claim challenged by the petition.”'* In SAS Inst., Inc. .
Iancu, the Patent Office argued that its decision to only
institute review on some of the claims challenged in a
petition was unreviewable per § 314(d).!* The Supreme
Court disagreed, asserting that the Director . . . “is
given only the choice whether to institute an inter partes
review,” and that the nature of the resulting institution
falls outside § 314(d)’s “binary choice.”!® The Court also
emphasized its earlier caution in Cuozzo that 314(d)
does not “enable the PTO to act outside its statutory
limits.” !

II. Writs of Mandamus to the
Federal Circuit

Mandamus provides another avenue for review by the
Federal Circuit. The court has found several issues failed
to meet the mandamus threshold given their facts and the
§ 314(d) bar. However, the Supreme Court has declined to
entirely rule out such challenges.

In Inre Power Integrations, the petitioner (PI) sought “to
obtain review of the non-institution decisions through
petitions for mandamus covering all four of the Board’s
orders.”!® The Federal Circuit noted the requirements
for mandamus, that “a party must show that its right to
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issuance of the writ is ‘clear and indisputable,”” “there
are no adequate alternative legal channels through which
it may obtain that relief,” and “the issuing court, in the
exercise of its discretion, must be satisfied that the writ
is appropriate under the circumstances.”!* On the facts
of the case, the court denied mandamus “both because
PI has not shown a clear and indisputable right to issu-
ance of the writ and because relief by way of mandamus
would not be appropriate here.”?

The Federal Circuit reached a similar result in In re
Dominion Dealer Sols., LLC.?' The court held under
the facts in that case that “Dominion has no ‘clear and
indisputable’ right to challenge a non-institution decision
directly in this court, including by way of mandamus.”?

But as with direct appeals, the Supreme Court declined
to rule out mandamus in all circumstances. In Thyrv,
the Supreme Court reserved in a footnote the issue of
“whether mandamus would be available in an extraordi-
nary case.”? Time will tell how the Supreme Court and
Federal Circuit resolve this issue.

II1. Conclusion

Although there are several decisions explaining what
cannot be challenged, the Supreme Court has been care-
ful not to completely close the courthouse to statutory
overreach by the Patent Office. As IPRs continue to be a
popular choice for challenging patentability, parties may
continue to explore the boundaries of § 314(d).
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