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Patent Owner May Terminate a Patent Validity
Challenge by Granting a Covenant Not to Sue

by John C. Paul, D. Brian Kacedon, and Xiaoxiao Xue

A California district court granted the patent owner’s motion to
dismiss a lawsuit involving a challenge to the validity of an
asserted patent after the patent owner signed a covenant not
to sue the defendant for infringement.

Copyright Infringement Case Is Blocked by First
Sale Defense When Copyright Holder Failed to
Show Its Software Was Merely Licensed

by John C. Paul, D. Brian Kacedon, and Sonja W. Sahlsten
Facing what the Ninth Circuit called “an otherwise slam dunk”
copyright violation, an unauthorized seller of copyrighted
software successfully asserted the “first sale” defense, and
was therefore not liable for copyright infringement. According
to the Court, if an accused copyright infringer asserts the first
sale defense and produces evidence that it lawfully acquired
title of genuine copies of copyrighted software, the burden
shifts to the copyright holder to establish that the software was
never sold, for example, by showing that the software was
merely licensed. Although the copyright holder argued it
always licenses and does not sell copies of its software, it
failed to produce the terms of the alleged licenses governing
the specific copies at issue, and was found to fall short of its
burden to counter the first sale defense.

Entire Market Value Rule May Be Applied to
Products Where Infringing Feature Is an
Application of a Law of Nature

by John C. Paul, D. Brian Kacedon, and Robert D. Wells

In a recent patent-infringement suit, a district court permitted
damages to be based on the value of the entire product under
the Entire Market Value Rule and denied a motion that argued
the Entire Market Value Rule should not be permitted because
the claimed invention involved the application of a law of
nature.
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Patent Rights Are Not Exhausted by Sales
Outside the United States or by Clearly-
Communicated Post-Sale Restrictions

by John C. Paul, D. Brian Kacedon, and Kevin D. Rodkey

Patent owners may sell patented articles under clearly-
communicated, lawful restrictions on reuse or resale without
exhausting their patent rights. And international sales of
patented products do not exhaust patent rights in the United
States unless authorized by the patent owner.
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DISCLAIMER: The information contained herein is intended to convey general information only and should not be
construed as a legal opinion or as legal advice. The firm disclaims liability for any errors or omissions and readers should
not take any action that relies upon the information contained in this newsletter. You should consult your own lawyer
concerning your own situation and any specific legal questions. This promotional newsletter does not establish any form
of attorney-client relationship with our firm or with any of our attorneys.

If you have any questions or need additional information, please contact:
John C. Paul, Editor

D. Brian Kacedon, Editor

Robert D. Wells, Editor

Christopher L. McDavid, Editor

Finnegan Resources

Finnegan publishes newsletters, blogs, and /P Updates that provide news, statistics, and analysis of recent court
decisions. Our newsletters and blogs focus on Federal Circuit practice, PTAB practice, trademark and copyright law,
patent prosecution and counseling, and IP licensing. To sign-up to receive newsletters, blog posts, or IP Updates, please
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