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Exclusive Field of Use Licensee Must Join Patent
Owner to Sue for Patent Infringement
by John C. Paul, D. Brian Kacedon, and R. Benjamin Cassady

A District of Delaware court ruled that an exclusive licensee
lacked standing to sue where the licensor retained a right to
sue in its field of use. According to the court, Federal Circuit
precedent dictates that holders of field of use licenses do not
hold all substantial rights to the patent and therefore lack
standing to sue. Accordingly, the court found that the patent
infringement action should be dismissed unless the licensor
was added as a plaintiff.
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by John C. Paul, D. Brian Kacedon, and Sonja W. Sahlsten

Entire communications between attorneys and their clients
can be protected by the attorney-client privilege even when
they contain a mix of discoverable facts and privileged legal
advice. While the attorney-client privilege does not extend to
protect the underlying facts, a magistrate judge did not permit
the underlying-facts exception to swallow the attorney-client
privilege rule, and noted that the correct way to discover facts
underlying a privileged communication would be by
depositions or third-party subpoenas.
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Finnegan publishes newsletters, blogs, and /P Updates that provide news, statistics, and analysis of recent court
decisions. Our newsletters and blogs focus on Federal Circuit practice, PTAB practice, trademark and copyright law,
patent prosecution and counseling, and IP licensing. To sign-up to receive newsletters, blog posts, or IP Updates, please
click here.
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