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(Initial Disclosure)

3.1 RARPEKRShB1EHR
A=Y VTA A7 =Ty —IZBWTH

IRENHREEHIZ. Fed. R. Civ. P. 26(a)(1)

A ICHESNTnD
Rule 26. Duty to Disclose; General

Provisions Governing Discovery

(a) Required Disclosures.

(1) Initial Disclosure.

(A) In General. Except as exempted by Rule
26(a)(1)(B) or as otherwise stipulated
or ordered by the court, a party must,
without awaiting a discovery request,
provide to the other parties:

(i) the name and, if known, the address and
telephone number of each individual likely
to have discoverable information—along
with the subjects of that information—that
the disclosing party may use to support its
claims or defenses, unless the use would
be solely for impeachment;

(i1) a copy—or a description by category and
location—of all documents, electronically
stored information, and tangible things
that the disclosing party has in its
possession, custody, or control and may
use to support its claims or defenses,
unless the use would be solely for
impeachment;

(i) a computation of each category of
damages claimed by the disclosing
party—who must also make available
for inspection and copying as under Rule
34 the documents or other evidentiary

material, unless privileged or protected

from disclosure, on which each
computation is based, including materials
bearing on the nature and extent of
injuries suffered; and
(iv) for inspection and copying as under Rule
34, any insurance agreement under
which an insurance business may be
liable to satisfy all or part of a possible
judgment in the action or to indemnify
or reimburse for payments made to

satisfy the judgment.
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4.2 AIPLA's Model Patent Local Rules

20144F9H12, ATIPLA (American Intellectual
Property Law Association) ®Patent
Litigation Committee %% AIPLA s Model
Patent Local Rules (LLF.Model Rules &\29))
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(N.D. Cal.) ®Patent Local Rule 3-11%. FiE
7L —2u & REWTR O REFM (Disclosure
of Asserted Claims and Infringement
Contentions) (ZDWTUTFOLIIZHELTW
%%

3-1. Disclosure of Asserted Claims and

Infringement Contentions
Not later than 14 days after the Initial

Case Management Conference, a party

claiming patent infringement shall serve on

all parties a “Disclosure of Asserted Claims
and Infringement Contentions.” Separately
for each opposing party, the “Disclosure
of Asserted Claims and Infringement

Contentions” shall contain the following

information:

(a) Each claim of each patent in suit that
is allegedly infringed by each opposing
party, including for each claim the
applicable statutory subsections of 35
USC. §271 asserted;

(b) Separately for each asserted claim,
each accused apparatus, product,
device, process, method, act, or
other instrumentality ( “Accused
Instrumentality” ) of each opposing
party of which the party is aware.
This identification shall be as specific
as possible. Each product, device, and
apparatus shall be identified by name or
model number, if known. Each method
or process shall be identified by name,
if known, or by any product, device, or
apparatus which, when used, allegedly
results in the practice of the claimed
method or process;

(¢) A chart identifying specifically where
each limitation of each asserted
claim is found within each Accused
Instrumentality, including for each
limitation that such party contends is
governed by 35 U.S.C. § 112(6), the

Documents/Forms/Allltems.aspx

localrules/patent

2 — AIPLA’ s Model Patent Local Rules, September 2014: http://www.aipla.org/committees/committee_pages/Patent-Litigation/Committee%20

3 — United States District Court for the Northern District of California, Patent Local Rules, November 1, 2014: http://www.cand.uscourts.gov/
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identity of the structure(s), act(s), or
material(s) in the Accused Instrumentality
that performs the claimed function.

(d) For each claim which is alleged to have
been indirectly infringed, an identification
of any direct infringement and a
description of the acts of the alleged
indirect infringer that contribute to or
are inducing that direct infringement.
Insofar as alleged direct infringement is
based on joint acts of multiple parties,
the role of each such party in the direct
infringement must be described.

(e) Whether each limitation of each asserted
claim 1s alleged to be literally present or
present under the doctrine of equivalents
in the Accused Instrumentality;

(f) For any patent that claims priority to
an earlier application, the priority date
to which each asserted claim allegedly is
entitled; and

(g) If a party claiming patent infringement
wishes to preserve the right to rely, for
any purpose, on the assertion that its
own apparatus, product, device, process,
method, act, or other instrumentality
practices the claimed invention, the
party shall identify, separately for each
asserted claim, each such apparatus,
product, device, process, method, act, or
other instrumentality that incorporates or
reflects that particular claim.

(h) If a party claiming patent infringement
alleges willful infringement, the basis for

such allegation.

FEREAEHTLE, ) 7+ V=7

L EIHE (N.D. Cal.) @ Patent Local
Rule 3-1 12 &1L, FFertEREL TR 54
HHEIX, Fed R Civ.P. 16 A7 T a—1) 7
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WZHED o
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4.4 #HECELZIFEFHOIZRER
(Noninfringement Contentions)

P DR S~ E O TR E
(Noninfringement Contentions) % %3 4
L ERBORL TV EF X b 5 5,

B ZIE, Y bR = 7 P PE S HE X SE R H
# (W.D. Pa) @ Local Patent Rule 34 (£2)
TOXHIHELTHEY °, BEEDFRE
M (Infringement Contentions) Z%& ¥ 4172
Fx— MIRE (G T ANEEZELT v —
FEL I kDL TV,

LPR 3.4 NON-INFRINGEMENT AND/
OR INVALIDITY CONTENTIONS

(b) Non-Infringement Contentions
Non-Infringement Contentions shall
contain a chart, responsive to the chart
required by LPR 3.2 [disclosure of Asserted
Claims and Infringement Contentions%
H7E), that states as to each identified element
in each asserted claim, whether such
element 1s present literally or under the
doctrine of equivalents in each Accused
Instrumentality, and, if denied, the specific

reasons for such denial.

4.5 #HEICLIEIHEOERER
(Invalidity Contentions)
% { @ Local Rules 25, 74 A /131 —D

FOB A BRI BV TR DS IR S R
O FikEM (Invalidity Contentions) % 34}
THEIICERLTWD, ShIZEY, ey
TEREIZOVWTED L) LR v a v &L
OB EVERECTREICHREN S,

BIZAE, A1) 7 4 )= 7 MACERH X GHE R
# (ND. Cal) @ Patent Local Rule 3-3 I,
fEsh 4 o FiEE M (Invalidity Contentions)
WZOWTUTO LI IZHELTWDS !

3-3. Invalidity Contentions
Not later than 45 days after service upon

it of the "Disclosure of Asserted Claims

and Infringement Contentions,” each party
opposing a claim of patent infringement,
shall serve on all parties its “Invalidity

Contentions” which shall contain the

following information:

(a) The identity of each item of prior art
that allegedly anticipates each asserted
claim or renders it obvious. Each prior art
patent shall be identified by its number,
country of origin, and date of issue. Each
prior art publication shall be identified
by its title, date of publication, and where
feasible, author and publisher. Prior art
under 35 USC. § 102(b) shall be identified
by specifying the item offered for sale
or publicly used or known, the date the
offer or use took place or the information
became known, and the identity of the
person or entity which made the use
or which made and received the offer,
or the person or entity which made the
information known or to whom it was
made known. Prior art under 35 US.C.
§ 102(f) shall be identified by providing

gov/sites/pawd/files/Local%20Patent%20R%20-%2012-5-2015.pdf

5 — United States District Court for the Western District of Pennsylvania, Local Patent Rules, December 5, 2015: http://www.pawd.uscourts.
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the name of the person(s) from whom
and the circumstances under which the
Invention or any part of it was derived.
Prior art under 35 US.C. § 102(g) shall
be identified by providing the identities
of the person(s) or entities involved in
and the circumstances surrounding the
making of the invention before the patent
applicant(s);

(b) Whether each item of prior art
anticipates each asserted claim or renders
it obvious. If obviousness is alleged, an
explanation of why the prior art renders
the asserted claim obvious, including an
identification of any combinations of prior
art showing obviousness;

(c) A chart identifying where specifically
in each alleged item of prior art each
limitation of each asserted claim is found,
including for each limitation that such
party contends is governed by 35 US.C.
§ 112(6), the identity of the structure(s),
act(s), or material(s) in each item of prior
art that performs the claimed function;
and

(d) Any grounds of invalidity based on 35
US.C. § 101, indefiniteness under 35
USC. § 112(2) or enablement or written
description under 35 US.C. § 112(1) of

any of the asserted claims.

FREEHTE L, A T =TIH
X E T . (N.D. Cal.) ®Patent Local
Rule 3-3I2 X iE, Tk L — 4 L REME
FiROBREF (Disclosure of Asserted
Claims and Infringement Contentions) @ 3%
370 545 H LI, FFRFRE O RIS
B MFHE, B ERER (Invalidity
Contentions) % fHFHIZHEM L 21Tz
b\,

% L C. A Patent Local Rule 3-3 (a)-(d)
L B I L 2 RO EiREM (Invalidity
Contentions) 1. U T2 & 20 iE% 5
BWELTWS !

(a) JeATHAT DFEE

(b) BHEATHAM A TR 7 L — 4 % anticipation
N id obviousness 12 & D ERYIZT A HE D
A DFLIL

(€ HFERY L — ADZERBEIATHAM O
BARMIZEZIZH LD ER LT v—
a0

(d) 35 USC. § 101. § 112@2) Xix § 112(1)
(2D TR L— A O ERHEF

1) 7 F V=TI CE L E (N.D.
Cal.) @ Patent Local Rule 3-3 (¢) . 7L —
LAEREZTATHM & 2 L L7z, wbw
DU D 7 L — A F ¥ — b B ERT
Ho HBMEIZ X 2 WA ME%E TR 5 &
. &7 L— 21200, SBirHii o
BN ZRAEEZHRT S 2 & —KAYIC
KoL LH, B FERFHE (Invalidity
Contentions) &, DT O EFHH L &
2k TE 535 USC § 101, § 1122
(2 5E & 1172 indefiniteness (AIA {7 1% C
1335 USC. § 112(b) Xix § 112(1) (2H#
5E & 1172 enablement X written description
(AIA JifT%2 Tl 35 US.C. § 112(a))s
4.6 BEEICELZ3FMEOERER (Validity
Contentions)

JE 5 A3 5 o R O EIRF (Invalidity
Contentions) (ZIB&E T2 Z EKD LN T
WL EITHIE X b BB, TD LD B L
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Contentions) ¢ &I TV 5,
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(D.N.J.) @ Local Patent Rule 34A (&, LI'F
DEHIHELTEY O EREO FREE
(Invalidity Contentions) 2B} 5 % FiE I
B - B0 e 2oMBr i
EMRDEN TS,

34A Responses to Invalidity Contentions.
Not later than 14 days after service upon
it of the “Invalidity Contentions,” each
party defending the validity of the patent
shall serve on all parties its “Responses to

Invalidity Contentions” which shall include

the following:

(a) For each item of asserted prior art, the
identification of each limitation of each
asserted claim that the party believes
1s absent from the prior art, except for
design patents, where the party shall
supply an explanation why the prior art
does not anticipate the claim;

(b) If obviousness is alleged, an explanation
of why the prior art does not render the
asserted claim obvious;

(c) The party's responses shall follow the
order of the invalidity chart required
under L. Pat. R. 3.3(c), and shall set forth
the party's agreement or disagreement
with each allegation therein and the

written basis thereof; and

4.7 FREEDEIE

— N T E O B ASHT N LOR
SN AE. YEFEIRE®RO FERFMH
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6 — United States District Court for the District of New Jersey, Local Civil and Criminal Rules, April 3, 2014: http://www.njd.uscourts.gov/
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