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I. THE ARDUOUS PATH TO THE
REGISTRATION OF CERTIFICATION MARKS 

Certification marks are becoming almost ubiquitous in the 
marketplace. Consumers expect to see that the goods and services 
they purchase are guaranteed to possess every conceivable positive 
attribute, from organic ingredients and environmentally friendly 
production, to safety-tested and fireproof construction. To meet 
consumer expectations, testing laboratories and trade associations 
are establishing new and expanded certification programs that 
guarantee products meet the desired attributes. These independent 
certifying bodies have developed their own certification marks to 
communicate to consumers that they have tested or evaluated the 
subject goods and services. Thus, certification marks serve a 
“guaranty” function that is an entirely different purpose from that 
of traditional trademarks, whose role is merely to identify the source 
of the good or service for consumers. 

However, certifying bodies should understand that prosecuting 
a certification mark application through to registration does not 
follow the familiar, relatively straightforward path of traditional 
trademark applications, but instead features unfamiliar, often 
challenging obstacles that must be successfully maneuvered in 
order to reach the finish line and receive the sought-after 
registration. 

In the United States, the U.S. Patent and Trademark Office 
(“USPTO”) has imposed the following seven additional 
requirements on certification mark owners that are not imposed on 
regular trademark owners. Specifically, the certifying body must: 

1. verify under oath that it is not engaged in the production or
marketing of the goods and services that it is certifying;

2. adopt and submit to the USPTO the standards for the
qualities and characteristics being certified;

3. apply the standards consistently to all those seeking
certification;

4. verify under oath that it exercises legitimate control over the
use of the mark by authorized users of the certification mark
(i.e., those granted certification);

5. only use the certification mark to certify and not to identify
their own goods and services;

6. submit specimens showing the certification mark as used by
the authorized users (i.e., the certificants); and

7. list the goods and services being certified in the two specific
classes of goods and services unique to certification marks.

Each of these USPTO requirements can present stumbling 
blocks in a certification mark owner’s path to the successful 
registration of its certification mark. In addition, certification mark 
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owners may also find that the registration process in other countries 
imposes additional burdens and restrictions, making it important 
for a certifier to consider the global strategy and development of its 
certification program. This article examines each of the seven 
requirements and provides practical approaches for certification 
mark owners to navigate this procedural obstacle course. This 
article also addresses some varying requirements for attaining 
registration of certification marks in some foreign jurisdictions. 

II. NO FALSE STARTS:
NEUTRALITY OF THE CERTIFIER 

When a certification mark owner approaches the starting line, it 
must ensure that it meets the initial requirements from the 
beginning, or it will otherwise lose the race before it even begins. 
The most basic requirement in certification programs is the 
neutrality of the certifier. Thus, to qualify for registration, the 
certification mark owner must submit a sworn statement that it “is 
not engaged in the production or marketing of the goods and services 
to which the mark is applied.”1 This rule is intended to ensure 
objectivity on the part of the certifying body. The certification mark 
owner can only oversee the certification of the parties who are 
applying to use the certification mark. If a certification mark owner 
is found to be engaged in the manufacture of the products or 
rendering of the services that it purports to certify, any resulting 
registration for the certification mark may be cancelled.2 Any use of 
the certification mark for the certifier’s own products and services 
obviously undermines the objectivity and neutrality that is essential 
for certification programs. 

One party who had such a false start is the University of 
Mississippi (“University”).3 In 1987, the University sought to 
register the mark shown below as a certification mark to “certif[y] 
that the person holding [the] certificate so marked has satisfactorily 
completed the course requirements for a degree as set by the faculty 
and Chancellor of The University of Mississippi.”4 

1 Trademark Manual of Examining Procedure (“TMEP”) § 1306.03(c) (May 2026 ed.) 
(based on 37 C.F.R.). 

2 United States Trademark Act of 1946, as amended (“Lanham Act”), § 14, 15 U.S.C. § 
1064(5)(B) (2018); see also Restatement (Third) of Unfair Competition § 11, cmt. a (A.L.I. 
1995) (“To ensure objectivity in the application of the criteria for certification, the owner 
of a certification mark registered under the Lanham Act is precluded from certifying its 
own goods and services.”). 

3 In re Univ. of Miss., 1 U.S.P.Q.2d 1909 (T.T.A.B. 1987). 
4 Id. at 1910.  
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However, the Board noted that “[i]t is clear that applicant is not 
certifying the quality or characteristics of any goods or services of 
others as is required of a certifier.”5 Instead, “the function of the seal 
on the diplomas issued by the institution is to make that document 
official.”6 In that context, the seal serves as a trademark for the 
University’s own educational services rather than as a certification 
of the products or services of others. As a result, the Board denied 
the University’s certification mark application.7 

III. CLEARING THE
CERTIFICATION STANDARD HURDLE 

A. Adopting Certification Standards
The key difference between certification marks and regular 

trademarks revolves around the certification standards. Because a 
certification mark tells the buyer that a product or service meets 
certain criteria, the first hurdle in the application process is 
establishing exactly what characteristic of the product or service is 
being evaluated. This requires the certifying body to adopt a specific 
written standard for that characteristic that the product or service 
must meet. Most standards fall into three categories: (1) verifying 
geographic origin; (2) testing a product’s quality, materials, or mode 
of manufacture; or (3) confirming that work or labor was performed 
by a member that meets certain standards.8 Certification marks 
that indicate geographic origin, such as FRESH FROM FLORIDA 
& Design9 or CERTIFIED GENUINE IDAHO POTATOES GROWN 

5 Id. at 1911 (emphasis added). 
6 Id.  
7 Id. at 1912. 
8 TMEP § 1306.01. 
9 FRESH FROM FLORIDA & Design, U.S. Registration No. 3,641,699 for “[n]atural fresh 

agricultural food products from a Florida producer, processor, shipper, packer, 
wholesaler or retailer.” 
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IN IDAHO & Design,10 indicate to the consumer that the good is 
from a specific geographic region. Next, certification marks that 
indicate certain standards are met as to the quality, materials, or 
mode of manufacture, such as Energy Star,11 show consumers that 
the goods have used specific materials, met a governmental or 
environmental standard, or met certain quality standards. Finally, 
certification marks may also indicate that the good or service was 
performed by someone who has been approved to become a member 
of a particular organization, such as Florida Registered Paralegal 
FRP & Design.12 

When adopting the appropriate standards, the certification 
mark owner has a choice. It can either develop its own standards to 
be used in connection with the certification mark, or it can adopt a 
preexisting standard authored by another person or organization. 
The USPTO’s Trademark Manual of Examining Procedure 
(“TMEP”) indicates that the standards may be “established by 
another party, such as specifications promulgated by a government 
agency or standards developed through research of a private 
research organization.”13 As such, a certifier may submit its own 
standards or standards developed by a third-party entity and be 
accepted by the USPTO. 

B. Submitting the Certification Standards
to the USPTO 

To register the certification mark with the USPTO, the 
certifying body must make the applicable standards apparent to the 
public, so both those seeking to have their products and services 
certified and those consuming the products and services will know 
what the certification mark means. Consequently, the certification 
mark owner must submit the standards to the USPTO as part of the 
process to register the certification mark with the USPTO. The 
standards must discuss the requirements to qualify for certification 
under the mark. 

Originally, the USPTO rules allowed the owner of a certification 
mark to simply list the title of the standard, and describe its general 

10 CERTIFIED GENUINE IDAHO POTATOES GROWN IN IDAHO & Design, U.S. 
Registration No. 4,221,402 for “[p]otatoes and potato products, namely, fresh, frozen, 
refrigerated and dehydrated potatoes; potato salad, packaged potato based mixes.” 

11 ENERGY ENERGY STAR, U.S. Registration. No. 6,406,229; see also U.S. Patent and 
Trademark Office, Certification mark applications, https://www.uspto.gov/ 
trademarks/apply/certification-mark-applications (last visited Oct. 5, 2026) (noting that 
“[t]he ENERGY STAR certification mark is used by authorized users to show their 
products were certified as having met standards for energy efficiency set by the U.S. 
Environmental Protection Agency”). 

12 FLORIDA REGISTERED PARALEGAL FRP & Design, U.S. Registration No. 3,958,260 
for “[p]aralegal services.” 

13 TMEP § 1306.03(b). 

https://www.uspto.gov/trademarks/apply/certification-mark-applications
https://www.uspto.gov/trademarks/apply/certification-mark-applications
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subject matter, in the application. Now, under the most current 
iteration of 37 C.F.R. § 2.45, a certification mark owner must, during 
the application process, submit a full copy of the applicable standard 
for every good listed in the application.14 

Accordingly, for a certification program that has already 
launched, Section 1(a) specifies that a certification mark owner 
must provide “[a] copy of the certification standards governing use 
of the certification mark on or in connection with the goods or 
services specified in the application.”15 For a certification program 
that is still in the planning phase, Section 1(b) requires that the 
standards be submitted with the statement of use.16 Further, when 
a certification mark registration is due for a maintenance filing or 
renewal, the certification mark owner must either (1) declare that 
the certification standard has not changed since the previous filing, 
or (2) include a copy of the updated standards along with its 
declaration of use.17 Finally, the standards submitted by the 
certifier must also cover the full scope of the goods or services in the 
application.18 For example, if the goods listed in the application are 
“olive oil,” but the standard submitted only references “extra virgin 
olive oil,” the application will not proceed until the applicant has 
either added additional standards to cover all types of oil or the 
application is amended so that it is limited to cover only extra virgin 
olive oil.19 Failure to submit the standards for every good or service 
listed can result in responses from the examining attorney requiring 
deletion of goods or services that are not covered by the standards. 

1. The Cost Burden
Although submitting a copy of the certification standard to the 

USPTO does not seem as though it would be burdensome, this is 
highly dependent on the specific certification program. A 
certification body that certifies only one type of product or service or 
has only a small number of applicable standards will not find it 
onerous to submit that handful of documents to the USPTO. On the 
other hand, many certification bodies certify a large body of products 
and services and test for compliance with a large number of 
standards. Compare, for example, Idaho Potatoes and Underwriters 
Laboratories (“UL”). The CERTIFIED GENUINE IDAHO 
POTATOES GROWN IN IDAHO mark certifies that the potatoes or 

14 This requirement is due to a 2015 amendment to 37 C.F.R. § 2.45. Prior to 2015, a 
certification mark owner was not required to submit the standards of the certification 
mark.  

15 37 C.F.R. § 2.45(a)(4)(i)(B) (2026). 
16 TMEP § 1306.03(b). 
17 37 C.F.R. § 2.161(a)(9)(i)(B). 
18 TMEP § 1306.03(b). 
19 Id. 
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potato products were grown in Idaho and meet a certain quality 
standard.20 Its certification standard consists of seven pages from 
the U.S. Department of Agriculture.21 UL, on the other hand, has 
twenty-six distinct goods in just one application, including products 
like consumer electronics and power tools.22 To obtain its 
registration for all of those goods, UL was required to submit over 
3,000 pages of standards to cover all the goods and services included 
in the application.23 Further, if the certifying body is using 
standards written by a different organization, in view of copyright 
interests, it will need to purchase those standards for submission to 
the USPTO. The purchase price for hundreds of standards can add 
up to many thousands of dollars, increasing the total cost of the 
certification mark application process manyfold. 

Recognizing the cost burden on certifying bodies imposed by the 
submission of a large number of standards, the USPTO did try to 
mitigate this burden by providing that “[i]n the rare circumstance 
when it is impracticable to provide a copy of the standards, the 
USPTO may accept a permanent link or permanent URL to the 
applicant’s standards with a synopsis of those standards.”24 The 
TMEP continues by stating this is not a “general alternative,” but 
may apply in situations where “it may be impracticable to include a 
copy of the standards if the standards exceed 1,000 or more pages.”25 
Though the USPTO has indicated that this is an option, companies 
and agencies such as UL LLC and the U.S. Environmental 
Protection Agency26 are still submitting many thousands of pages of 
standards to the USPTO. 

Because of this significant burden, certifiers must now decide 
which products are worth including in their certification mark 
applications. This is especially true for smaller companies that may 
be certifying multiple, one-off products. In order to avoid this 
burden, parties may decide to stop certifying certain goods. 

2. Navigating the Standards Copyright Maze 
The submission of copies of the standards also creates copyright 

concerns whenever the certification mark owner does not own the 
copyright to those standards. Under 17 U.S.C. § 106, the copyright 
owner has the exclusive right to reproduce and publicly display the 

 
20 CERTIFIED GENUINE IDAHO POTATOES GROWN IN IDAHO & Design, U.S. 

Registration No. 4,221,402.  
21 Id.  
22 UL & Design, U.S. Registration No. 2,391,140.  
23 Id.  
24 TMEP § 1306.03(b).  
25 Id.  
26 ENERGY ENERGY STAR & Design, U.S. Registration No. 6,406,228, submitting over 

1,200 pages of standards in its application.  
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copyrighted work. If another person copies or publicly displays the 
work without permission, it constitutes copyright infringement. 

When submitting a standard with the USPTO electronically, the 
applicant would be creating a copy of the certification standards. 
While the applicant could avoid this copyright problem by 
purchasing paper versions of the standards and physically 
delivering those paper editions to the USPTO, USPTO rules now 
prohibit paper submissions unless they fall under a limited set of 
exceptions.27 

Further, copies of the standards become part of the application 
file and can be viewed and downloaded by the public through the 
USPTO’s web site. Displaying and making the standards 
downloadable in the USPTO public record, without the 
authorization of the standard’s copyright owner, could arguably fall 
squarely into the definition of copyright infringement. That said, 
these uses could also arguably constitute fair use. Fair use, as a 
defense to copyright infringement, analyzes the following four 
factors: (1) the purpose and character of the use, including whether 
such use is commercial or for educational purposes or 
transformative of the original work; (2) the nature of the 
copyrighted work; (3) the amount and substantiality of the portion 
used; and (4) the effect of the use on the potential market for the 
copyrighted work.28 Here, the certifier would be using the entirety 
of the copyrighted standard and not transforming the underlying 
purpose of the standard, which could weigh against the first and 
third fair use factors. On the other hand, a certifier can argue that 
the submission of the standards does not further its commercial 
purpose, as the certifier does not earn direct revenue from the 
copying and use, nor does it displace the copyright owner’s potential 
market or value of the copyrighted works, both of which could weigh 
in favor of the first and fourth fair use factors. 

Thus, to comply with the USPTO’s rules, the certifying body that 
does not own the copyright in the standards it tests must risk a 
copyright infringement claim from the author of the standards, or 
find other ways to legally use the standard, including the possibility 
of a license. To date, there are no reported cases of a certification 
body being sued for copyright infringement based on the submission 
of standards to the USPTO. And, should this issue arise, the 
certification mark applicant can argue that the copying of the 
standards constitutes “fair use.” However, there is no guarantee 

 
27 Changes to the Trademark Rules of Practice To Mandate Electronic Filing, 84 Fed. Reg. 

37081, 37083-84 July 31, 2019) (to be codified at 37 C.F.R. pts. 2, 7); see also U.S. Patent 
and Trademark Office, USPTO rule makes electronic filing mandatory for trademark 
submissions, https://www.uspto.gov/trademarks/laws/mandatory-electronic-filing (last 
visited Oct. 5, 2026) (discussing that a document must be submitted online unless it falls 
under a limited number of exceptions).  

28 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577 (1993). 



722 Vol. 116 TMR 

that the “fair use” defense will be successful. In short, the liability 
risk that the USPTO rules have thrust upon certifying bodies cannot 
be entirely discounted, and applicants should consider it when 
deciding their strategy for registering their certification marks. 

IV. WALKING THE TIGHTROPE:
UNIFORM APPLICATION OF THE 

CERTIFICATION STANDARDS 
The Lanham Act contains a strict uniformity requirement for 

certification mark owners.29 To maintain the validity of their mark, 
owners are legally obligated to certify the goods or services of any 
person or business that meets the certification standards. This 
means that a certification owner cannot deny parties that would 
otherwise qualify for the certification for arbitrary reasons. For 
example, the certification mark owner cannot deny an applicant for 
certification because it does not like that applicant or agree with its 
ethos. Likewise, the certification body cannot show favoritism by 
granting certification to parties that fail to meet its standards but 
instead must refuse certification to anyone who cannot pass the 
applicable tests and evaluations. In short, the certifying body must 
scrupulously apply its standards in an objective, uniform manner. 

As a practical matter, this uniformity requirement does not 
usually arise during the examination phase of the certification mark 
application. Rather, this factor is more typically litigated in the 
USPTO’s Trademark Trial and Appeal Board (“TTAB”) when an 
application is opposed or a registration is threatened with 
cancellation. One such example of a party navigating this tightrope 
is Swiss Watch International, Inc. v. Federation of the Swiss Watch 
Industry. In this case, Swiss Watch International, Inc. (“Swiss 
Watch”) petitioned to cancel the registrations for two certification 
marks owned by the Federation of the Swiss Watch Industry 
(“Federation”).30 Swiss Watch argued, among other things, that the 
Federation “discriminates in the granting of use of its certification 
mark.”31 Specifically, Swiss Watch argued that the Federation’s 
requirements that the watch movement be cased up in Switzerland 
and that the final inspection of the watch take place in Switzerland 
discriminated against Swiss watchmakers that use facilities outside 
of Switzerland for these last steps.32 The Board was ultimately 
unpersuaded, finding that Swiss Watch’s argument was not about 
the Federation acting in a discriminating manner by refusing to 

29 Lanham Act § 14, 15 U.S.C. § 1064(5)(D). 
30 Swiss Watch Int’l, Inc. v. Fed’n of the Swiss Watch Indus., 101 U.S.P.Q.2d 1731, 1733 

(T.T.A.B. 2012). 
31 Id. at 1734. 
32 Id. at 1741. 
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certify the goods of those who maintain the Federation’s standards 
that its marks certify.33 Rather, Swiss Watch was actually arguing 
that the Federation’s standards are wrong.34 The Board noted that 
“the statute requires only that the owner of the certification mark 
allow any entity that meets the standards, whatever the owner 
determines those standards to be, to use the mark.”35 The anti-
discrimination rule does not permit a rejected certificant to 
challenge the substance of the certification standard. 

Another balancing act can be found in a challenge to the validity 
of the Idaho Potato Commission’s (“IPC”) certification mark on the 
ground that IPC operated its certification program in a 
discriminatory manner.36 In this case, IPC terminated its 
certification of products made by M & M Produce Farms & Sales (“M 
& M”) on the ground that M & M failed to submit sufficient records 
to establish that its products were Idaho-grown potatoes. When M 
& M continued to use IPC’s certification mark after termination, 
IPC sued. In response, M & M counterclaimed to invalidate IPC’s 
certification marks, alleging that IPC’s quality control and audit 
requirements “improperly impose[] standards on license applicants 
that do not relate to whether the marked potatoes come from Idaho, 
including background and credit checks, quality controls, and 
onerous record requirements.”37 When analyzing M & M’s claims, 
the Court went back to the language of 15 U.S.C. § 1064(5)(D), and 
determined that certification “[m]ark holders cannot discriminate 
in issuing licenses based upon grounds unrelated to the certification 
mark, but they can condition licenses upon factors directly related 
to the certification mark, here insuring that the marked potatoes 
were grown in Idaho.”38 The Court initially granted IPC’s motion for 
summary judgment, dismissing M & M’s discriminatory refusal to 
certify the claim, and held that IPC did not discriminate in refusing 
to certify, but was instead maintaining valid control of its 
certification program because the IPC’s recordkeeping 
requirements directly related to its certification mandate.39 
However, on a motion for reconsideration, the Court reversed its 
opinion and held that there were genuine issues of material fact as 
to whether “any additional records requirements, such as the ones 
IPC s[ought] to impose [sic], [wa]s a discriminatory refusal to 

 
33 Id.  
34 Id.  
35 Id.  
36 Idaho Potato Comm’n v. M & M Produce Farms & Sales, No. 7:97-cv-8125, 2009 WL 

10739846, *9 (S.D.N.Y. Nov. 3, 2009). 
37 Id.  
38 Id.  
39 Id.  
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certify.”40 Thus, not only does a certification mark owner need to 
apply its certification standards uniformly across the board, but it 
also must take care not to refuse certification to parties based on 
factors that could be considered unrelated to the program itself. 

For certification mark owners, enforcing the standards requires 
the owner to be perfectly balanced on the tightrope: the owner 
cannot be overinclusive and permit parties who do not meet the 
standards to be certified, nor can the owner be underinclusive and 
exclude parties for arbitrary reasons when their goods or services 
meet the defined certification standards. Should the owner fail to 
meet this requirement, it opens itself up to litigation or the 
possibility that its certification mark will be cancelled. 

V. PRESSING THROUGH THE MUD:
EXERCISING CONTROL OVER USE OF THE 

CERTIFICATION MARK 
A certification mark owner must also declare in its application 

that it “exercise[s] legitimate control over the use of the 
[certification] mark in commerce” and “that to the best of the 
[owner’s] knowledge and belief, no other persons, except authorized 
users, have the right to use the mark in commerce.”41 Further, 
failure to exercise control over use of the mark by those that have 
been certified is grounds for cancellation of any certification mark 
registration.42 

As a practical matter, this requirement means that the 
certification mark owner must periodically monitor how the 
certification mark is used, whether there are any infringing uses, or 
whether parties that are certified continue to meet the applicable 
standards. This requirement was created “to protect the value of the 
mark and its significance as an indication of source, and to prevent 
the public from being misled or deceived as to the source of the 
product or its genuineness.”43 

Although the affirmation of control is a requirement during the 
application process, the sufficiency of a certifying body’s control over 
the certification mark typically arises when the validity of a 
certification mark registration is being challenged. For example, in 
Tea Board of India v. Republic of Tea Inc., Republic of Tea 
(“Republic”) counterclaimed to cancel the certification mark of Tea 
Board of India (“Tea Board”) because Tea Board allegedly failed to 

40 Idaho Potato Comm’n v. M & M Produce Farms & Sales, No. 7:97-cv-8125, 2009 WL 
10739844, *2 (S.D.N.Y. Dec. 2, 2009).  

41 TMEP § 1306.02(b)(i) (emphasis added). 
42 Lanham Act § 14, 15 U.S.C. 1064(5)(A). 
43 Tea Bd. of India v. Republic of Tea Inc., 80 U.S.P.Q.2d 1881, 1886 (T.T.A.B. 2006). 
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control third-party use of the mark DARJEELING.44 Republic 
specifically argued that DARJEELING lost its significance as an 
indication of source, and that the general consuming public 
understands the term to mean a certain kind of tea.45 Republic 
pointed to Tea Board’s “failure to police the mark resulting in 
unlicensed and unregulated third-party usage, years of uncontrolled 
use prior to implementation of the formal certification program in 
1987, and deficiencies in the regulations themselves.”46 In response 
to these arguments, the Board noted that “[t]he statute does not 
define ‘control’ or indicate the degree of control required, but it is 
clear that absolute control would be impracticable, if not 
impossible.”47 Here, Republic “introduced no evidence that the Tea 
Board did not in fact adequately control the use of the mark during 
the time prior to the implementation of the formal certification 
mark program in 1987,” and “the mere fact of misuse, just like the 
mere absence of formal control, is not sufficient to raise an inference 
that the control was not adequate or that DARJEELING has lost all 
significance as a mark.”48 The Board further elaborated that “[e]ven 
if control is not maintained and misuse occurs, it must be shown 
that the misuse was of such significance to permit an inference that 
the mark is generic.”49 Moreover, Tea Board demonstrated that 
“control was in fact maintained, and that the misuse was not 
tolerated and did not go unaddressed.”50 

The Federal Circuit has also provided guidance on the level of 
control a certifier is expected to exercise in Midwest Plastic 
Fabricators, Inc. v. Underwriters Laboratories, Inc. In this case, 
Midwest Plastic Fabricators, Inc. (“Midwest”) appealed the decision 
of the USPTO, denying Midwest’s petition to cancel two certification 
marks owned by Underwriters Laboratories Inc. (“UL”).51 Midwest 
argued that UL failed to control use of its certification mark because 
(1) Midwest’s independent tests of UL certified products showed 
that some of the tested products failed to meet UL’s standards, and 
(2) UL did not eliminate counterfeit UL marks on uncertified 
competitor’s products.52 In analyzing Midwest’s allegations, the 
Federal Circuit determined that the “control” requirement for 
certification marks “means the mark owner must take reasonable 

 
44 Id.  
45 Id.  
46 Id. at 1886-87. 
47 Id. at 1888.  
48 Id.  
49 Id. at 1888.  
50 Id. at 1889. 
51 Midwest Plastic Fabricators, Inc. v. Underwriters Lab’ys Inc., 906 F.2d 1568, 1569 (Fed. 

Cir. 1990).  
52 Id., 906 F.2d at 1572-73. 
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steps, under all the circumstances of the case, to prevent the public 
from being misled.”53 Specifically, the Board found that UL has “a 
vast network of inspectors making hundreds of thousands of 
inspections of thousands of different products across the country.”54 
With respect to the UL certified products that failed Midwest’s 
independent testing, the Board found that Midwest’s tests were 
unreliable and did not replicate test conditions used by UL in 
determining the certifiability of the products.55 As to the 
counterfeiting allegation, the Board determined that the limited 
nature of the counterfeiting problem was not sufficient to cancel 
UL’s registrations and that UL exercised control over the 
unauthorized use of its certification marks “based on findings about 
UL’s responsiveness and the stringency of its corrective action.”56 
As neither of these Board findings were clearly erroneous, the 
Federal Circuit affirmed the Board’s decision.57 

As shown by the above examples, litigating these cases can be a 
slog. These claims require proof that the certification mark owner is 
taking steps to protect and control its certification mark. Thus, it is 
important for the certification body to maintain records showing 
that it has indeed exercised control over use of the mark. This can 
include not only keeping records of infringing uses and the steps 
taken to stop such use, but also records demonstrating that the 
certification body has withdrawn permission to use the mark when 
a previously certified party no longer meets the standards.58 

VI. STAYING ON THE LOG:
USING CERTIFICATION MARKS 

SOLELY TO CERTIFY 
The Lanham Act also requires that the certification mark be 

used solely to certify, meaning that the mark cannot be used as an 
identification of source.59 The certifying body’s registration for the 
certification mark may be cancelled if the mark is found to have 
been used for any other purpose than to certify.60 Due to these 

53 Id. 
54 Midwest Plastic Fabricators Inc. v. Underwriters Lab’ys Inc., 12 U.S.P.Q.2d 1267, 1273 

(T.T.A.B. 1989). 
55 Id. at 1273. 
56 Id. at 1274. 
57 Midwest Plastic Fabricators, Inc., 906 F.2d at 1573. 
58 See, e.g., Swiss Watch Int’l, Inc. v. Fed’n of the Swiss Watch Indus., 101 U.S.P.Q.2d 1731, 

1739 (T.T.A.B. 2012) (discussing that the Federation was able to show control with 
evidence that it: (1) monitors trademark applications in Class 14 worldwide and files 
opposition proceedings; (2) monitors watch magazines for use of similar marks; and 
(3) inspects watches that have been seized by police forces or customs).

59 TMEP § 1306.01(b).  
60 Lanham Act § 14, 15 U.S.C. § 1064(5)(C). 
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constraints, certification marks and standard trademarks are 
mutually exclusive.61 One example of a party rolling off the log 
occurs in In re Monsanto Co., whereby the Board refused 
registration of the certification mark WEAR DATED, which 
purported to certify that manufacturers’ products contain 
Monsanto’s fibers and comply with quality standards imposed by 
Monsanto.62 However, despite having the right elements for its 
certification mark, Monsanto’s application was denied because 
Monsanto also owned a trademark for WEAR DATED, covering 
suits, slacks, and sweaters.63 The Board affirmed the denial and 
determined that there was no meaningful difference between the 
trademark and the certification mark application.64 

Because it is often necessary to include the name of the 
certifying body in both the certification mark and the mark used to 
identify the certifying service, this requirement can create some 
complications. The best way for a certification mark owner to 
address the requirement that its certification mark be used solely 
by others for certification purposes is to develop a distinct logo for 
the certification of the goods and services it tests, and a separate 
word mark or logo for its own branding. One example is UL. It has 
one house logo and word mark for its own branding and one mark 
for its certification program, both shown below: 

UL65 66

Both marks encompass the word “UL” and cover similar types of 
goods and services, but because the certification mark logo looks 
completely different from the organization’s corporate name and 
logo, consumers would not be confused as to which mark is used to 
identify products that have met UL’s quality and safety 
requirements and which mark identifies the organization’s own 
testing services and other programs. 

61 In re Celanese Corp. of Am., 136 U.S.P.Q. 86, 88 (T.T.A.B. 1962) (refusing registration 
for a trademark registration because the mark HONOR ROLL “serves merely as a 
guarantee that the product has been made of applicant’s plastic material rather than as 
a trademark to distinguish the toys produced therefrom from like toys of others.”). 

62 In re Monsanto Co., 201 U.S.P.Q. 864, 866 (T.T.A.B. 1978). 
63 Id. 
64 Id. at 870. 
65 UL, U.S. Registration No. 4,201,014 (registering various services including “providing 

electrical, flammability, mechanical, chemical, environmental, lighting protection and 
electromagnetic compatibility testing pursuant to national and international standards 
and other specimens” in Class 42). 

66 UL & Design, U.S. Registration No. 782,589 (certifying various types of goods including 
electrical equipment, building materials, and firefighting and fire prevention 
equipment). 
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VII. MAKING THE FINAL TURN TOWARD HOME: 
SUBMITTING SPECIMENS SHOWING USE 

In the United States, all trademark applications and 
registrations will eventually require the submission of specimens 
to establish how the marks are being used in U.S. commerce.67 
The registration of certification marks puts a different spin on 
this requirement, however. Unlike regular trademark specimens 
that show how the applicant uses the mark, a certification mark 
specimen must show how those who are certified use the mark.68 
Thus, specimens submitted with a certification mark cannot be 
specimens that are circulated by the certification mark owner to 
promote its certification program. Rather, the certification mark 
owner must submit specimens showing that in the case of goods 
the certification mark appears on products themselves or their 
labels and packaging, and in the case of services, on promotional 
materials promoting the certified services. In order to 
demonstrate this, the certification mark owner must submit a 
declaration with an approximate date when the products and 
services were first certified. Though this seems like a fairly 
straightforward task, it may cause challenges, as it requires the 
certifying bodies to cooperate with their certificants to find 
appropriate specimens. In cases where the certifications are 
clearly labeled on products, such as food products certified to 
contain CERTIFIED GENUINE IDAHO POTATOES GROWN IN 
IDAHO potatoes, this requirement may be easier, as shown 
below: 

 
67 U.S. Patent and Trademark Office, Drawings and specimens as application 

requirements, https://www.uspto.gov/trademarks/basics/drawings-and-specimens (last 
visited Oct. 5, 2026).  

68 TMEP § 1306.02(a)(i)(B) (“A certification mark specimen must show how a person other 
than the owner uses the mark to reflect certification of regional or other origin, material, 
mode of manufacture, quality, accuracy, or other characteristics of that person’s goods 
or services; or that members of a union or other organization performed the work or labor 
on the goods or services”), citing 37 C.F.R. § 2.56(b)(5). 
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69

However, for certifications of services, it may be more difficult to 
find an acceptable specimen of the certification mark in use. Some 
acceptable uses can include displaying a certificate from the 
certifying body at the location where the services are rendered or on 
advertisements promoting the certification mark by a third party, 
as shown below by CP and CP CERTIFIED PARALEGAL & Design. 

70

69 CERTIFIED GENUINE IDAHO POTATOES GROWN IN IDAHO & Design, U.S. 
Registration No. 4,221,402. 

70 CP, Registration No. 2,864,940; CP CERTIFIED PARALEGAL, U.S. Registration No. 
3,048,617. 



730 Vol. 116 TMR 

The Board’s analysis in In re Council on Certification of Nurse 
Anesthetists provides clear analysis of what specimens are 
acceptable or prohibited for service certification marks. In this case, 
the Council on Certification of Nurse Anesthetists (“CCNA”) was 
registering the certification mark CRNA for nurse anesthetists.71 
The application was initially refused on the ground that “use of the 
designation CRNA on the specimens of record conveys only the 
commercial impression of a title or degree,” among other grounds.72 
There, the CCNA submitted specimens including an examination 
for nurse anesthetists, a candidate handbook; guidelines; and a 
photograph of a person wearing a baseball hat and an apron, 
shoelaces, a badge, and a promotional sheet, all of which used 
variations of the CRNA mark and would be seen by the ultimate 
recipients of the services.73 The Board determined that the sample 
certificate, brochure, and literature all showed the requirements 
needed to qualify to use the CRNA designation.74 Thus, the Board 
determined that all such specimens clearly showed the CRNA mark 
as a certification mark, not just as a trademark.75 Similarly, the case 
of In re National Institute for Automotive Service Excellence 
demonstrates a similar lesson in which the Board reversed the 
Examiner’s refusal to register the below mark, and determined that 
the specimens indicated use of the mark as a certification mark. 

76

The certifying body in this case, the National Institute for 
Automotive Service Excellence, submitted specimens that included 
cloth insignia to be worn by individuals who were certified by the 
applicant.77 The Board disagreed with the Examiner’s argument 
that the specimens failed to prove the mark was being used to certify 
individuals. Instead, the Board determined that “applicant’s design 

71 In re Council on Certification of Nurse Anesthetists, 85 U.S.P.Q.2d 1403 (T.T.A.B. 2007). 
72 Id. at 1405. 
73 Id. at 1406-07. 
74 Id. at 1410. 
75 Id. 
76 In re Nat’l Inst. for Auto Serv. Excellence, 218 U.S.P.Q. 744 (T.T.A.B. 1983). 
77 Id. at 745. 
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is used in applicant’s specimens and literature in the manner of a 
certification mark for services.”78 

At this point in the trademark prosecution, the certifier is almost 
at the finish line. It has met almost every other requirement and 
just needs to prove to the Examiner how its mark is used to certify 
goods or services. Thus, when a certifier is considering what 
specimens it should provide to the Examining Attorney, it should be 
cognizant of how the certification mark is displayed and whether it 
truly shows the goods or services being certified. 

VIII. DIFFERENCES IN THE COURSE OF 
DOMESTIC AND FOREIGN CERTIFICATION 

REGISTRATION 
A. The Simplified Classification System for 

U.S. Certification Marks: An American Shortcut 
Standard trademark and service mark applications require that 

the applicant list the goods and services covered by the application 
and categorize those goods and services in forty-five separately 
numbered classes, known as the Nice Classification system, which 
has been adopted by most countries for use by their respective 
trademark offices.79 For example, Nice Class 1 covers chemicals for 
use in industry, science, and photography, while Nice Class 2 covers 
paints, varnishes, and lacquers. In theory, every conceivable 
product or service falls within one of the Nice Classifications. 
Official trademark application filing fees are typically calculated by 
the number of Nice Classes covered by the application. The United 
States has also adopted the Nice Classification system for all 
standard trademark and service mark applications. However, the 
United States has created a sort of shortcut outside the Nice 
Classifications for certification marks, which may be submitted only 
under two classes that are NOT part of the Nice system: Class A and 
Class B. Class A relates to the certification of any physical product—
for example, certifying electrical equipment.80 Class B, on the other 
hand, is for the certification of services,—for example, paralegal 
services.81 The USPTO’s simple, two-class system for certification 

 
78 Id. at 747.  
79 World Intell. Prop. Org., Frequently Asked Questions: Nice Classification, 

https://www.wipo.int/en/web/classification-nice/faq (last visited Oct. 5, 2026) (discussing 
that around 150 offices in the world apply the Nice Classification).  

80 UL UL & Design, U.S. Registration No. 3,934,920 (registering “Electrical equipment, 
usually not of a voltage exceeding 600 volts; lighting equipment; electrical appliance and 
utilization equipment; electrical construction equipment” in Class A).  

81 CP CERTIFIED PARALEGAL, U.S. Registration No. 3,048,617 (registering “paralegal 
services in the nature of conducting legal research, composing and drafting legal 
documents and pleadings, conducting client and witness interviews, and trial and 
courtroom paralegal services” in Class B).  
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marks stands in stark contrast to most foreign governments, which 
require that certification mark owners list the certified goods and 
services separately in each of the applicable forty-five different Nice 
Classes and pay a separate filing fee for each class listed in the 
application. Because of the different classification systems, 
registration for certification marks in the United States is more 
affordable for large scale certification programs that certify products 
across a large number of Nice Classes. For example, a registrant like 
UL, whose applications often contain a wide array of goods, is 
required to pay for only one class (Class A) in the United States, 
while they may be required to pay across multiple Nice Classes for 
foreign registrations depending on the type of goods being certified. 
Although the U.S. system may be more expensive in some ways due 
to the additional requirements discussed above, the savings in filing 
fees provided by the U.S. certification mark system can be 
substantial in some cases. 

B. Different Countries, Different Hurdles:
The Varying Requirements for Certification Mark 

Registration in Countries Across the Globe 
The path to registration of certification marks can be even more 

arduous outside the United States. 
In several foreign jurisdictions, the applicant must submit proof 

of having the authority or expertise to certify goods and services in 
their field. For example, in New Zealand, the trademark office 
requires a certification owner to establish that it is “competent to 
certify the goods or services in respect of which the certification 
mark is to be registered.”82 Evidence can include the form of 
declarations or letters from reputable people in the relevant field 
that attest to the applicant’s reputation in the trade.83 It may also 
include documentary evidence proving the applicant’s ability to 
certify particular goods or services.84 

In other countries, like Australia, the standard submitted with 
the certification mark is reviewed substantively and must be 
approved by an independent government agency.85 For example, in 

82 Trade Marks Act 2002, § 55(1)(c) (N.Z.); see also N.Z. Intell. Prop. Office, 
Practice Guidelines, https://www.iponz.govt.nz/get-ip/trademarks/practiceguidelines/ 
current/certification-marks/#fnref:26 (last visited July 6, 2026).  

83 N.Z. Intell. Prop. Office, Practice Guidelines, https://www.iponz.govt.nz/get-ip/trade-
marks/practice-guidelines/current/certification-marks/#fnref:26 (last visited July 6, 
2026). 

84 Id. 
85 Australian Competition & Consumer Comm’n, Certification trade marks, https://www. 

accc.gov.au/business/competition-and-exemptions/exemptions-from-competition-law/ 
certification-trade-marks (last visited Oct. 5, 2026) (discussing that ACCC approval of 
the certification standards is required before a new certification mark can be registered 
by IP Australia). 

https://www.iponz.govt.nz/get-ip/trade-marks/practice-guidelines/current/certification-marks/#fnref:26
https://www.iponz.govt.nz/get-ip/trade-marks/practice-guidelines/current/certification-marks/#fnref:26
https://www.accc.gov.au/business/competition-and-exemptions/exemptions-from-competition-law/certification-trade-marks
https://www.accc.gov.au/business/competition-and-exemptions/exemptions-from-competition-law/certification-trade-marks
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Australia the applicant submits its certification mark application to 
the Registrar of Trademarks at IP Australia, who reviews the 
application for the general requirements. Then, if the application 
passes this stage, the Registrar sends the application to the 
Australian Competition & Consumer Commission (“ACCC”) to 
assess the standards and the certification mark rules.86 At this 
point, the ACCC assesses that the applicant has the ability to 
successfully certify other entities and that the specimen and rules 
are not a detriment to the public by restricting market entry or 
misleading as to what is being certified.87 

Some countries do not permit certification mark programs for 
the same broad, open-ended range of qualities and characteristics 
that are allowed in the United States. For example, the European 
Union (“EU”) does not permit private bodies to certify the 
geographical origin of the product.88 This was a point of contention 
in the EU’s acceptance of certification marks as a whole, as the 
various government entities controlled, and still control, the 
designation of products being from a certain region (such as 
Champagne or Gruyere). As a compromise with these governmental 
entities, the EU permitted certification marks to encompass 
“material mode of manufacture of goods or performance of services, 
quality, accuracy or other characteristics,” but expressly excluded 
the ability for certification marks to encompass the possibility of 
certifying geographic origin.89 

Finally, some countries, such as Saudi Arabia, Kuwait, and 
Qatar, do not provide a legal framework for certification mark 
registration at all. In such cases, the certification owner may need 
to register the certification mark as a regular trademark and argue 
that all those that it certifies in that country are merely trademark 
licensees. However, it is unclear how this might affect enforcement 
in these countries against infringers who falsely claim to be 
certified. 

Thus, when considering the scope and nature of one’s 
certification program, a certification mark owner should be 
cognizant of the various routes and obstacles in foreign countries. 

IX. THE FINISH LINE
The process of getting a certification mark registered is like 

navigating an obstacle course. There are multiple requirements that 

86 Id. 
87 Id. 
88 EU Intell. Prop. Off., Guidelines for Examination of EU Trade Marks, pt. B, § 4, ch. 16, 

sec. 2.1 (2026) (discussing that certification marks excludes the possibility of certifying 
the geographical origin of goods or services). 

89 Id. 
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are special to certification marks and make the application process 
much more complex than the average trademark. 

Though there are several steps a certification mark owner needs 
to be aware of prior to filing its certification mark application, the 
certification mark obstacle course is not nearly as daunting if the 
certifier is aware of what is to come and takes steps to organize its 
materials prior to filing. Having a plan to collect the standards and 
specimens, an effective way to control the program, and a system to 
audit and record compliance with standards will all help prepare 
the certifier to walk the tightrope that is certification mark 
registration. The certifier should further consider the scope of its 
certification mark program and whether it will need any additional 
evidence to support foreign filings, or even whether certification 
marks exist. The below checklist is a non-exhaustive list of 
questions to consider in order to best prepare for the application 
process. 

• Is the certification mark program for goods or services?
• What is the scope of the certification mark program?
• How many goods or services are being certified, and does

each one need its own standard?
• Is the standard specifically created or purchased from

another source? If it is purchased, what steps need to be
taken in order to limit the risk of copyright infringement?

• How is the certification mark going to be enforced against
infringers? Demand letters? Monitoring trademark
registrations and applications?

• How is the certification mark going to be enforced against
certifiers who do not comply with the standards? Routine
auditing? How long does a party have to fix their improper
use?

• If needed in certain jurisdictions like the United States, what
specimens are going to be used to support the application?

All these questions help avoid dead ends and get the certifier to 
the finish line. Thus, while the application and prosecution process 
relating to certification marks can feel like an obstacle course, 
understanding each step and the purpose behind every requirement 
can make this process more easily navigable. 
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