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CONCLUSION

The decision in this case will have an
enormous impact on government procure-
ments.

For government contracts implemented
through issuance of task or delivery or-
ders, the decision significantly narrows the
existing reach of the task order bar, which
defeats Tucker Act jurisdiction for other-
wise permissible § 1491(b)(1) protests. The
majority interprets the task order bar to
be limited to protests that allege legal
flaws in the task order, but does so by
discarding the binding decision in SRA,
which interpreted the task order bar to
reach broader alleged violations of law
arising in connection with the issuance of a
task order. Whether the SRA interpreta-
tion of the scope of the task order bar is
‘‘far too broad’’ as a policy matter, as the
majority asserts, can be addressed by the
court sitting en banc, but this panel is
bound by SRA, and under its test, Perci-
pient’s protest is task order barred.

For protests under § 1491(b)(1), the ma-
jority grants potential subcontractors
standing to protest for the first time in
Tucker Act history. That the majority lim-
its potential subcontractor standing to
prong three protests involving alleged vio-
lations of § 3453 may suggest to some that
the decision is not a big deal. But § 3453
and its sister statute 41 U.S.C. § 3307
apply to all government contracts for prod-
ucts and services, so it is fair to expect
that potential subcontractors will soon
flood the Claims Court with § 1491(b)(1)
protests. Think of all the products and
services that go into government contracts
for a battleship, or airplane, or new head-
quarters for an agency, and the vast num-
ber of potential subcontractors who can so
easily allege possession of a suitable off-
the-shelf product or service and inade-
quate agency attention to § 3453’s require-
ments. And further, the majority’s driving

rationale, i.e., that some laws are so impor-
tant (here, § 3453) that they require re-
laxed standing tests to promote compli-
ance, will in time likely apply to alleged
violations of other important laws, requir-
ing specially tailored standing require-
ments. The majority accomplishes its goal
of enhancing vigilance for § 3453 by dis-
carding the AFGE precedent as irrelevant
to this case. As I have demonstrated
above, AFGE binds this panel, and Perci-
pient lacks standing under § 1491(b)(1).
And as a matter of independent consider-
ation, there is no support for the majori-
ty’s new prong three standing test, and
there is ample statutory history evidence
that Congress would object to granting
potential subcontractors § 1491(b)(1)
standing of any kind. As with the task
order bar issue in this case, the court
sitting en banc might consider additional
standing tests for § 1491(b)(1) beyond
AFGE’s, but this panel cannot.

For the many reasons set forth above, I
respectfully dissent.
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Background:  Holder of alleged trade se-
crets regarding insulin pump patches man-
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ufactured by holder brought action against
competitor, asserting claims for violations
of the Defend Trade Secrets Act (DTSA)
and seeking a preliminary injunction to
enjoin all technical communications be-
tween competitor and a company that had
begun diligence process to acquire compet-
itor. The United States District Court for
the District of Massachusetts, F. Dennis
Saylor IV, Chief Judge, 2023 WL 7647573,
granted manufacturer’s request for a pre-
liminary injunction, enjoining competitor
from manufacturing, marketing, or selling
any product that was designed, developed,
or manufactured using or relying on manu-
facturer’s trade secrets, with limited carve-
outs for certain existing patient popula-
tions. Competitor appealed.

Holdings:  The Court of Appeals, Lourie,
Circuit Judge, held that:

(1) district court ignored material factor
deserving significant weight by failing
to assess statute of limitations in de-
termining holder’s likelihood of success
on the merits;

(2) district court did not adequately consid-
er whether the alleged trade secrets
were in fact trade secrets;

(3) district court’s finding that evidence
that holder was likely to succeed on
the merits was strong was insufficient,
without more, to support a finding that
holder was likely to suffer the irrepa-
rable harm required to warrant grant
of preliminary injunction; and

(4) district court failed to meaningfully en-
gage with public-interest prong of pre-
liminary-injunction analysis.

Reversed and remanded.

1. Injunction O1075, 1572
A preliminary injunction is an extraor-

dinary remedy that may only be awarded
upon a clear showing that the plaintiff is
entitled to such relief.

2. Injunction O1092

To establish that a plaintiff is entitled
to a preliminary injunction, a court must
find that: (1) the plaintiff has a likelihood
of success on the merits of its claim; (2)
the plaintiff does not have an adequate
remedy at law such that it will suffer
irreparable harm without the injunction;
(3) this harm is greater than the injury the
defendant will suffer if the injunction is
granted; and (4) the injunction will not
harm the public interest.

3. Courts O96(7)

The Federal Circuit reviews a district
court’s grant of a preliminary injunction
under the law of the regional circuit.

4. Federal Courts O3616(2)

The First Circuit reviews grants of
preliminary injunctions for an abuse of
discretion.

5. Federal Courts O3565

Under First Circuit law, an abuse of
discretion may be established by showing
that a material factor deserving significant
weight has been ignored, that an improper
fact was relied upon, or that the court
made a serious mistake in weighing the
facts.

6. Federal Courts O3616(2)

Under First Circuit law, the abuse-of-
discretion standard of review applicable to
review of the grant of a preliminary in-
junction applies to issues of judgment and
balancing of conflicting factors, whereas a
reviewing court still reviews rulings on
legal issues de novo and findings of fact for
clear error.

7. Antitrust and Trade Regulation
O417

Once a trade secret has lost its secre-
cy, its value may be gone because others
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may practice it to the detriment of its
owner.

8. Injunction O1384
Establishing entitlement to injunctive

relief in a trade-secret action requires a
showing of the existence of the trade se-
cret and misappropriation, as well as the
satisfaction of the usual, established fac-
tors justifying the grant of a preliminary
injunction, namely that the plaintiff is like-
ly to succeed on the merits, that the plain-
tiff will be irreparably harmed absent the
injunction, that the harm to the plaintiff in
the absence of the injunction is greater
than the harm the defendant would suffer
if injunction were granted, and that the
injunction will not harm the public inter-
est.

9. Injunction O1384
District court ignored a material fac-

tor deserving significant weight by failing
to assess statute of limitations when it was
determining whether holder of alleged
trade secrets was likely to succeed on the
merits of its Defend Trade Secrets Act
(DTSA) claim against competitor, as a fac-
tor of its determination of whether to
grant a preliminary injunction in favor of
holder, and thus grant of the preliminary
injunction was not warranted, where, if the
three-year statute of limitations for filing a
DTSA claim had expired, holder’s claims
would have been time-barred, and holder
would have had no chance of success.  18
U.S.C.A. § 1836(d).

10. Injunction O1384
Trade-secret definition used by dis-

trict court to determine whether holder of
alleged trade secrets in fact had trade
secrets, as a factor for determining hold-
er’s entitlement to preliminary injunction
in its Defend Trade Secrets Act (DTSA)
action, was severely overbroad; district
court broadly defined ‘‘trade secret’’ as
including holder’s confidential information

and any information that contained, de-
rived from, or incorporated such confiden-
tial information, but district court’s defini-
tion did not include elements of DTSA’s
trade-secret definition requiring that own-
er have taken reasonable measures to keep
information secret and that information
derive independent economic value.  18
U.S.C.A. § 1839(3)(A, B).

11. Injunction O1384

District court’s analysis of whether
holder of alleged trade secrets took rea-
sonable measures to keep secret the infor-
mation that it alleged had been incorporat-
ed into design drawings and specifications
for insulin pump patches manufactured by
holder’s competitor was too general to sup-
port a finding that holder had taken the
reasonable measures required for the in-
formation to qualify as a trade secret un-
der Defend Trade Secrets Act (DTSA)
and, thus, was too general to support pre-
liminary injunction enjoining competitor
from disclosing the drawings and specifica-
tions; district court merely found that
holder took measures to protect some un-
identified set of information, as opposed to
finding that holder took reasonable meas-
ures to protect specific information alleged
to be a trade secret.  18 U.S.C.A.
§ 1839(3)(A).

12. Injunction O1384

District court failed to adequately as-
sess whether information that holder of
alleged trade secrets alleged had been in-
corporated into design drawings and
specifications for insulin pump patches
manufactured by holder’s competitor was
generally known or reasonably ascertain-
able through proper means in the form of
reverse engineering, as would preclude
the information’s eligibility for trade-se-
cret protection, and thus grant of prelimi-
nary injunction enjoining competitor from
disclosing the drawings and specifications
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was not warranted; district court found
that holder’s insulin pump patch could be
broken down and to some extent reverse
engineered and that there was some evi-
dence that components of it were actually
reverse engineered, but then district
court went on to consider any and all
depictions of those components to be
trade secrets.  18 U.S.C.A. § 1839(6)(B).

13. Antitrust and Trade Regulation
O413

If information is readily ascertainable
through proper means such as reverse en-
gineering, it is not eligible for trade secret
protection.  18 U.S.C.A. § 1839(6)(B).

14. Injunction O1384
District court failed to sufficiently

consider whether information allegedly
constituting trade secrets was reasonably
ascertainable through proper means in the
form of patent disclosures from holder of
the alleged trade secrets, as would pre-
clude a finding that the information could
be appropriated as a trade secret, and thus
grant of preliminary injunction in holder’s
Defend Trade Secrets Act (DTSA) action
against competitor was not warranted; dis-
trict court noted that holder had patents
that disclosed information relating to its
insulin pump patch, but then it dismissed
those disclosures as irrelevant because the
case was not a patent case.  18 U.S.C.A.
§ 1839(6)(B).

15. Antitrust and Trade Regulation
O417

Matters of public knowledge or of
general knowledge in an industry cannot
be appropriated by an entity as a trade
secret.

16. Antitrust and Trade Regulation
O413

Although novelty, in the patent-law
sense, is not required for a trade secret,
some novelty will be required if merely

because that which does not possess novel-
ty is usually known; secrecy, in the context
of trade secrets, thus implies at least mini-
mal novelty.

17. Injunction O1384
District court failed to sufficiently

evaluate whether information alleged to be
trade secrets had the independent econom-
ic value required to qualify as a trade
secret under the Defend Trade Secrets Act
(DTSA), and thus grant of preliminary in-
junction in DTSA action brought by holder
of the alleged trade secrets against a com-
petitor was not warranted, where district
court merely identified that the value of a
small number of secrets that solved critical
problems could be greater than the sum of
their parts.  18 U.S.C.A. § 1839(3)(B).

18. Injunction O1384
District court’s finding that evidence

that holder of alleged trade secrets was
likely to succeed on the merits was strong
was insufficient, without more, to support
a finding that holder was likely to suffer
the irreparable harm required to warrant
grant of preliminary injunction, in holder’s
Defend Trade Secrets Act (DTSA) action
against competitor.  18 U.S.C.A. § 1836.

19. Injunction O1384
Purported harm that would be suf-

fered by holder of alleged trade secrets in
the absence of preliminary injunction in its
Defend Trade Secrets Act (DTSA) action
against competitor was mere conjecture
and, thus, was insufficient to constitute the
irreparable harm required to support the
grant of the preliminary injunction; pur-
ported harm was not the acquisition, use,
or disclosure of trade secrets but was,
instead, related to the potential acquisition
of competitor by a larger company, and
while district court found that the relevant
competitive harm was losing market share
and having pricing undercut by a competi-
tor that would not have to spend same
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time and money on research and develop-
ment, there was no evidence to support
that finding.  18 U.S.C.A. § 1836.

20. Injunction O1103, 1106

A finding of irreparable harm absent
the grant of a preliminary injunction, as a
requirement for granting such an injunc-
tion, must be grounded on something more
than conjecture, surmise, or a party’s un-
substantiated fears of what the future may
have in store.

21. Injunction O1363

Neither a generalized fear of a larger
competitor nor any theoretical sale that
can be remedied with damages constitutes
a cognizable irreparable harm, for pur-
poses of establishing entitlement to a pre-
liminary injunction.

22. Injunction O1384

District court failed to meaningfully
engage with public-interest prong of pre-
liminary-injunction analysis, and thus
grant of preliminary injunction in Defend
Trade Secrets Act (DTSA) action brought
by alleged holder of trade secrets against
competitor was not warranted, where dis-
trict court held only that it saw ‘‘little
impact one way or the other’’ with respect
to the public-interest prong.  18 U.S.C.A.
§ 1836.

23. Federal Courts O3515

Grant of preliminary injunction was
rendered moot on appeal, in Defend Trade
Secrets Act (DTSA) action brought by
holder of alleged trade secrets against
competitor, where the concerns that holder
raised as likely to cause immediate irrepa-
rable harm were the alleged competitive
harm arising from the potential acquisition
of competitor by a larger company, and
acquisition deal had been killed during the
pendency of the appeal.  18 U.S.C.A.
§ 1836.

Appeal from the United States District
Court for the District of Massachusetts in
No. 1:23-cv-11780-FDS, Judge F. Dennis
Saylor, IV.

William M. Jay, Goodwin Procter LLP,
Washington, DC, argued for plaintiff-ap-
pellee. Also represented by Matthew Gin-
ther, Jenny J. Zhang; Robert Carroll, Ger-
ard J. Cedrone, William Evans, Robert
Frederickson, III, Boston, MA; Alexandra
D. Valenti, New York, NY.

Adam Gershenson, Cooley LLP, Boston,
MA, argued for defendants-appellants.
Also represented by Kimberley A. Scime-
ca; Elizabeth M. Flanagan, Minneapolis,
MN; Patrick Hayden, New York, NY;
Dustin Knight, Washington, DC; Lowell D.
Mead, Palo Alto, CA.

Before Lourie, Prost, and Stark, Circuit
Judges.

Lourie, Circuit Judge.

EOFlow, Co. Ltd. and EOFlow, Inc.
(collectively, ‘‘EOFlow’’) appeal from an
October 24, 2023 order of the United
States District Court for the District of
Massachusetts granting a preliminary in-
junction sought by Insulet Corp. (‘‘Insu-
let’’). See Insulet Corp. v. EOFlow, Co.,
No. 1:23-cv-11780-FDS, 2023 WL 7647573
(D. Mass. Oct. 24, 2023) (‘‘Order’’); J.A.
38w41. The injunction enjoined EOFlow
from manufacturing, marketing, or selling
any product that was designed, developed,
or manufactured, in whole or in part, using
or relying on alleged trade secrets of Insu-
let. On May 7, 2024, we issued a temporary
stay of the injunction pending this opinion.
For the following reasons, we lift our stay
and reverse the district court’s order.

BACKGROUND

Insulet and EOFlow are medical device
manufacturers that make insulin pump
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patches. Insulet began developing the
wearable insulin pump OmniPodb in the
early 2000s. J.A. 190. The FDA approved
the first OmniPod product in 2005, and a
next-generation product, the OPI-2, came
onto the market soon thereafter in 2007.
Id. at 202. Insulet then began work on its
next-generation Eros product, which ob-
tained FDA approval in 2012 and commer-
cially launched in 2013. Id. at 203.

EOFlow began developing its own flag-
ship product, an insulin pump patch called
the EOPatchb, soon after the company’s
founding in 2011. J.A. 1078. The EOPatch
received regulatory approval in South Ko-
rea in 2017, after which EOFlow began
developing its next-generation EOPatch 2.
Id. at 1747. Around that time, four former
Insulet employees joined EOFlow. See id.
at 5, 230w31, 8979, 9079, 9744. In 2019 and
2022, respectively, the EOFlow 2 received
regulatory approval in South Korea and
Europe, after which it began commercial
distribution in those select geographic
markets. Id. at 1747w51.

In early 2023, reports surfaced that
Medtronic had started a diligence process
to acquire EOFlow. J.A. 1072w73,
1077w78. Soon thereafter, Insulet sued
EOFlow in the U.S. District Court for the
District of Massachusetts for violations of,
among other things, the Defend Trade Se-
crets Act (‘‘DTSA’’), seeking a temporary
restraining order and a preliminary injunc-
tion to enjoin all technical communications
between EOFlow and Medtronic in view of
its trade secrets claims.

On August 29, 2023, the district court
temporarily restrained EOFlow from ‘‘dis-
closing products or manufacturing techni-
cal information related to the EOPatch or
Omni[P]od products.’’ J.A. 1254. On Octo-
ber 4, 2023, the court granted Insulet’s
request for a preliminary injunction, find-
ing that (1) ‘‘there is strong evidence that
Insulet is likely to succeed on the merits of

its trade secrets claim at least in part,’’ (2)
there was ‘‘strong evidence of misappropri-
ation’’ because EO Flow hired former In-
sulet employees who retained ‘‘Insulet’s
confidential documents’’ that ‘‘fall within
the statutory definition of trade secret,’’
and (3) that irreparable harm to Insulet
crystallized when EOFlow announced an
intended acquisition by Medtronic, which
‘‘would be a source of capital for EOFlow’’
and increase competition with Insulet. Id.
at 5w22.

The resulting preliminary injunction is-
sued on October 6, 2023, and enjoined
EOFlow ‘‘from manufacturing, marketing,
or selling any product that was designed,
developed, or manufactured, in whole or in
part, using or relying on the Trade Secrets
of Insulet.’’ J.A. 35w37. EOFlow moved to
modify that injunction, citing concerns re-
garding existing patient populations in in-
ternational markets. The district court
subsequently amended the injunction on
October 24, 2023, adding limited carveouts
for certain patient populations in South
Korea, the European Union, and the Unit-
ed Arab Emirates. EOFlow filed a notice
of appeal shortly thereafter. Order at
*1w2; J.A. 38w41.

While this appeal was pending, both par-
ties moved in the district court to further
modify the injunction. As a result, a second
amended preliminary injunction issued on
April 24, 2024, limiting the carveouts con-
tained in the October 24, 2023 order. Insu-
let Corp. v. EOFlow, Co., No. 1:23-cv-
11780-FDS (D. Mass. Apr. 24, 2024), ECF
No. 361.

Oral argument was heard at this court
on May 6, 2024. On May 7, 2024, we issued
a temporary stay of the October 24, 2023
preliminary injunction pending this deci-
sion and further suggested that the district
court consider entering a stay of the April
24, 2024 order that is not before us. The
district court subsequently stayed the
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April 24, 2024 order on May 8, 2024. Id. at
ECF No. 368.

We have jurisdiction over the October
24, 2023 preliminary injunction order un-
der 28 U.S.C. § 1292(c)(1).

DISCUSSION

[1, 2] A preliminary injunction is ‘‘an
extraordinary remedy that may only be
awarded upon a clear showing that the
plaintiff is entitled to such relief.’’ Winter
v. NRDC, Inc., 555 U.S. 7, 22, 129 S.Ct.
365, 172 L.Ed.2d 249 (2008) (citing Mazu-
rek v. Armstrong, 520 U.S. 968, 972, 117
S.Ct. 1865, 138 L.Ed.2d 162 (1997) (per
curiam)). To establish such entitlement,
the court must find that ‘‘(1) the plaintiff
has a likelihood of success on the merits of
his claim; (2) the plaintiff does not have an
adequate remedy at law such that it will
suffer irreparable harm without the injunc-
tion; (3) this harm is greater than the
injury the defendant will suffer if the in-
junction is granted; and (4) the injunction
will not harm the public interest.’’ Concrete
Mach. Co. v. Classic Lawn Ornaments,
Inc., 843 F.2d 600, 611 (1st Cir. 1988).

[3–6] We review a district court’s
grant of a preliminary injunction under the
law of the regional circuit. SoClean, Inc. v.
Sunset Healthcare Sols., Inc., 52 F.4th
1363, 1367 (Fed. Cir. 2022). Here, that is
the First Circuit, which reviews grants of
preliminary injunctions for an abuse of
discretion. Id. An abuse of discretion may
be established by showing that a material
factor deserving significant weight has
been ignored, that an improper fact was
relied upon, or that the court made a

serious mistake in weighing the facts. I.P.
Lund Trading ApS v. Kohler Co., 163 F.3d
27, 33 (1st Cir. 1998). That ‘‘deferential
standard, however, applies to ‘issues of
judgment and balancing of conflicting fac-
tors,’ and we still review rulings on TTT
legal issues de novo and findings of fact for
clear error.’’ Water Keeper All. v. Dep’t of
Def., 271 F.3d 21, 30 (1st Cir. 2001) (quot-
ing Cablevision of Bos., Inc. v. Pub. Im-
provement Comm’n, 184 F.3d 88, 96 (1st
Cir. 1999)).

EOFlow contends that the preliminary
injunction was issued in error and that the
district court abused its discretion by fail-
ing to consider factors relevant to Insulet’s
likelihood of success on the merits and
failing to meaningfully evaluate the bal-
ance of harms and the public interest. We
address each argument in turn.

I

[7, 8] Trade secrets are an important
form of intellectual property that both
Congress and the states have deemed wor-
thy of protection. See, e.g., 18 U.S.C.
§ 1836; Mass. Gen. Laws ch. 93, §§ 42A,
42B. And even well before those laws were
enacted, the Founders also recognized the
value, as well as the volatility, of an idea
kept as a secret.1 Indeed, once a trade
secret has lost its secrecy, its value may be
gone because others may practice it to the
detriment of its owner. Trade secrets can
thus deeply benefit from being the subject
of preliminary injunctive relief as much as
other forms of intellectual property. See
Melvin F. Jager & Brad Lane, Trade Se-
crets Law §§ 1:1, 7:4 (2023). But establish-

1. For example, in an August 13, 1813 letter to
merchant Isaac McPherson, Thomas Jefferson
wrote: ‘‘[I]f nature has made any one thing
less susceptible, than all others, of exclusive
property, it is the action of the thinking power
called an Idea; which an individual may ex-
clusively possess as long as he keeps it to

himself; but the moment it is divulged, it
forces itself into the possession of every one,
and the receiver cannot dispossess himself of
it.’’ The Founder’s Constitution, ed. Philip B.
Kurland and Ralph Lerner (Chicago: Univer-
sity of Chicago Press, 1987), 3:42.
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ing entitlement to such injunctive relief
still requires a showing of the existence of
the trade secret and misappropriation, as
well as the satisfaction of the usual, estab-
lished factors justifying the grant of a
preliminary injunction.

Under the DTSA, the ‘‘owner of a trade
secret that is misappropriated’’ may bring
a civil action ‘‘if the trade secret is related
to a product or service used in, or intend-
ed for use in, interstate or foreign com-
merce.’’ 18 U.S.C. § 1836(b)(1). Here, In-
sulet alleged that it owns trade secrets
relating to its OmniPod product that were
misappropriated by EOFlow and several
individually named defendants. The dis-
trict court subsequently granted its re-
quest for a preliminary injunction.

[9] EOFlow argues that the district
court abused its discretion in granting that
preliminary injunction. EOFlow first notes
that even if Insulet owned protectable
trade secrets, and even if those trade se-
crets were misappropriated by the defen-
dants, Insulet’s right to bring a civil action
would remain limited by 18 U.S.C.
§ 1836(d), which provides that such a civil
action ‘‘may not be commenced later than
3 years after the date on which the misap-
propriation with respect to which the ac-
tion would relate is discovered or by the
exercise of reasonable diligence should
have been discovered.’’ A likelihood of suc-
cess analysis for a claim brought under the
DTSA must, according to EOFlow, con-
template whether or not that claim may be
time barred under § 1836(d) when a stat-
ute of limitations challenge is raised.

The district court expressed no opinion
on the matter; although there are over
twelve pages of analysis on Insulet’s likeli-
hood of success, the statute of limitations
is never discussed. EOFlow notes that af-
ter having moved on to an assessment of
irreparable harm, the court noted that it
‘‘express[ed] no opinion about the accrual

of the statute of limitations,’’ deeming it
‘‘not the issue here.’’ J.A. 15. It is not clear
whether the court meant that the statute
of limitations was irrelevant to assessing
irreparable harm, or that it was irrelevant
to the grant of a preliminary injunction
more generally. But that distinction mat-
ters not, because, either way, the court did
not assess the statute of limitations in the
context of evaluating Insulet’s likelihood of
success on the merits. The court thus ig-
nored a material factor deserving signifi-
cant weight, which constitutes an abuse of
discretion. See I.P. Lund Trading, 163
F.3d at 33. Indeed, if the three-year stat-
ute of limitations for filing a DTSA claim
had expired, Insulet’s claims would be
time-barred and therefore would have no
chance of success.

[10] But even if the district court had
adequately dealt with the statute of limi-
tations issue, that would have been insuf-
ficient to support the October 24, 2023 or-
der. As EOFlow further contends, the
district court also abused its discretion in
its consideration of what constitutes a
trade secret.

The DTSA defines ‘‘trade secrets’’ as:

All forms and types of financial, busi-
ness, scientific, technical, economic, or
engineering information, including pat-
terns, plans, compilations, program de-
vices, formulas, designs, prototypes,
methods, techniques, processes, proce-
dures, programs, or codes, whether
tangible or intangible, and whether or
how stored, complied, or memorialized
physically, electronically, graphically,
photographically, or in writing if—

(A) the owner thereof has taken rea-
sonable measures to keep such in-
formation secret; and

(B) the information derives indepen-
dent economic value, actual or po-
tential, from not being generally



881INSULET CORP. v. EOFLOW, CO. LTD.
Cite as 104 F.4th 873 (Fed. Cir. 2024)

known to, and not being readily
ascertainable through proper
means by, another person who can
obtain economic value from the dis-
closure or use of the information[.]

18 U.S.C. § 1839(3)(A) (emphases added).

In contrast, the order granting this pre-
liminary injunction broadly defines the
term ‘‘trade secret’’ as including ‘‘any and
all Confidential Information of Insulet’’
and ‘‘any information that contains, derives
from, or incorporates such Confidential In-
formation.’’ Order at *1; J.A. 36. The in-
junction further specifies that ‘‘ ‘Confiden-
tial Information’ shall mean (a) any and all
information or materials that were marked
‘confidential’ by Insulet and (b) any and all
CAD files, drawings, or specifications cre-
ated by Insulet, whether or not they were
marked ‘confidential.’ ’’ Order at *1; J.A.
36. That definition is severely overbroad.

Compounding the harm of that inaccu-
rate definition was the district court’s posi-
tion that ‘‘it would be unfair to require at
this stage perfection as to the precise num-
ber and contours of the trade secrets at
issue.’’ J.A. 6. We disagree. In order to
secure a preliminary injunction, Insulet
had to establish the likelihood of its suc-
cess on the merits for at least one, specifi-
cally defined, trade secret. It did not do so.
Rather, it advanced a hazy grouping of
information that the court did not probe
with particularity to determine what, if
anything, was deserving of trade secret
protection.

[11] Instead, the preliminary injunc-
tion broadly prohibits EOFlow from dis-
closing eight ‘‘items TTT, to the extent that
the Trade Secrets of Insulet were used in
their design, development, or creation.’’
Order at *1; J.A. 39. By way of example,
we look to the first of those eight items in
the analysis that follows, although our con-
cerns run through them all. Thus, for ex-
ample, the district court enjoined EOFlow

from disclosing ‘‘design drawings and spec-
ifications for each physical component and
subassembly’’ of EOFlow’s own EOPatch
2. See Order at *1; J.A. 39. But the court
failed to assess what within the ‘‘design
drawings and specifications’’ for those
physical components was likely to have
been a misappropriated trade secret.

Such an analysis requires evaluating
which of the ‘‘design drawings and specifi-
cations’’ was alleged to have been the intel-
lectual property of Insulet, and whether,
under § 1839(3)(A), Insulet took ‘‘reason-
able measures’’ to keep that specific infor-
mation secret. Although the district court
found that ‘‘at least as to some substantial
set of information, Insulet took reasonable
steps to protect the information’’ and that
‘‘[d]ocuments were marked confidential,
employees were required to sign nondisclo-
sure or confidentiality agreements, sys-
tems were password protected, and the
like,’’ J.A. 5w6, that analysis was too gen-
eral to support the preliminary injunction.
Finding that Insulet took measures to pro-
tect some unidentified ‘‘set of information’’
is not the same as finding that Insulet took
reasonable measures to protect specific in-
formation alleged to be a trade secret,
such as particular ‘‘design drawings and
specifications for each physical component
and subassembly,’’ as the DTSA requires.

[12] The district court similarly failed
to adequately assess whether or not the
information that Insulet sought to protect
was generally known or reasonably ascer-
tainable through proper means. As set
forth in 18 U.S.C. § 1839(6)(B), proper
means for ascertaining information that
may otherwise constitute a trade secret
include ‘‘reverse engineering, independent
derivation, or any other lawful means of
acquisition[.]’’ See also Bonito Boats Inc. v.
Thunder Craft Boats, Inc., 489 U.S. 141,
155, 109 S.Ct. 971, 103 L.Ed.2d 118 (1989);
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Kewanee Oil Co. v. Bicron Corp., 416 U.S.
470, 476, 94 S.Ct. 1879, 40 L.Ed.2d 315
(1974).

[13] The district court initially held
that it was ‘‘true that [the OmniPod] can
be broken down and to some extent re-
verse engineered’’ and that there was
‘‘some evidence’’ that portions of the Omni-
Pod were, in fact, ‘‘actually reverse engi-
neered.’’ J.A. 8w9. But the court neverthe-
less considered any and all depictions or
descriptions of those components to be
trade secrets. In so doing, it held that the
‘‘mere possibility that something could be
reverse engineered without more is not
enough to defeat a trade secret claim.’’
J.A. 8w9. That holding misstates the ef-
fect that reverse engineering has on the
ability of a plaintiff to assert a trade se-
cret. To be clear: if information is ‘‘readily
ascertainable through proper means’’ such
as reverse engineering, it is not eligible for
trade secret protection. See Kewanee Oil,
416 U.S. at 475, 94 S.Ct. 1879w76 (de-
scribing reverse-engineering as ‘‘starting
with the known product and working back-
ward to divine the process which aided in
its development or manufacture’’). It was
an error for the district court not to con-
sider, in its analysis of likelihood of success
on the merits, whether the alleged trade
secrets would have been capable of being
obtained through reverse engineering, par-
ticularly given the evidence of the public
availability of the OmniPod, multiple tear-
down videos available on the internet, and
Insulet’s own publications providing ‘‘[a]
look under the hood, featuring core compo-
nents of the OmniPod.’’ See, e.g., J.A.
829w39, 974w89.

[14–16] The district court similarly
erred in declining to assess another poten-
tial proper source for ascertaining infor-
mation concerning Insulet’s product: pat-
ent disclosures. Noting that it was ‘‘true’’
that Insulet had patents that disclosed in-

formation relating to the OmniPod, the
court dismissed those disclosures as irrele-
vant because ‘‘[t]his is not a patent case.’’
J.A. 9. Such an analysis was an abuse of
discretion. It is ‘‘axiomatic that ‘matters of
public knowledge or of general knowledge
in an industry cannot be appropriated’ by
an entity as a trade secret.’’ Allstate Ins.
Co. v. Fougere, 79 F.4th 172, 189 (1st Cir.
2023) (alteration omitted) (quoting Burten
v. Milton Bradley Co., 763 F.2d 461, 463
n.2 (1st Cir. 1985)). Although ‘‘[n]ovelty, in
the patent law sense, is not required for a
trade secret, TTT some novelty will be re-
quired if merely because that which does
not possess novelty is usually known; se-
crecy, in the context of trade secrets, thus
implies at least minimal novelty.’’ Kewanee
Oil, 416 U.S. at 476, 94 S.Ct. 1879. If
particular components of the OmniPod are
not novel because they have become mat-
ters of public knowledge either through a
patent disclosure or otherwise, then the
specifications for those components are un-
likely to merit trade secret protection.

[17] The analysis under § 1839(3)(B)
further requires that the information at
issue have independent economic value.
See Allstate Ins., 79 F.4th at 190 (describ-
ing the economic value prong as ‘‘a key
factor for determining whether or not TTT
information may be defined as trade se-
crets’’). Although the district court identi-
fied that the ‘‘value of a small number of
secrets that solve critical problems can be
greater than the sum of its parts,’’ J.A. 11,
it did not sufficiently evaluate whether or
not the information that Insulet asserted
deserved trade secret protection had inde-
pendent economic value.

Inherent in the definition of misappro-
priation is that there is a trade secret to be
misappropriated. 18 U.S.C. § 1839(5). Be-
cause the court failed to identify any trade
secret with sufficient particularity, its anal-
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ysis of misappropriation necessarily also
fails.

Still further, there is a mismatch be-
tween the court’s grant of a sweeping in-
junction and its recognition that Insulet
had failed to establish that ‘‘EOFlow had
knowingly benefited from’’ the full swath
of information covered in the injunction.
See J.A. 10 (noting that it ‘‘may be true’’
that EOFlow did not knowingly benefit
from ‘‘some subset of information. It’s
hard to tell at this point. TTT It is certainly
possible that there are innocent explana-
tions for some of this.’’); see also Dkt. No.
351 at 53w54 (acknowledging that the
court’s ‘‘initial preliminary injunction was
sweeping, it was intended to be sweep-
ing’’). Even if the timing of EOFlow’s
product development seemed suspiciously
accelerated following the arrival of four
former Insulet employees, that does not
obviate the need to prove the existence of
trade secrets, or that the defendants
knowingly benefited from them, or the full
satisfaction of each of the four preliminary
injunction factors.

In view of the failure to address the
statute of limitations, the lack of a tailored
analysis as to what specific information
actually constituted a trade secret, as well
as the finding that it was ‘‘hard to tell’’
what subset of that information was likely
to have been misappropriated by EOFlow,
we find that the district court abused its
discretion in granting the October 24, 2023
preliminary injunction. See Winter, 555
U.S. at 22, 129 S.Ct. 365 (holding that
preliminary injunctions ‘‘may only be
awarded upon a clear showing that the
plaintiff is entitled to such relief’’ (empha-
sis added)).

II

EOFlow further contends that the dis-
trict court abused its discretion in reaching

its findings as to irreparable harm and the
public interest. We agree with EOFlow.

[18] In particular, the district court
began by holding that, under EEOC v.
Astra USA, Inc., 94 F.3d 738 (1st Cir.
1996), ‘‘when [the] likelihood of success on
the merits is great, a movant can show
somewhat less in the way of irreparable
harm.’’ J.A. 12. But to the extent the dis-
trict court was indicating that a strong
showing on likelihood of success meant the
plaintiff did not also have to establish ir-
reparable harm, that is incorrect. In Win-
ter, the Supreme Court held that even if
the plaintiff demonstrates a strong likeli-
hood of prevailing on the merits, a prelimi-
nary injunction may only be entered if the
plaintiff further establishes that irrepara-
ble injury is likely in the absence of an in-
junction. 555 U.S. at 21, 129 S.Ct. 365w22;
see also Sosa v. Mass. Dep’t of Corr., 80
F.4th 15, 25 (1st Cir. 2023) (confirming
that ‘‘a plaintiff ‘must establish’ ’’ all four
preliminary injunction factors in view of
Winter). Here, the court found that the
irreparable harm prong had been satisfied
‘‘particularly [ ] because the evidence of
likely success on the merits is strong.’’ J.A.
21w22. That conclusion was based on an
error of law.

[19–21] But even if the district court
had provided a more fulsome analysis on
irreparable harm, such a finding ‘‘must be
grounded on something more than conjec-
ture, surmise, or a party’s unsubstantiated
fears of what the future may have in
store.’’ Charlesbank Equity Fund II v.
Blinds To Go., Inc., 370 F.3d 151, 162 (1st
Cir. 2004). Here, the alleged harm that
the court deemed irreparable was not the
acquisition, use, or disclosure of trade se-
crets but instead a potential commercial
transaction. In particular, the court held
that ‘‘[w]hat is immediate or reasonably
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immediate is the acquisition by Medtronic
that would be a source of capital for EO-
Flow, and, again, not just money but all
the other things that come with it, regula-
tory expertise, marketing expertise, man-
ufacturing expertise, customer support
networks, the panoply of things that are
required to be a real competitor.’’ J.A. 20.
But neither a generalized fear of a larger
competitor nor any theoretical sale that
can be remedied with damages constitutes
a cognizable irreparable harm. The dis-
trict court found that the relevant compet-
itive harm was ‘‘losing market share and
having your pricing undercut by a com-
petitor who did not have to spend the
same time and money on research and de-
velopment.’’ J.A. 21. But the court cites no
evidence to support that finding. The
Medtronic acquisition may have been ex-
pected to cause these or other harmful
results – but on the record before the
court such a finding was nothing more
than mere ‘‘conjecture.’’

[22] Finally, we share EOFlow’s view
that the district court failed to meaningful-
ly engage with the public interest prong,
holding only that it ‘‘s[aw] little impact one
way or the other.’’ J.A. 22. That type of
cursory analysis is generally deficient. See
Winter, 555 U.S. at 26, 129 S.Ct. 365 (‘‘De-
spite the importance of assessing the bal-
ance of equities and the public interest in
determining whether to grant a prelimi-
nary injunction, the District Court ad-
dressed these considerations in only a cur-
sory fashion.’’).

[23] Insulet nevertheless suggests that
even if the district court’s rationales for
granting the preliminary injunction were
lacking, under the law of the First Circuit,
we could nevertheless affirm ‘‘on any
grounds supported by the record.’’ Appel-

lee’s Br. at 36 (quoting SEC v. Fife, 311
F.3d 1, 8 (1st Cir. 2002)). But that alterna-
tive path to affirmance is inaccessible here.
The record simply does not support an
injunction. See New Comm Wireless
Servs., Inc. v. SprintCom, Inc., 287 F.3d 1,
13 (1st Cir. 2002) (First Circuit ‘‘ordinarily
will not uphold a preliminary injunction on
a ground that was not fully addressed by
the trial court’’). Moreover, the concerns
that Insulet raised as likely to cause imme-
diate irreparable harm have since been
mooted. During the pendency of this ap-
peal, EOFlow confirmed that the Medtron-
ic acquisition deal ‘‘has since been killed.’’
Appellants’ Reply Br. at 23. Although In-
sulet questions the veracity of this repre-
sentation, see, e.g., Appellee’s Br. at 57–58,
the record is one on which none of the
purported rationales for irreparable harm
remain, and without such harm, there can
be no injunction. See Charlesbank Equity
Fund II, 370 F.3d at 162 (‘‘[I]rreparable
harm constitutes a necessary threshold
showing for an award of preliminary in-
junctive relief.’’).

CONCLUSION

We conclude by noting what we have not
decided. We have not found that Insulet
has failed to adequately allege misappro-
priation of trade secrets or that it cannot
succeed on the merits of its claims. We are
asked here only whether Insulet has prov-
en a likelihood of success on the merits
(and the other factors for a preliminary
injunction) and we find that, to date, it has
not shown such a likelihood. The ultimate
disposition of Insulet’s claims will have to
be determined through further proceed-
ings.

We have considered Insulet’s remaining
arguments and find them unpersuasive.
For the foregoing reasons, we lift our stay
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of the October 24, 2023 preliminary injunc-
tion enjoining EOFlow, reverse the grant
of that preliminary injunction, and remand
for further proceedings consistent with
this opinion.2

REVERSED AND REMANDED

COSTS

No costs.

,
 

2. The April 24, 2024 second amended prelimi-
nary injunction is not before us as part of this
appeal, but to the extent it relies on reasoning
similar to that which resulted in the October
24, 2023 order, the district court should con-

sider retracting the April 24, 2024 order in
view of this opinion.




