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I. Introduction

As Justice Breyer obliquely observed in Cuozzo Speed
Technologies, LLC v. Lee, a petitioner in an inter par-
tes review (IPR) unsatisfied with a decision by the U.S.
Patent Trial and Appeal Board (PTAB) may “lack
constitutional standing” to appeal that decision to the
Federal Circuit.? This is because while “Article I1I stand-
ing is not necessarily a requirement to appear before an
administrative agency” like the PTAB3, Article I1I stand-
ing is required for an appellant to the Federal Circuit*>.
In Phigenix, Inc. v. ImmunoGen, Inc., the Federal Circuit
articulated for the first time “the legal standard for dem-
onstrating standing in an appeal from a final agency
action,” such as a Final Written Decision (FWD) by the
PTAB.® This article explores that standard and its sub-
sequent application by the Federal Circuit in appeals by
IPR petitioners.

I1. Phigenix: The Legal
Standard

In Phigenix, the patent owner moved to dismiss the
appeal, arguing the IPR petitioner, Phigenix, lacked
standing. In assessing Phigenix’s standing, the Federal
Circuit laid a framework for IPR petitioners—and others
appealing final agency actions to the Federal Circuit—to
establish standing to appeal.

The Federal Circuit first held, consonant with Supreme
Court precedent, that “[a]s the party seeking judicial
review, [the IPR petitioner] bears the burden of estab-
lishing that it has standing.”” To establish standing, the
Federal Circuit continued, the IPR petitioner must meet
the “three elements” articulated in Lujan v. Defenders of
Wildlifes: the IPR petitioner “must have (1) suffered an
injury in fact, (2) that is fairly traceable to the challenged
conduct . . ., (3) that is likely to be redressed by a favor-
able judicial decision.” An “injury in fact,” the court
explained, must be “both concrete and particularized.”!?
An injury is “concrete” when it “actually exist[s]” and is
not merely “conjectural or hypothetical.”!"!> An injury is
“particularized” when “it affects an appellant ‘in a per-
sonal and individual way.””13

The Federal Circuit then set forth “the burden of pro-
duction; the evidence an appellant must produce to meet
that burden; and when an appellant must produce that
evidence.”'* Regarding the burden of production, the
Federal Circuit drew on Supreme Court and other circuit
court precedent to conclude that “the summary judg-
ment burden of production applies.”’® To meet that bur-
den, the Federal Circuit explained, “an appellant ‘must
either identify . . . record evidence sufficient to support its
standing to seek review or, if there is none because stand-
ing was not an issue before the agency, submit additional
evidence to the court of appeals,” such as ‘by affidavit or
other evidence.””'® An appellant’s evidence is “accept[ed]
as true . . . for purposes of assessing its standing.”!’
Finally, “[blecause standing involves threshold questions
over a court’s authority to hear a dispute,” the court rea-
soned, “if there is no record evidence to support standing,
the appellant must produce such evidence at the appellate
level at the earliest possible opportunity.”!® Typically IPR
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petitioners produce evidence of standing with their open-
ing brief on the merits, though the Federal Circuit has,
in its discretion, permitted such evidence to be produced
(and arguments for standing to be made) in an IPR peti-
tioner’s responsive brief.!” The remainder of this article
discusses, first, what constitutes an “injury in fact” and,
then, what evidence serves to establish one.

III. What Constitutes an
Injury in Fact

Since Phigenix, the Federal Circuit’s IPR petitioner
standing cases have focused on what constitutes an
“injury in fact.”? What is an injury in fact? The Phigenix
court suggested “risk of infringing the [patent at issue]”
or “otherwise plan[ning] to take any action that would
implicate the patent” (though it found neither was the
case for Phigenix).?! IPR petitioners since have identi-
fied as “injurf[ies]” not only the risk of infringement suit,
but also the risk of estoppel under 35 U.S.C. § 315(e), an
economic interest in invalidation of the patent at issue,
and—borrowing from other areas of law—economic
competition. Each is discussed below.

A. Risk of Infringement Suit

Often, IPR petitioners assert that an injury in fact lies in
the risk that a patent owner will bring suit. The Federal
Circuit has asked in these cases whether the IPR peti-
tioner is “engaged or will likely engage ‘in an[] activity
that would give rise to a possible infringement suit.’”?> To
assess the risk of infringement suit, the court has exam-
ined both actions by the patent owner and potentially
infringing products of the IPR petitioner.

1. Actions by the Patent Owner

Prior assertions of the patent at issue by the patent
owner against the IPR petitioner can evidence stand-
ing, so long as the patent owner remains free to reassert
the patent against the IPR petitioner. In Grit Energy
Solutions, LLC v. Oren Technologies, LLC, for example,
the Federal Circuit found IPR Petitioner Grit Energy had
standing, observing “Grit Energy has engaged in acts
that not only could give rise to a possible infringement
suit, but did give rise to an infringement suit.”?* Notably,
the prior litigation had been dismissed “without preju-
dice and the statute of limitations ha[d] yet to run, leav-
ing [the patent owner] free to pursue its previous claims
of infringement in the future.”?* Where a prior litigation
has been dismissed with prejudice—as, for example, in
Apple Inc. v. Qualcomm Inc.>>—the prior litigation likely
does not support standing.

In general, the Federal Circuit has found irrelevant
prior litigation unrelated to the patent at issue or the
parties. In Grit Energy, for instance, the Federal Circuit
“fail[ed] to see” how the dismissal with prejudice of a liti-
gation “unrelated to the [patent at issue] bears any rela-
tion to its claims of infringement of that patent.”?¢ And
in Apple, the Federal Circuit found assertions regarding
the patent owner’s “proclivity to assert its patent rights
generally” to be only “conjecture.””” The Federal Circuit
has, however, found standing where the patent owner
and IPR petitioner had directly competing products, the
patent owner had asserted other patents against the IPR
petitioner’s product, and the patent owner had asserted
the patent at issue against a third party with a similar
competing product.?

A patent owner’s statements can also evidence stand-
ing. In E.I. du Pont de Nemours & Co. v. Synvina C. V., for
example, the Federal Circuit highlighted both the patent
owner’s “allegations of copying” by the IPR petitioner
and “its refusal to grant [the IPR petitioner] a covenant
not to sue.”? In Grit Energy, the patent owner’s coun-
sel was asked during oral argument whether the patent
owner would “stipulat[e] in open Court” not to sue the
IPR petitioner. The court noted, in support of standing,
that the patent owner “ha[d]n’t made that stipulation.”3°

2. Potentially Infringing Products of the
IPR Petitioner

An IPR petitioner “need not face ‘a specific threat of
infringement litigation by the patentee’™ to establish
standing. Rather, “a controversy ‘of sufficient immediacy
and reality’” may exist where an IPR petitioner has pro-
duced, currently produces, or concretely plans to produce
a potentially infringing product.

Past production of potentially infringing products can
support standing so long as liability for infringement
could still attach.’ “Indeed, disputes between parties fre-
quently relate to actions that occurred in the past, and
the mere fact that such actions have not continued to the
present does not necessarily dissipate a controversy over
those actions.”® So long as the patent owner “can still
pursue those claims of infringement,” past infringing
activity can support standing.??

Current production of a potentially infringing prod-
uct can likewise support standing. This is likely the case
even where an IPR petitioner is currently shielded from
liability by a license to the patent.’* But the IPR petition-
er’s payment of royalties for that license is not itself an
“injury in fact,” especially where the license covers pat-
ents beyond the patent in suit.*

Future production of a potentially infringing product
can create standing where the IPR petitioner “has con-
crete plans . . . that create a substantial risk of future
infringement.”*® The Federal Circuit has found an IPR
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petitioner’s plans are not “concrete” where, for example,
a potentially infringing product is not “finalized,” such
that the IPR petitioner “cannot definitively say whether
or not it will infringe the [patent at issue].””?” By contrast,
“concrete” plans include “currently operat[ing] a plant
capable of infringing” the patent at issue® and a tenta-
tively approved Abbreviated New Drug Application.®
To support standing, an IPR petitioner’s plans must be
ongoing, as the “termination of all potentially infring-
ing activity” alters the potential for an infringement suit
from “actual or imminent” to “conjectural or hypotheti-
cal.”* Notably, to support standing, the IPR petitioner
itself must be the potential defendant of an infringement
suit involving a potentially infringing product.*!

B. Section 315(e) Estoppel

In Phigenix, the IPR petitioner asserted an injury in fact
based on the estoppel provision of § 315(e), arguing it
would be “adversely impacted” by its potential inability
to challenge validity of the patent at issue if sued in the
future.* The Phigenix court declined to find the poten-
tial estoppel significant absent the potential for a future
infringement suit, and the Federal Circuit has main-
tained this stance since.** In Momenta Pharmaceuticals,
Inc. v. Bristol-Myers Squibb Co., for example, the court
found potential estoppel of IPR petitioner Momenta to
be “irrelevant now that Momenta has ‘exited’ its develop-
ment of” a potentially infringing product.”* “Estoppel
cannot constitute an injury-in-fact,” the court explained,
“when [an IPR petitioner] ‘is not engaged in any activity
that would give rise to a possible infringement suit.””#

How exactly § 315(e) estoppel would play out for an IPR
petitioner that lacked standing to appeal remains an open
question, as the Federal Circuit observed in AVX Corp. v.
Presidio Components, Inc. Noting there was no “possible
infringement suit” linked to the estoppel concern AVX
raised, the court found AVX lacked standing. 4 But the
court acknowledged that it “has not decided whether the
estoppel provision would have the effect that AVX pos-
its—specifically, whether § 315(e) would have estoppel
effect even where the IPR petitioner lacked Article T1T
standing to appeal the Board’s decision to this court.*’

C. Economic Interest in Invalidation
of the Patent at Issue

An economic interest in the invalidation of a pat-
ent could be sufficient to create standing. In Samsung
Electronics Co, Ltd. v. Infobridge Pte. Ltd., for example,
the Federal Circuit found IPR petitioner Samsung had
standing because it licensed its own patents in a “pool”
with the patent at issue, and it “st[oo]d to gain” increased

royalty payments if the patent at issue was invalidated.*
The Federal Circuit has been unpersuaded by merely
potential royalties, however.* As another example,
an IPR petitioner’s financial investment can evidence
standing, but only if it is demonstrably tied to a poten-
tially infringing product.*® The Federal Circuit has also
found standing where an IPR petitioner’s product was
“blocked” by the patent at issue and “invalidation of the
patent would advance [the product’s] launch.”!

D. Economic Competition

In non-patent contexts, the Federal Circuit and other
courts have found a party has so-called “competitor
standing” to challenge certain government actions.>
Typically, competitor standing exists for a party chal-
lenging a government action that “provides benefits to an
existing competitor or expands the number of entrants in
the [party’s] market.”> This is distinguished from a gov-
ernment action “that is, at most, the first step in the direc-
tion of future competition.”>

Since Phigenix, many parties have argued for competi-
tor standing, so far without success. In AVX Corp., the
court distinguished the PTAB’s “upholding of specific
patent claims” from the government actions at issue in
competitor standing cases. In competitor standing cases,
the court stated, “the challenged government action
nonspeculatively threatened economic injury to the chal-
lenger by the ordinary operation of economic forces.”
A decision of the PTAB, by contrast, “give[s] exclusivity
rights over precisely defined product features.”> “That
sort of feature-specific exclusivity,” the court held, “does
not, by the operation of ordinary economic forces, natu-
rally harm a firm just because it is a competitor in the
same market as the beneficiary of the government action
(the patentee).””” What is needed, the court reiterated, is a
“present or nonspeculative interest in engaging in conduct
even arguably covered by the patent claims at issue.”>®

The Federal Circuit revisited competitor standing
in General Electric Company v. United Technologies
Corporation, where IPR petitioner GE claimed the
PTAB’s upholding of its competitor’s patent was an
injury in fact.”® “For the competitor standing doctrine
to apply,” the court held, “the government action must
change the competitive landscape by, for example, cre-
ating new benefits to competitors.”® Finding no such
change, the court held GE lacked standing.®’ Judge
Hughes wrote in concurrence that, “absent [the court’s]
holding in AVX Corp., [he] would [have] conclude[d] that
GE possesse[d] Article III standing.”®> Judge Hughes
disagreed that “a Board decision erroneously upholding
a competitor’s patent in an IPR is meaningfully differ-
ent from the type of government actions held to invoke
competitor standing.”®* Moreover, he highlighted, “[t]he
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risk of a future infringement suit is not the only way an
IPR petitioner can show injury-in-fact,” yet AVX holds
as much by requiring, even for direct competitors, that an
IPR petition “show concrete current or future plans to
infringe the challenged patent.”% In his view, the court’s
“patent-specific treatment of competitor standing is out
of step with its application in other areas.”®

IV. Evidence of an Injury in
Fact

Typically, an IPR petitioner’s evidence of standing is
provided through declarations. The Federal Circuit has
measured these declarations against Federal Rule of Civil
Procedure 56(c)(4), which requires declarations submit-
ted as evidence to be “made on personal knowledge”
and “set out facts”—not a “conclusion[] of law”—"“that
would be admissible in evidence.”%

In many instances, the Federal Circuit has criticized IPR
petitioners’ declarations for being “speculative,” “unteth-
ered to the” patent at issue, or otherwise “devoid of any
of the specificity necessary to establish an injury in fact.”®’
In United Technologies, for example, the Federal Circuit
found declarations from IPR petitioner GE’s general
counsel failed to “show[] a concrete and imminent injury
to GE related to the [patent at issue].”®® The declara-
tions “contend[ed] only that GE expended some unspeci-
fied amount of time and money to consider [products]
that could potentially implicate the [patent at issue].”®

By contrast, in General Electric Company v. Raytheon
Technologies Corporation, the Federal Circuit found the
declarations submitted by the IPR petitioner (again, GE)
“showl[ed] that it will likely engage in activity that would
prompt an infringement suit.””® The court noted GE’s
“concrete plans for future activity,” including “specific
investment in continued development” of a potentially
infringing product, “its avowed preference for” this prod-
uct, and “its informal offer of this [product]” to a customer.
The court also highlighted a statement from GE’s Chief TP
Counsel that “GE fully expect[ed] that [Raytheon] would
accuse this [product] of infringing the [patent at issue].””!
The Federal Circuit drew an express contrast with the
United Technologies case: While “GE’s allegations of fact
in the prior case left a great deal to the imagination,” the
court observed, “GE’s factual allegations here address
[the] specific deficiencies” raised in United Technologies
and “provide overall much more support for its assertions
that it has made concrete plans raising a substantial risk
of infringement of the [patent at issue].””

V. Conclusion

The contours of IPR petitioner standing to appeal are
still being shaped, with new cases continuing to come
before the Federal Circuit.” But the cases so far provide
useful roadmaps—and, in some cases, cautionary tales—
that TPR petitioners and patent owners alike can look
to when grappling with IPR petitioner standing at the
Federal Circuit.
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text, that “the effects of [§ 315(e)] estoppel have especially significant impact nated and it “believe[d] that [the patent owner] will inevitably sue Altaire for
where the parties are direct competitors”). patent infringement.”)
44. Momenta, 915 F.3d at 769. 73. See, e.g, Qualcomm Inc. v. Intel Corp., No. 20-1828 (oral argument held
45. Id. (quoting Consumer Watchdog, 753 F.3d at 1262). October 7, 2021).
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