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Identifying Impermissible New 
Arguments and Their Effect on IPR 
Proceedings and Appeals
Michelle G. Rice and Kevin D. Rodkey

Michelle Rice is an associate at Finnegan in the 
Washington, DC office. Her experience ranges from 

district court litigation and Section 337 litigation 
at the International Trade Commission, to Patent 

Office post-grant proceedings and prosecution.

Kevin Rodkey is a partner at Finnegan in the 
Atlanta, GA office. He focuses his practice in the 

areas of Patent Office review proceedings, including 
inter partes review (IPR); district court litigation; 

and client counseling.

I. Introduction

In inter partes review (IPR) proceedings, the petition 
and patent owner’s response generally define the scope of 
the parties’ arguments. This scope generally limits a peti-
tioner or patent owner’s ability to raise new arguments 
in subsequent papers, such as a reply or sur-reply, or at 
an oral hearing. For petitioners, a reply generally “may 
only respond to arguments raised in … [a] patent owner 
preliminary response, patent owner response, or decision 
on institution,”1 and those reply arguments are often 
bounded by the positions taken in the initial petition. For 
patent owners, arguments not raised in its patent owner 
response may be deemed waived if  raised later,2 and the 
sur-reply “may only respond to arguments raised in the 
corresponding [petitioner] reply.”3 If  the Patent Trial and 
Appeal Board (Board) determines that a party is making 
untimely arguments, it may decline to consider them on 
the merits.4

On appeal, some parties have also challenged the 
Board’s consideration of new arguments under the 
Administrative Procedure Act (APA).5 The Federal 
Circuit will usually review the Board’s determination 
not to consider an argument because it was untimely for 
abuse of discretion,6 and consider whether the Patent and 
Trademark Office (PTO) provided adequate notice to the 
other party and an opportunity to respond.7

A party also generally cannot raise new arguments on 
appeal to the Federal Circuit,8 whose review is constrained 

to the record before the Board.9 The Federal Circuit may 
find an argument raised for the first time on appeal to 
be waived because it lacks “the benefit of the [Board]’s 
informed judgement” on the issue.10

In each scenario, the key question comes down to what 
constitutes a “new” or untimely argument. This paper 
reviews recent decisions addressing whether new argu-
ments were raised during an IPR and on appeal and 
examines how to identify and respond to potential new 
arguments.

II. New Arguments Raised at 
the Board

During an IPR, the Board has discretion to disre-
gard arguments that it finds untimely or exceeding the 
proper scope of  a reply or sur-reply and “crosses the 
line from the responsive to the new.”11 That same dis-
cretion, however, can also permit the Board to consider 
the arguments if  the APA requirements are satisfied. As 
the Federal Circuit recognized, “[t]he Board may con-
trol its own proceedings, consistent with its governing 
statues, regulations, and practice.”12 The Board’s deci-
sion whether an argument is untimely is “reviewed for 
an abuse of  discretion” by the Federal Circuit, which is 
a deferential standard of  review.13 As such, the Board’s 
decision whether an argument is untimely will often be 
conclusive. Several patterns have developed that can 
guide practitioners when trying to determine whether 
a potentially new argument is untimely or permissibly 
responsive.

A. New Arguments Raised in Replies 
or Sur-Replies

 Generally, a reply or sur-reply can only clarify previ-
ously presented positions or respond to arguments raised 
in the preceding brief.14 Arguments presenting “a new 
approach as compared to the positions taken in [the 
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petition or patent owner response, respectively],” may be 
impermissible.15

1. Likely impermissible new argument
a. Presenting new theories for 
unpatentability or patentability

The Board has explained that a party raises a new argu-
ment when it relies on a new basis for unpatentability or 
patentability in a reply or sur-reply that was not presented 
in the petition or patent owner response, respectively.16

For a petitioner, such new arguments may occur when 
the reply introduces a new theory, such as a new theory 
for obviousness,17 a new rationale for motivation to com-
bine or modify references,18 introducing a new reference 
to make out a prima facie case,19 or relying on unidenti-
fied portions of a previously cited reference.20

In Colas Solutions, Inc. v. Blacklidge Emulsions, Inc.,21 
the petition presented an obviousness theory that a refer-
ence inherently disclosed the claimed “softening point” 
limitation.22 After the patent owner pointed out that 
the petitioner’s expert testimony supporting the inher-
ency theory was flawed, the petitioner argued in its reply 
brief  that the claim was obvious because the softening 
points taught in the reference mostly overlapped with 
the claimed range, rather than being inherent.23 The 
Board found the petitioner’s overlapping ranges theory 
to be new and untimely because the petitioner could not 
identify “a single line of its original Petition articulat-
ing this theory.”24 The Federal Circuit agreed, explain-
ing that “[the petitioner’s] belated attempt to stretch [the] 
evidence to fit its alternative ‘overlapping ranges’ theory 
only underscores that this theory was an afterthought 
raised for the first time in its Reply,” making it untimely.25

Similarly, in Henny Penny Corp. v. Frymaster LLC,26 the 
petition presented an obviousness theory to modify one 
prior art reference to incorporate a sensor from another 
reference to measure impurities called total polar mate-
rials (TPMs).27 Then, in its reply, the petitioner argued 
that the incorporation was unnecessary because the pri-
mary reference alone taught a sensor that could measure 
TPMs.28 The Board found the reply argument untimely 
and declined to consider it, and the Federal Circuit 
affirmed.29

 The Board and the Federal Circuit have also found 
that a petitioner’s attempt to introduce a new theory to 
combine or modify references can constitute an untimely 
argument. In Intelligent Bio-Systems, Inc. v. Illumina 
Cambridge, Ltd.,30 the petition relied on a combination of 
a first reference combined with the “azidomethyl group” 
of a second reference consistent with the processing con-
ditions required by the first reference.31 The patent owner 
contended that the conditions of the second reference 
were not suitable for combining with the first reference.32 
In its reply, the petitioner argued that it would have been 

obvious to use conditions “other than those described in 
[the second reference],” citing several new references to 
support the obviousness theory.33 The Board found this 
argument untimely and declined to consider it.34 The 
Federal Circuit affirmed the Board’s decision not to con-
sider the reply argument, noting that the reply presented 
“an entirely new rationale to explain why one of skill in 
the art would have been motivated to combine [the cited 
references].”35

For a patent owner, an impermissible new argument 
may occur when a sur-reply introduces a new theory 
attacking the unpatentability grounds36 or a new claim 
construction.37 In Google LLC v. Uniloc 2017 LLC,38 in 
response to the anticipation ground raised in the peti-
tion, the patent owner’s response argued that the cited 
reference did not teach modifying the output of a cer-
tain module in the claims.39 In its sur-reply, the patent 
owner then argued for the first time that the module in 
the reference was “deactivated” and its output could not 
be selected.40 The Board found this “deactivated” argu-
ment untimely because it was raised for the first time in 
the sur-reply, and it was not a responsive to any argument 
raised in the petitioner’s reply.41 Similarly, in ProMOS 
Technologies, Inc. v. Samsung Electronics Co., Ltd.,42 the 
Federal Circuit agreed with the Board that a patent own-
er’s claim construction argument first presented in its sur-
reply was untimely and need not be considered.43

The prohibition against belated arguments highlights 
the importance for petitioners of including applicable 
bases for unpatentability challenges and preempting a 
patent owner’s counterarguments in the petition, or, for 
a patent owner, identifying as many potential weaknesses 
in the petitioned grounds as possible in the patent owner 
response.

b. Relying on previously unidentified 
reference or portion of a reference for prima 
facie unpatentability

The governing statute states that an IPR petition “may 
be considered only if  … the petition identifies … with 
particularity … the evidence that supports the grounds 
for the challenge to each claim,” including the prior art 
references.44 The Board has explained that a petitioner 
generally cannot introduce new evidence after institution 
that is required to establish a prima facie case of unpat-
entability, whether new references or previously uncited 
support in a reference.45

In Haag-Streit AG v. Eidolon Optical, LLC,46 the Board 
found a reply argument introducing a new reference not 
cited in the petition, and relying on it to establish cer-
tain claim elements, was untimely.47 There, the petition 
relied on the Devonshire reference to address the claimed 
“resistor” limitation,48 but in its reply, the petitioner 
introduced, for the first time, the Nishizawa reference to 
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identify the structure of the “resistor” limitation.49 The 
Board found this latter argument improperly presented 
a new unpatentability position and declined to consider 
it.50

In other cases, the Board has found a petitioner’s reply 
argument untimely when it cites a previously identified 
reference, but relies on new portions “not identified or 
discussed” in the petition to show unpatentability.51 In 
Ariosa Diagnostics v. Verinata Health, Inc.,52 the Board 
declined to consider the petitioner’s reply argument rely-
ing on previously unidentified embodiments of a refer-
ence to establish obviousness.53 The Board noted that 
the petition had previously provided only a generic state-
ment describing that reference, without discussing any of 
the specific embodiments that the petitioner relied on in 
its reply.54 The Federal Circuit agreed, explaining that, 
because the reply relied on a different embodiment in the 
same reference than the petition, it raised an untimely 
argument because the theory was “meaningfully distinct” 
from the theory in the petition.55 Similarly, in MModal 
LLC v. Nuance Communications, Inc.,56 the Federal 
Circuit affirmed the Board’s finding that the petitioner 
introduced “an impermissible new argument not suffi-
ciently made in the petition” when the petition discussed 
one portion of a reference (medical information and tar-
geted information) as disclosing a particular claim ele-
ment, but the reply brief  relied on a different embodiment 
(spiculated masses portion) for the same claim element.57

As these case examples demonstrate, the Board may 
decline to consider a petitioner’s new evidence not pre-
sented with the petition that it finds merely gap fills the 
prima facie case of unpatentability after institution.

2. Permissible explanation

a. Further explaining previously cited 
evidence to rebut another party’s arguments

Although new arguments are generally not permit-
ted after institution, the Federal Circuit has explained 
that the Board should not “endorse an overly formal-
istic approach that would unduly inhibit a petitioner 
from responding to criticisms of issues that it properly 
presented in the petition.”58 As such, a petitioner can, 
in its reply or other post-institution briefing, clarify its 
previously presented positions and respond to the pat-
ent owner’s arguments or the Board’s institution decision 
positions.59

In Ericsson Inc. v. Intellectual Ventures I LLC,60 in 
response to an evolving claim construction after insti-
tution, the petitioner’s reply argued that the difference 
between the “interleaving” in the cited reference and 
that in the claims was insubstantial, and the reference 
therefore rendered the claimed “interleaving” obvious.61 
Although the Board characterized this as raising a new 

theory,62 the Federal Circuit disagreed, finding that the 
petitioner “cite[d] no new evidence” and instead “merely 
expand[ed] on a previously argued rationale as to why the 
prior art disclosures are insubstantially distinct from the 
challenged claims.”63 The Federal Circuit explained that 
the Board adopted a different construction of the inter-
leaving limitation after institution, and the petitioner 
was entitled to respond to that construction.64 The court 
therefore vacated the Board’s decision and remanded for 
the Board to consider the petitioner’s reply arguments.65

b. Relying on previously uncited evidence to 
rebut others’ arguments

A petitioner’s reply may also cite to other evidence in the 
record that was not previously discussed to rebut a patent 
owner’s response arguments if  “the evidence is a legiti-
mate reply to evidence introduced by the patent owner.”66 
For example, a petitioner can cite to related portions in 
previously cited references to respond to the patent own-
er’s criticism on issues raised in the petition.67 In Apple 
Inc. v. Andrea Electronics Corp.,68 although petition dis-
cussed one application of an algorithm in the cited art 
(without sub-windows), the petitioner’s reply analyzed a 
different application of the same algorithm (with multi-
ple sub-windows) to show unpatentability in response to 
patent owner’s arguments.69 The Board rejected the reply 
argument as an impermissible new matter.70 The Federal 
Circuit, however, reversed, finding that “[the petitioner’s] 
reply relies on the same algorithm from the same prior art 
reference to support the same legal argument” in the peti-
tion to show unpatentability.71 The court added that the 
petitioner’s reply argument also responded to the patent 
owner’s response argument about the cited algorithm and 
was therefore a permissible rebuttal.72

When responding to a patent owner’s arguments, there 
is no “blanket prohibition” against introducing new 
evidence,73 and a petitioner may include evidence, such 
as expert testimony, that is not already in the record.74 
Indeed, the Federal Circuit has recognized that “the 
introduction of new evidence in the course of the trial 
is to be expected in inter partes review trial proceedings,” 
and such evidence may be permissible if  “the opposing 
party is given notice of the evidence and an opportunity 
to respond” as required by the APA.75

In Infineum USA L.P. v. Chevron Oronite Co. LLC,76 the 
Federal Circuit rejected the patent owner’s contention 
that the Board improperly relied on new arguments raised 
by the petitioner for the first time in its reply.77 There, the 
patent owner’s response argued that one skilled in the art 
would not have selected certain examples over others in a 
cited reference because other examples were more prom-
ising.78 The petitioner’s reply then relied on additional 
expert testimony, arguing that one would have selected 
the examples relied on in the petition because other 
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examples discussed by the patent owner did not perform 
better.79 The Federal Circuit affirmed the Board’s find-
ing that these reply arguments and expert testimony were 
proper rebuttal arguments because they addressed the 
arguments made in the patent owner’s response.80 The 
court noted that, because the Board permitted the patent 
owner to depose petitioner’s expert on the additional tes-
timony and file a sur-reply, the patent owner had notice 
and opportunity to respond under the APA.81

Accordingly, a petitioner’s reply is permitted to use 
additional arguments to further clarify issues previously 
raised in the petition or rebut arguments raised by the 
patent owner or the Board. If  a reply argument also 
includes new evidence, the opposing party is entitled to 
notice and an opportunity to respond under the APA.

B. New arguments raised at the oral 
hearing

The prohibition against new arguments also extends 
to the oral hearing. Generally, parties may not raise new 
arguments at the oral hearing that are not previously 
briefed to the Board.82 New arguments raised for the first 
time at the oral hearing may be considered untimely and 
waived.83

In Cablz, Inc. v. Chums, Inc.,84 the Federal Circuit held 
that a patent owner had waived its argument that a cer-
tain reference failed to disclose a “resilient cable” because 
it failed to raise that argument in its briefing.85 The pat-
ent owner contended that it had preserved the argument 
with a statement in its patent owner response that “no 
reference teaches a resilient cable.”86 The court, however, 
found that generic statement insufficient to “preserve 
the particular issue of whether [a specific reference] dis-
closes” the resilient cable element.87 Similarly, in Collabo 
Innovations, Inc. v. Sony Corp.,88 at the oral hearing, the 
patent owner challenged the Board’s adoption of the 
petitioner’s claim construction in the institution decision, 
but conceded that it had not previously raised that argu-
ment in its briefs.89 The Board determined that the patent 
owner had waived that argument, and the Federal Circuit 
affirmed.90

Like permissible responsive arguments in briefs, a party 
can raise responsive arguments and elaborate on previ-
ously raised positions at oral hearing.91 In Chamberlain 
Group, Inc. v. One World Technologies, Inc.,92 the Federal 
Circuit found the Board erred in finding the patent owner 
had waived a particular argument first raised at the oral 
hearing.93 There, the petitioner’s reply argued, for the first 
time, that a cited reference taught a claim limitation that 
required identifying multiple activities and that the claim 
did not include a timing limitation for that identifica-
tion.94 At the oral hearing, the patent owner responded 

to petitioner’s reply argument and argued that the claim 
required identifying multiple activities before transmit-
ting guidance “responsive to” the identification.95 The 
Board found patent owner’s argument at the hearing was 
untimely and waived.96 The Federal Circuit disagreed, 
explaining that the patent owner’s argument directly 
responded to arguments first raised in the petitioner’s 
reply and “tracked the arguments in its [patent owner’s] 
response,” and therefore did not raise an improper new 
argument.97

As these examples show, new arguments raised for the 
first time at the oral hearing are generally considered 
untimely and waived, but such arguments may be permit-
ted to rebut new arguments raised in the preceding brief.

III. New Arguments Raised at 
the Federal Circuit

The Federal Circuit generally reviews Board decisions 
based on the “record … and evidence presented by the 
parties” to the Board.98 As such, a party generally can-
not raise an argument on appeal that was not properly 
presented to the Board, but the Federal Circuit retains 
case-by-case discretion to determine whether arguments 
are untimely on appeal.99

In Microsoft Corp. v. Biscotti, Inc.,100 the court declined 
to consider anticipation arguments raised by an IPR peti-
tioner on appeal because the petitioner had not raised 
those arguments at the Board, either in its petition or 
otherwise.101 The court reiterated “the general rule … 
that any argument not raised before the Board is waived 
on appeal.”102

In assessing whether an argument should be consid-
ered on appeal or has been waived, the Federal Circuit 
has explained that an argument not “distinctly” or 
“separate[ly]” argued before the Board can be waived 
even when a “generic” version argument was presented 
below.103 In Novartis AG v. Torrent Pharmaceuticals 
Ltd.,104 the court declined to consider arguments related 
to unexpected results of specific dosages recited in cer-
tain dependent claims, explaining that the patent owner-
appellant had not “distinctly argued [the] unexpected 
result specific to the dependent claims [it] now raises on 
appeal.”105 The court explained that the patent owner’s 
arguments at the Board were “untethered from any spe-
cific dosage or concentration limitation and with no dis-
cussion of any dependent claims.”106 Accordingly, the 
court found the patent owner’s argument on appeal was 
waived.107

The Federal Circuit has also declined to consider argu-
ments raised in a patent owner’s preliminary response 
before institution, but not then presented in the patent 
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owner’s response during the trial stage.108 In In re NuVasive, 
Inc.,109 the court held that the patent owner had waived 
its public-accessibility argument on appeal because, 
although it challenged public accessibility in the prelimi-
nary response, it did not pursue that argument during the 
trial phase and the patent owner declined to make such 
argument at the oral hearing.110 The court, therefore, con-
cluded that the patent owner had waived such arguments 
and declined to consider them on appeal.111

IV. Practical Considerations

A. Recognizing Possible Untimely 
Arguments

While every case turns on its particular facts, patent 
owners and petitioners can take some guidance from 
both Board and Federal Circuit decisions determining 
when arguments were untimely, which often turn on 
whether an argument constitutes a “new” or untimely 
argument.112

The Board has considered arguments to be “new” and 
untimely if  they are not sufficiently identified in the peti-
tion or patent owner’s response or are meaningfully dis-
tinct theories from a previously raised position.113 But, 
as discussed above, not all “new” arguments are auto-
matically untimely or improper. If, a “new” argument 
directly responds to arguments raised by the opposing 
party or clarifies previously presented theory, it may not 
be untimely. But, if  the argument proffers a materially 
different theory, such as to gap fill a prima facie unpat-
entability case or raise a new prior art combination or 
claim construction position, the Board has excluded such 
arguments.114

On appeal, the Federal Circuit may decline to consider 
arguments that were not properly presented to the Board, 
such as not raised at all below,115 presented only in a pre-
institution preliminary response,116 or first raised in a 
sur-reply.117

B. Challenging Potential New 
Arguments at the Board and on 
Appeal

If  a party believes the opposing side has made an 
untimely new argument at the Board, it can raise the 
issue with the Board through several available proce-
dures, such as submitting responsive briefing, moving to 
strike or exclude the argument, or requesting a confer-
ence call with the Board.118 Parties can, for example, raise 
new argument challenges under either the Board’s rules 

prohibiting new arguments in replies and sur-replies or 
under the APA.

At the Board, a party should carefully review the other 
party’s briefing, including replies and sur-replies, to iden-
tify possible new arguments that were not previously 
raised. If  it believes there are new arguments, it should 
consider whether to challenge them during the IPR, 
rather than waiting for appeal, if  it can. The Board has 
responded to such challenges in various ways. In some 
cases, it has granted a party’s request and set a confer-
ence call to discuss the issue.119 In others, it has allowed 
the party challenging the new argument to file a motion 
to strike.120 More recently, it has allowed the party to file 
listings of page and line numbers identifying where it 
believes the new argument is present, and the opposing 
party to identify reasons why the argument is not “new,” 
such as by identifying a portion of the patent owner 
response that a challenged reply argument addresses.121

On appeal, parties can review the final written decision 
for compliance with the APA and raise any perceived 
APA violations to the Federal Circuit if  it did not have 
notice of the argument and an opportunity to respond.122 
In some cases, APA challenges have been raised on appeal 
where the new argument was first raised at the IPR oral 
hearing123 or by the Board in a final written decision 
below.124 But, the Federal Circuit has also cautioned that, 
if  a party has notice of the argument at the Board, it 
should raise the issue below, if  an opportunity exists.125 
In Genzyme Therapeutic Products Ltd. Partnership v. 
Biomarin Pharmaceutical Inc.,126 for example, the Federal 
Circuit declined to consider a patent owner’s APA argu-
ment because the patent owner had not “take[n] advan-
tage of … [available] procedural options to seek to 
exclude that evidence or to respond to [the petitioner’s] 
arguments.”127

Parties can also challenge new arguments made for the 
first time on appeal, which may be waived.128 A party 
should also keep in mind that, if  an argument was raised 
below, even belatedly, the Federal Circuit may defer to 
the Board’s decision whether to consider that argument 
provided the APA requirements are satisfied.129

C. Preserving Arguments for 
the Board’s or Federal Circuit’s 
Consideration

To avoid new argument challenges at the Board and 
on appeal, parties should invest time trying to anticipate 
potential attacks on the unpatentability grounds in the 
petition and patentability arguments in the patent owner 
response. This will allow parties to preemptively address 
counterarguments, where possible, to avoid a need to gap 
fill positions with potentially new argument later in the 
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proceeding. Petitioners should try to closely link argu-
ments in reply briefs to the criticisms raised in the patent 
owner response to show that they are responsive and also 
tie the arguments to the grounds presented in the petition 
to show they are not “new.” Patent owners, in the patent 
owner response, should also try to anticipate potential 
reply arguments from the petitioners and link sur-reply 

arguments to the petitioner’s reply arguments where pos-
sible to show that the sur-reply arguments are not “new.”

While the line between proper responsive arguments 
and impermissible or untimely new arguments may not 
always be clear, maintaining a clear consistent theme 
throughout a party’s briefing will help guide parties when 
making such decisions.
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