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In 2019, the U.S. Patent Trial and Appeal Board
(PTAB) designated precedential NHK Spring Co., Ltd.
v. Intri-plex Technologies, Inc.?, a decision in which the
PTAB exercised its discretion under 35 U.S.C. § 314(a) to
deny institution of a timely filed? petition for inter partes
review (IPR) based on the advanced stage of a related
district court litigation. Following NHK Spring, many
patent owners began urging the PTAB to deny petitions
in light of co-pending district court litigations, and many
petitioners saw petitions denied on this ground.

In Apple Inc. v. Fintiv, Inc.*, which was designated prec-
edential in May 2020, the PTAB articulated six factors
(Fintiv factors) for Administrative Patent Judges to weigh
when considering whether to exercise discretion to deny
institution. This article summarizes the Fintiv factors and
explores subsequent developments pertaining to each.

I. The Fintiv Factors

The Fintiv “factors relate to whether efficiency, fair-
ness, and the merits support the exercise of ” discretion-
ary denial by the PTAB.> Because “there is some overlap
among these factors,” the PTAB explained, “[s]Jome facts
may be relevant to more than one factor.”® “In evaluating
the factors,” the PTAB “takes a holistic view of whether
efficiency and integrity of the system are best served by
denying or instituting review.”’ Each factor is explored
below.

A. Fintiv Factor 1: Whether the court
granted a stay or evidence exists that
one may be granted if a proceeding
is instituted

Fintiv Factor 1 considers stays of the district court liti-
gation. According to the Fintiv panel, “[a] district court
stay of the litigation pending resolution of the PTAB
trial allays concerns about inefficiency and duplication of
efforts.”® Accordingly, a stay of the district court litiga-
tion “has strongly weighed against exercising the author-
ity to deny institution.” ° This is also true where the
district court litigation is stayed pending an ITC inves-
tigation, rather than any IPR.!° A denial of a motion to
stay, on the other hand—absent any indication that the
district court will “reconsider . . . if a PTAB trial is insti-
tuted”—can “sometimes weigh[] in favor of exercising
authority to deny institution.”!!

Since Fintiv, the PTAB has stated that where a stay
has been neither requested nor granted, “[t]his factor
does not weigh for or against discretionary denial.”!?
Panels have “recognize[d] that many legitimate reasons
may lead a party not to file a motion to stay prior to
the Board’s institution decision, including that such a
motion may be premature.”’? In the informative deci-
sion Sand Revolution II, LLC v. Continental Intermodal
Group—Trucking LLC, the PTAB explained that, “[ijn
the absence of specific evidence”—that is, specific to the
instant district court case—the PTAB “will not attempt
to predict how the district court . . . will proceed because
the court may determine whether or not to stay any

14 IP Litigator

MARCH/APRIL 2021



individual case . . . based on a variety of circumstances
and facts beyond our control and to which the Board
is not privy.”!* In the subsequent institution decision in
Fintiv, also designated informative, the panel reasoned
similarly: “We decline to infer, based on actions taken
in different cases with different facts, how the District
Court would rule should a stay be requested by the
parties.”!?

B. Fintiv Factor 2: Proximity of
the court’s trial date to the Board’s
projected statutory deadline for a
Final Written Decision

Fintiv Factor 2 examines the timing between a district
court’s forthcoming trial and a projected!® Final Written
Decision date in the IPR. “If the court’s trial date is ear-
lier than the projected statutory deadline” for a Final
Written Decision, this factor has often weighed in favor
of exercising authority to deny institution.”'7 “If the
court’s trial date is at or around the same time as the
projected statutory deadline,” however, “or even signifi-
cantly after the projected statutory deadline, the decision
whether to institute will likely implicate other factors . . .
such as the resources that have been invested in the paral-
lel proceeding.”'8

Since Fintiv, some petitioners facing a district court
trial scheduled earlier than the projected Final Written
Decision date have argued that trial dates are often
moved. !° Panels of the PTAB have split on the extent to
which uncertainty in a trial date impacts this factor. The
Sand Revolution panel, for example, faced with evidence
that the scheduled trial date had been moved four times
and the district court included “the qualifier ‘or as avail-
able’” on the schedule, concluded that it was “unclear
that the court in the related district court litigation will
adhere to any currently scheduled jury trial date or, if it
is changed, when such a trial will be held.?’ Noting “the
uncertainty that continued to surround the scheduled
trial date,” the panel found this fact to “weigh[] margin-
ally in favor of not exercising discretion.”?! By contrast,
the Fintiv panel itself rejected Apple’s arguments that the
district court trial date was uncertain in light of its post-
ponement due to the COVID-19 pandemic.?? It stated:
“We generally take courts’ trial schedules at face value
absent some strong evidence to the contrary.” Finding
“no reason to believe” the trial date would be postponed
again, the panel concluded “this factor weighs somewhat
in favor of discretionary denial.”??

One way the PTAB has navigated uncertainty in a trial
date is by focusing on “the proximity of the trial date
to the date of [a] final written decision.”* “The prox-
imity inquiry,” one panel explained, “is a proxy for the

likelihood that the trial court will reach a decision on
validity issues before the Board reaches a final written
decision.”? Where “[a] trial set to occur soon after the
institution decision,” it “is fairly likely to happen before
the Board’s final written decision, even if the trial date
were postponed due to intervening circumstances,” the
uncertainty may be given little weight.?® Where the trial
is set closer to the final written decision, uncertainty may
be given more weight.?’

C. Fintiv Factor 3: Investment in the
parallel proceeding by the court and
the parties

Fintiv Factor 3 “consider[s] the amount and type of
work already completed in the parallel litigation.”?® This
includes investment by both “the court and the parties”
and is measured “at the time of the institution decision.”?
Fintiv specifically noted that “this fact favors denial”
where “the district court has issued substantive orders
related to the patent,” such as a preliminary injunction or
a claim construction order.*

A “countervailing consideration,” the panel noted, is
whether “Petitioner acted diligently” in filing its peti-
tion.?! Accordingly, the Fintiv panel encouraged parties
to “explain facts relevant to timing.”?? Filing a petition
“expeditiously, such as promptly after becoming aware of
the claims being asserted,” may weigh against discretion-
ary denial. ** Filing a petition later, “such as at or around
the same time that the patent owner responded to the
petitioner’s invalidity contentions,” may weigh in favor of
discretionary denial.?* In the precedential decision Sotera
Wireless, Inc. v. Masimo Corporation, the panel consid-
ered as relevant to the timing “the large number of pat-
ents and claims challenged in this and [the petitioner’s]
other related petitions for inter partes review, as well as
the increased difficulty in preparing . . . due to concurrent
office closures.”*

D. Fintiv Factor 4: Overlap between
issues raised in the petition and in
the parallel proceeding

Fintiv Factor 4 explores the extent to which arguments
and evidence before the district court and the PTAB will
overlap. The Fintiv panel observed that where a “peti-
tion includes the same or substantially the same claims,
grounds, arguments, and evidence” as presented in the
district court litigation, “concerns of inefficiency and
the possibility of conflicting decisions [are] particularly
strong.”?¢ It noted, though, that “weighing the degree of
overlap is highly fact dependent.”?’
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Some petitioners have attempted to address this fac-
tor using stipulations. The petitioner in Sand Revolution,
for example, stipulated that “if the IPR is instituted,
Petitioner will not pursue the same grounds in the district
court litigation.” The panel granted that this stipulation
“mitigate[d] to some degree the concerns of duplicative
efforts” and “potentially conflicting decisions.” 3 The
Sand Revolution panel also observed that the petitioner
could have done more: “Petitioner could have stipulated
that it would not pursue any ground raised or that could
have been reasonably raised in an IPR, i.e., any ground
that could be raised under § 102 or 103 on the basis of
prior art patents or printed publications.”* Because “[a]
broader stipulation of that nature . . . might better address
concerns regarding duplicative efforts and potentially
conflicting decisions in a much more substantial way,”
the panel ventured, “[d]oing so might have tipped this
factor more conclusively in [the petitioner’s] favor.”*! In
Sotera, the petitioner employed the “broader stipulation”
envisioned by the Sand Revolution panel, and the Sotera
panel was persuaded.*> “Importantly,” the panel stated,
“Petitioner broadly stipulates to not pursue ‘any ground
raised or that could have been reasonably raised.”*
Finding the “broad stipulation ensures that an inter par-
tes review is a ‘true alternative’ to the district court pro-
ceeding,” the panel found “this factor weighs strongly in
favor of not exercising discretion to deny institution.”*

E. Fintiv Factor 5: Whether the
petitioner and the defendant in the
parallel proceeding are the same
party

Under Fintiv Factor 5, when the petitioner is also a
defendant in the district court litigation, this factor has
generally weighed in favor of discretionary denial.*
Where the district court litigation is stayed pending

IPR, however, this factor may be “neutral or, at most,
weigh([] slightly in favor of exercising discretion to deny
institution.”40

F. Fintiv Factor 6: Other
circumstances that impact the
Board’s exercise of discretion,
including the merits

Noting “the factors considered in the exercise of discre-
tion are part of a balanced assessment of all the relevant
circumstances in the case,” the Fintiv panel envisioned
with Factor 6 that “[o]ther circumstances” may be con-
sidered as well, including “the merits” of the petition.*’
The Fintiv panel encouraged parties to “point out . . .
particular ‘strengths or weaknesses’ to aid the Board in
deciding whether the merits tip the balance one way or
another.”® Since Fintiv, parties have presented wide-
ranging arguments under this factor, from the presence
of parallel petitions* to the number of times a patent has
been asserted in district court or challenged in IPR.>

II. Conclusion

Discretionary denial under § 314(a) has come a long way
since NHK Spring, and will no doubt continue to evolve
as the PTAB balances its workflow and duties under the
statute. There has been criticism from petitioners who
feel that access to the PTAB is being curtailed unpre-
dictably. This tension was reflected in the U.S. Patent
and Trademark Office’s recent Request for Comments
“to obtain feedback from stakeholders” on the PTAB’s
“current case-specific approaches” to its exercise of dis-
cretionary denial and “whether the Office should pro-
mulgate rules based on these approaches.”! Parties and
practitioners will have to keep an eye out for what’s next.
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