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for adidas AG. 

Richard W. Young and John E. Conour of Quarles & Brady LLP, 
for Christian Faith Fellowship Church. 

Before Sceherman, Taylor and Greenbaum, 
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Opinion by Greenbaum, Administrative Trademark Judge: 

adidas AG ("P~ titioner") fil ed a petition for cancella tion of two registrations 

owned by Christian Faith l"ellowship Church ("Respondent") for the marks ADD A 
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ZERO (in standard characters) and Iii for, as amended, "clothing, namely, 

shirts and caps."' 

The grounds for cancellation are (1) nonuse prior to the filing dates of 

Respondent's use-based applications, rendering the registrations void ab initio; (2) 

abandonment of Respondent's registrations based on at least three consecutive 

years of non use with intent not to resume such use; and (3) failure of the marks to 

function as trademarks because ADD A ZERO is simply an informational slogan.2 

Respondent, in its answer to the petition, admitted that Petitioner's application, 

Serial No. 77822018 for the mark ADIZERO, has been refused registration under 

Section 2(d) based on Respondent's registrations, and that Respondent never used 

the marks on pants,3 and denied the remaining salient allegations in the petition. 

Both parties filed briefs, and Petitioner file a reply brief. 

For the reasons discussed below, we sustain the petition for cancellation on 

nonuse grounds. Accordingly, we need not and do not address Petitioner's claims of 

1 Registration Nos. 3173207 and 3173208, respectively, boLh issued on November 21, 2006_ 
Respondent filed applications for the former on Murch 23, 2005, and the latter on March 24, 
2005. 

2 The petition for cancellation also includc>s n claim thut Respondent's murks are 
"ornamental and/or functional" (Pct. ,,l 24, 26, 11 'l'TABVUE 4}, but Petitioner did not 
pursue this claim in iti; briefs. The claim, therefore, is deemed to be waived. Krause u. 
Krrmsr. Pnlilications Iri e:., 76 USPQ2d 190•1, l!JOG n.2 (TTAH 2005). We also note that the 
petition for canccllaL10n onginally included a claim for pa rtial cancellation of the 
registrations pm·stmnt to Section 18 of the Trademark Act, 15 U.S.C. § 1 OG8. On February 
:l, 201 ·1, the Board granted Pe titioner's motion lo withdraw said claim, .mcl dismissed the 
claim with prejudice. •IG TTABVUE 1. 

1 The regrntrat ions onginnlly rnchu.lecl "pants" in the iclc ntifica Li un of goods, but these goods 
were dclcLccl from the registrations with prcclusivc clfoct. Si:e May 22, 20 I :J Board Order. 
;.H TT;\BVUI~ fi-7. V. 

,, 
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abandonment or failure to function as trademarks, and we Jimit our discussion of 

the evidence, and any evidentiary objections, to Petitioner's cJaim of non use. 

I. Evidentiary Issues 

A. Petitioner's Motion to Strike Portions of Discovery Depositions 

With its notices of reliance, Petitioner submitted portions of the discovery 

depositions of Respondent's Fed. R. Civ. P. 30(b)(6) designated witnesses, Craig 

Mason, Respondent's secretary, treusurer and executive pastor, and Edward Logan, 

Respondent's president and senior pastor:I Respondent submitted a notice of 

reliance pursuant to Trademark R~le 2.120(j)(4) on additional portions, with 

exhibits, of the Mason and Logan discovery depositions.Ii Petitioner previously 

moved to strike Respondent's notice of reliance. However, the Board deferred 

consideration of the motion until final hearing insofar as the motion relates to the 

additional portions from the Mason and Logan discovery depositions.6 Along with 

its brief, Petitioner filed separate evidentiary objections which include a continuing 

1 36 TIABVUE 336~526 (Petitioner's Ninlh Notice of Reliance, portions of Mnson Discovery 
Deposition with exhibits) and 36 TTABVUE 527-578 (Petitioner's Tenth Notice of Heliance, 
portions of Logan Discovery Deposition with exhibits). 

s 57 T'I'ABVUE, originally submitted as 49 TTABVUE. Respondent seeks to introduce eight 
additional port.ions from the Mason deposition with exhibits (57 'l'TABVUE ~-78), four 
additional portions from the Logan depos ition (57 TTABVUE 79·85), and Respondent's 
Triol Exhibit No. 13 (57 'J'TJ\BVUE 86.911) . 

r. 5 {) TTJ\BVUE. The Rnard nlso gmnted the motion l.o s trike Res pondent's 'J'rial gxhib1t No. 
Ia (onginally submitted as 4U T'l'J\BVUR 8G·91I} on JH'OCt~dural grounds, and a llowed 
Respondent lime to sul>1nit a s ubs titute notice of reliance with ms pcct I.here to. lfosponclent 
complied. 57 'lul'ABVUE 8G-!M. Petitioner continues to ohJcct tu tlus evidence 111 its hnef (5U 
'JVJ'ABVUE 1'1-15) and m its concmrc ntly filed cv1dc ntwry ob1ect.10ns (Cl:~ TTABVUI~). We 
need not address thi!; objection, however. because this cxlubit pc: rta1ns only to l'ct1t1oncr's 
claim of abamlonment. 

. :1 • 
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objection to the additional portions from the Mason and Logan discovery depositions 

as improper rebuttal.7 

Trademark Rule 2.120(j)(4) provides that if only purt of a discovery deposition is 

made of recor~ by a party, an adverse party may introduce under a notice of 

reliance any other part of the deposition which should in fairness he considered so 

as to make not misleading what was offered by the submitting party. 

Respondent submitted only one excerpt from each of the discovery depositions in 

response to the deposition testimony that Petitioner submitted concerning the 

nonuse claim.8 The additional testimony submitted by Respondent from the Mason 

discovery deposition is not outcome determinative. Indeed, in its brief, Respondent 

does not even mention the additional testimony or the excerpt to which the 

additional testimony purportedly relates. We therefore need not rule on the portion 

of the motion to strike directed to the Mason deposition. 

Petitioner also submitted an excerpt from Mr. Logan's discovery deposition, in 

which he states that he does not know whether Respondent shipped any ADD A 

ZERO merchandise in interstate commerce prior to the filing elates of the 

applications.!> Respondent submitted additional testimony from the Logan discovery 

deposition in which Mr. Logan testifies that Respondent has "me mbers that live in 

Wiscons in, so they've purchased the Add A Zero" ... "from the bookstore or maybe 

; 59 'rl'AllVUE 13. 

8 Mason Discov. Dep. 15 1:2-29, 57 1'TAI3VUE 38 (purportedly to count.e r Mason Discov. 
Dc p. 1•18:23·151:1, 3G TTAIJVUI~ '1'10·1M:J), :incl Logan Di8cov. Dcp. :18:22.:39:5 , 57 
'l'TABV UE 811·85 (purportedly to counter Logan 01srov . Dcp. :n: 1(). :18:~1 . :rn TTA13VUE 
!iG7 · 5G8). 

•1 :JG T'l'1\B VU I..; 5G<i·5Ci8. 

. ./ 
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the internet as well. I don't know for sure."to We do not consider the additional 

excerpts necessary to make the initial excerpt submitted by Petitioner "not 

misleading," as they do not show that there were any such shipments, or provide an 

explanation as to why there were not. See Swatch AG (Swatch S11) (Swatch Ltd.) u. 

M.Z. Berger & Co., 108 USPQ2d 1'163, 1'166 (sustaining objection to additional 

testimony because it did not "clarify or correct the testimony offered by opposer"), 

aff'd, M.Z. Berger & Co. u. Swatch AG, 114 USPQ2d 1892 (Fed. Cir. 2015). To the 

extent the testimony pertains to sales from the on-line bookstore, it is undisputed 

that Respondent launched its on-line bookstore (and first made ADD A ZERO 

merchandise available for sale through the on-line bookstore) in December 2010.11 

Accordingly, sales from the on-line bookstore could not have included any shipments 

of ADD A ZERO merchandise prior to the March 2005 filing dates of the 

applications. We therefore grant Petitioner's motion to strike the additional 

excerpts.12 

B. Objections to Mason Trial Testimony and Exhibits 

Respondent's other evidence and tcst.imony pertaining to Petitioner's nonuse 

claim is limited to Mr. Mason's trial testimony concerning: (1) sules and the 

availnbilit.y for sale of ADD A 7.RRO apparel t.o out. of state church memberslJ; (2) a 

HI 38-:rn. 57 TTABVUE s:l-84. 

•• Respondent's Answers lo Interrogatory Nos. :l and 7, :ui T'l'ARVUE 286·287, nnd :m 
1vl'ABVUE 43G. 

• ~ We acid that cons ideration of Mr. Loga n·~ c:xcl 11dcd testimony would nol have affected the 
outcome hcrem . 

. :, . 
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copy of a credit card receipt dated January 30, 2005 signed by Clementina Ekong• •; 

and (3) a copy of three personal checks bearing addresses in Wisconsin , including 

one dated February 23, 2005 (prior to the filing date of Respondent's underlying 

applications) signed by Charlotte Howard;lu and associated Exhibit 2, a printout of 

Respondent's receipt journal for soles of ADD A ZERO merchandise, Exhibit 3, a 

copy of Ms. Ekong's credit card receipt, and Exhibit 4, a copy of the personal 

checks.16 

In the evidentiary objections filed with Petitioner's brief, Petitioner has objected 

to all of this testimony and to Exhibits 3 and 1! because Mr. Mason "did not testify 

that he actually observed" any of the sales, or the writing of the checks or the notes 

on the credit card receipt. As discussed below, Mr. Mason's testimony is based on 

his own knowledge, and it is relevant to the issue of nonuse. The objections to Mr. 

Mason's testimony are overruled. 

We now turn to Petitioner's objections to Ms. Ekong's credit curd receipt and Ms. 

Howard's personal check. 

1. Untimely Disc1osure 

Petitioner contends that neither document is admissible because Respondent 

produced them on November 22, 2013, after d iscovery hod closed, and indeed, after 

Pe t itioner's testimony pe riod hud conclud~d. Peti t ione r, upon receipt of the 

11 50 T'l'ABVUE 17-20 nncl 2D. 

1s :.o T'l'ABVU J~ 2 l -2fi, :W. 

tr> 50 ·rrABVU l~ 50.()7 at !°>l-f•2 (Exh1b1t 2), 50 T'J'/\BVUE 68 ( l~xh1lnt :l) and r.o ' l"l'/\HVUI~ 

G!) (Exh1l11 l , I) T he nt.her t.wu checks in Exhilnt. •I also bear Wisconsm add resses, hllt they 
pnst.-da t 1~ t.ht• Ii lmi:: du le of t he appl ic.ltions by a pp rox11n.1tc ly live months . 

. (i • 
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documents from Respondent, previously had objected on this basis. 17 With its 

response to Petitioner's objections, Respondent submitted a letter dated December 

D, 2013 from Respondent's counsel to Petitioner's counsel stating: 

The four pages of documents that the Church produced on 
[November 22, 2013] were only just located. They were 
not responsive to any discovery served by adidas. Even so, 
and because the Church may rely on them in its case, we 
promptly produced the documents to you. While discovery 
in the proceeding is closed, the Church may be willing to 
consent to some additional, limited discovery about these 
documents. Please let me know what discovery adidas 
would like to tnkc.18 

In its response to Petitioner's evidentiary objections, Respondent states that 

Petitioner never responded to this letter, and Petitioner does not contend otherwise. 

When asked why he had not previously produced the documents, Mr. Mason 

testified that "to my knowledge," they were not requested.IV Petitioner did not make 

of record any discovery requests to which these documents would be responsive, nor 

did Petitioner file a reply brief to clarify this matter. Thus, we cannot say that 

Respondent is attempting to rely on documents that were requested but not 

produced in discovery, and for this reason alone we cannot say that the documents 

were not timely produced. Moreover, as Respondenl points out in its response to 

this objection, Petitioner "had the opportunity four months before Mr. Mason's 

deposition to t11ke discovery regarding these documents, but chose not to do so."20 

1; fJB TTABVUE 211-25. 

111 GI TTABVUl~ :JG. 

H1 50 TTABVUE ~5 and :M. 

zn GI TTABVUE ~~. 

- 7 . 
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Petitioner cannot now complain that it was deprived of the opportunity to take 

discovery regarding the documents. The objection is overruled. 

2. Hearsay 

Petitioner's objection that the documents are inadmissible hearsay is overruled. 

'l'he documents are admissible as business records pursuant to Fed. R. Ev. 803(6). 

Mr. Mason testified that the "check copies came from the records that were from 

bookstore sales" and that he keeps records for all bookstore sales "in my 

storeroom."21 Similarly, Mr. Mason testified thut he recognized the credit card 

receipt, and that it is a record that he maintained for the church.:!2 

3. Lack of Foundation 

During his Rule 30(b)(6) discovery deposition, Mr. Mason testified that as 

executive pastor his duties include "the financial recordkeeping of the church and 

all the business aspectR."23 Rm;P.d on thii:; tP.Rtimony, nnrl the t.P-f?t.imony regarding 

his practice of keeping the bookstore records in the storeroom, we find that Mr. 

Mason was familiar with the financial records of the bookstore, including the sales 

receipt and the personal check at issue. We therefore overrule this objection. 

4. Relevance 

Petitioner also objects to the credit card receipt on grounds of relevance because 

Ms. l~kong resided in Illinois at the time of the sale. The credit card receipt is 

evidence of a sulc of the goods, and therefore is 1·elevant regardless of where Ms. 

~ • 50 TTABVU~ 211. 

~ir;oTTJ\BVUE 17- 18. 

H :m TTABVUE :m~ . 

. 8 . 
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Ekong resided on January 30, 2005. The objection is overruled. We discuss below 

the probative value of the credit card receipt. 

IL Standing 

In the May 22, 2013 Board order, the Board granted partial summary judgment 

that Petitioner had established its standing.24 

III. Background 

Respondent operates a church in Illinois, close to the Wisconsin border.25 Church 

members include residents of the states of Illinois and Wisconsin.26 

In 2004, in connection with a fundraising campaign, Respondent decided to sell 

shirts and caps bearing the ADD A ZERO marks.27 Between December 2004 and 

July 2005, Respondent bought from Icon Industries, a company based in Illinois, "a 

modest quantity" of shirts and caps embroidered with the ADD A ZERO marks "to 

sell in the church's bookstore, located in the basement of the church building."28 

Prior to the commencement of this proceeding, ADD A ZERO shirts and caps 

were only available for sale in Respondent's bookstore.~m Respondent produced 

during discovery a r eceipt journal itemizing the bookstore's sales of ADD A ZERO 

24 ::ll TTABVUE 6. 

2r. 50 Tl'ABVUE t:J. 

2GfiOTTABVUE 18·14. 

n aG TTABVUE 1117-1121, :lG TTABVUE 5'18-550, and Exh. PX27, 36 TTABVUE 572. 

ZH Resp. Ilr. at 2, 60 ITABVUE 7. 3G 'lvl'ABVUE 3G•I, 371·:~7'1 , 37!), and Exhs. PX]] . M, 3G 
T'l'J\BVtm ·IGG.1172. 

~ fJ 3G 'ivl'ABVUE :J!>O. Although ~fr. Mas on te!Stified that lfospondcnt now has nn onlinc 
bookstore , as noted above, it bcgnn opc rn t ing a fter t.lus procc(•ding commenced . 11'. a t. :tl:W· 
28 7 D nd 1J:16. 

.'i . 
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appurel, which both parties made of record.a0 Mr. Mason explained that the receipt 

journal lists all sales of ADD A ZERO shirts and caps from January 9, 2005 to July 

3, 2011.:11 The 1·eceipt journal lists sales of approximately 60 ADD A ZERO caps and 

approximately 70 ADD A ZERO shirts from January 9, 2005 through March 5, 

2005, and no additional sales of caps or shirts prior to the filing dates of the 

appJications later that month.32 Of these, Respondent particularly points to the 

sales dated January 30, 2005 in the amount of $51.12 for one ADD A ZERO shirt 

and one ADD A ZERO cap, and February 23., 2005 in the amount of $38.34 for two 

ADD A ZERO caps, to counter Petitioner's allegations of nonuse.:i:i 

Mr. Mason, in his testimony, cross-referenced the January 30, 2005 sale with the 

credit card receipt from Ms. Ekong, and the February 23, 2005 sale with the 

personal check from Ms. Howard.3'1 There is no record evidence or testimony of uny 

other sales that could support use of the ADD A ZERO marks in commerce prior to 

the filing dates of the applications. 

:m Petitioner made the receipt journal of record with Ninth Notice of Reliance, as l~xhibit 7 
to the Mnson Discov. Dcp., 36 ITABVUE 475·4B2. Respondent also intmduced the receipt 
journal as l!:xhibit 2 to the Mason Tr. Test., 50 TTAllVUE 50-67. 

:11 :~o T1'A nvm~ 393.4 J 5. 

,ii 3G TTAl3VUE '175-480, !iO TTAnVUE 50-55. 

JJ :l6 TTABVUE 476-1177, 50 TTABVUE 51-52. The rece ipt journal lasts other sales of ADD 
A ZERO merchandise on January ao, 2005 and F'chrnary 2:\, 2005 (id.), hut there IS no 
tcstnnony or other evidence concerni ng t.hos c sa lcs, a ncl Respondent docs not mcnt10n them 
in its bncf. We therefore give thf'se ol.hc1• s all•s no further commlerntion. 

11 :lO TTJ\BVUE 21 -25 and lil-52 (Exhibit 2. nH·eipt.j1111rn a l) . 

. I() . 
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IV. Applicable Law - Nonuse 

Under Section l(a) of the Trademark Act, a mark may not be registered unless it 

is "used in commerce." 15 U.S.C. § 105l(a). Section 45 of the Trademark Act defines 

"use in commerce" as follows: 

The term "use in commerce" means the bona fide use of a 
mark in the ordinary course of trade ... (1) on goods when 
-- (A) it is placed in any manner on the goods or their 
containers or the displays associated therewith or on the 
tags or labels affixed thereto, or if the nature of the goods 
makes such placement impracticable, then on documents 
associated with the goods or their sale, and (B) the goods 
are sold or transported in commerce. 15 USC 1127. 

In addition, "[t]he word 'commerce' means all commerce which may lawfully be 

regulated by Congress." 15 U.S.C. § 1125. 

An application filed under Section l(a) of the Trademark Act is void ab initio 

where it is found that there was no use of the mark in commerce on the identified 

goods prior to the filing date of the application.35 See Couture v. Playdom, Inc., 778 

F.3d 1379, 113 USPQ2d 2042, 2043 (Fed. Cir. 2015) ("To apply for registration 

under Lanham AcL § l(a), a mark must be 'used in commerce.' 15 U.S.C. 

§ 1051 (a)(l ) .... Use in commerce must be 'as of the application filing date.' 37 CFH. . 

§ 2.34(a)(l)(i)," and UThe regis tration of a mark thut docs not meet the use !in 

commerce] requirement is void ab initio."), citing· Aycoch Engineering inc. v. Airflile 

Jnr., 5GO F.3d 1350, 90 USPQ2d 1801 , 1305 (Fed. Cir. 200D); ShntEmDown Sports 

1;, Tim; slal.i:mcnl. is I.rue for s ingla clnss npplical.ion~ s uch as thm;e underlying the 
reg1stral.wns here al J!;Sllt'. We note that 111 mult1p\p class apphe:1t.1ons, the foilure l.o mnlw 
use of I.he mad• on goo<b in one of the cla.">Sl'S will 11ot affecl. I.he v1abihl.y ol' lhe other 
cla :.iscs. 

. II . 
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Inc. u. Lacy, 102 USPQ2d 1036, 1045 ('ITAB 2012) (nonuse by respondent at the 

time of filing the underlying use-based application resulted in cancellation of 

registration). 

In the May 22, 2013 Board order denying the parties' cross-motions for summary 

judgment on nonuse and abandonment, the Board provided the following guidance 

to the parties: 

"'[C]ommerce' includes intrastate transactions that affect 
interstate or foreign commerce." In re Silenus Wines, Inc., 
557 F.2d 1977, 194 USPQ 261, 266-67 (CCPA 1977). The 
issue is whether the transactions exert "a substantial 
economic effect on interstate commerce, and irrespective 
of whether such effect is what might at some earlier time 
have been defined as 'direct' or 'indirect.'" Wickard v. 
Filburn, 317 U.S. 111, 125 (1942). Accord, In re U.S. 
Home Corporation of Texas, 201 USPQ 602, 604 (TTAB 
1978) ("We fail to perceive that what applicant does has 
nny substantial effect on interstate commerce."). Evidence 
that the mark has been used in connection with services 
rendered to customers traveling across state boundaries 
may be sufficient for the use in commerce requirement. 
Larry Harmon Pictures Corp. v. Williams Restaurant 
Corp., 929 F.2d 662, 18 USPQ2d 1292, 1295 (Fed. Cir. 
Hl91); Pamex Foods, Incorporated v. Clover Cfob Foods 
Company, 201USPQ308, 3111 n.5 (TTAB 1978) . 

... There are, at. a minimum, genuine disputes remaining 
for trial relating to the impact of IRJespondent's sales of 
ADD A ZERO clothing in commcm.:e which Congress may 
regulate .... :111 

Hespondent. contends that the snlcs of one shirt ::ind one cnp to Ms. Ekong untl 

two cups Ms. Howard, und Respondent's offers to sell the merchandise to out-of· 

If; :JI 'l"l'Al3VUE 7-!J. 

- J 2 . 
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state parishioners, are sufficient to show use in commerce of the marks on the goods 

prior to the filing dates of the underlying applications. 

With respect to the sales transactions, although the evidence shows a sale of one 

shirt and one cap to Ms. Ekong on January 30, 2005, there is no evidence that this 

sale was made in interstate commerce, or in commerce that affects interstate 

commerce. There is simply no testimony or evidence as to where Ms. Ekong was 

living on January 30, 2005. At most, we have Mr. Mason's testimony that Ms. 

Ekong lived on the Great Lakes naval base in Illinois at the time of Mr. Mason's 

testimony in 2014, and that Ms. Ekong previously had been stationed there. Mr. 

Mason did not know if Ms. Ekong is a resident of Illinois, and he was not asked 

where she resided on January 30, 2005: "I'm not sure if she's a resident of Illinois. l 

do know that Ms. Ekong is in the military and that she was a member of the 

church. For a period of time, she left and has returned last year as she was re -

reassigned to Great Lakes naval base."37 As for the transaction involving Ms. 

Howard, h~r check bears an address in Wisconsin. We view this as evidence that 

she lived in Wisconsin and, combined with Mr. Mason's testimony that 

Respondent's parishioners live in Wisconsin as well as lllinois,3tl it is sufficient for 

us to conclude that she crossed state lines when she purchased the two cups in the 

Church's bookstore in lllinois on February 23, ~005. 

:1• 50 TT1\BVUJ~ HJ. J•'urther, even iHherc were uv1dcncc that. Ms. l~kung was livrn~ on the 
Great Lakes naval bnse on Jrinuary 30, 2005, Respondent has ci ted no s tatute or casu law 
to the e ffoct t.hat s imply bccnusc a consumer resides on ll military base, a single inl.ras t.a t t> 
sale not occurring on the hnsc to such n person would be deemed a use m intcrstnte­
com mcrce. 

1 ~ f>OTTABVUI~ 1:!· 1'1 . 

. 1.1 • 
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To be clear, prior to the filing dates of the underlying applications, all sales of 

shirts and caps were made in person to purchasers physicully ut Respondent's 

church bookstore in Illinois. Respondent does not argue that the shipments of shirts 

and caps from Icon Industries (located in Illinois) to Respondent, for subsequent 

sale by Respondent in Illinois, affect interstate commerce. Com.pare Silenus Wines, 

194 USPQ at 263 (wine imported from France and subsequently sold intrastate 

constitutes use in commerce). Nor does Respondent argue that any customers, other 

than Ms. Howard (and possibly Ms. Ekong), came to the bookstore from other states 

to purchase the goods. Respondent's sole argument, as previously stated, is that the 

intrastate sales to Ms. Ekong and Ms. Howard, and the ability to sell the goods to 

out-of-state parishioners who cross state lines to attend the church, have an effect 

on interstate commerce. 

Respondent relies on three cases from our primary reviewing court and its 

predecessor for the proposition that the marks were used in commerce because out· 

of-state parishioners crossed state lines to purchase ADD A ZERO appareJ.:m In the 

first, case, In re Gaslown, Inc., 326 F.2d 780, 140 USPQ2d 216, 217 (CCPA 1964), 

the court held that an operator of service stations in Ohio that "provides automotive 

~ervice and maintenance for customers who are travelling int.crslale on federal 

highwoys in the course of e ngaging in interstute eommcn:e ... directly nffoct[s] 

interi;tutc commerce" because the services include gasoline delivery to "vehicles 

•~ i\lthough Rcspo11dc11l mnkes thi~ hrnad sl;itcmc nt in 1~ brier, Respondent does not 
clearly art.1culnt.P why Ms. Ekon~ falls 111 tlm; cntc~m')' . Nuue thclC'ss. the rcma111clc1· of this 
tl1~cision a11aly1.Ps hoth s.1lc.,; for thc11· 11npact, 1fany, on mte rs tntl' commerce . 

. 14 . 
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stalled on highways," which vehicles "[o]bviously ... could not travel at all without 

the gasoline." 

The court extended the Gastown rationale to goods in Silenus Wines, 1911 

USPQ2d at 263, and allowed registration of a mark used on wine imported from 

France because 

were it not for the intrastate sales anticipated by the 
appellant-importer, the foreign commerce that occurred in 
this case would probably not have occurred 
unquestionably a direct effect. While appellant's 
importation is not itself a 'use in commerce' by appellant, 
it is evidence that appellant's sale within Massachusetts 
was so intimately involved with foreign commerce as to 
become a 'use in commerce' as defined in the Lanham Act. 

Id. at 264. The court further held that "intrastate sale of goods, by the party who 

caused those goods to move in regulatable commerce, directly affects that commerce 

and is itself regulatable. Clearly, intrastate sale of imported wines by the importer 

sufficiently affects commerce with foreign nations to qualify those intrastate sales 

for the Trademark Act definition of 'commerce.'" 

Respondent also relies on Lan:y Harmon, 18 USPQ2d at 1295, which held that a 

single-location restaurant that serves customers traveling across state lines 

constitutes "use in commerce." 

Herc, the sales to Ms. Howard and Ms. Ekong were mnde in the church 

IJookstore m Illinois, a nd the transfers of gom.1s from Respondent to Ms. Howard and 

Ms. Ekong occurred at the time of the sales. Although thern nre situations in which 

inl rnstnlc snlcs may be found to have such nn ef'fpct on commerce that may he 

cont rolled hy Congress that the uct.ivit1es cons titute use in com11ic1·ce, there must be 
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a showing that the activities have such an effect. See Silenus Wines, l 94 USPQ at 

2CM. Com.pare In l'e Cooh, United, Inc., 188 USPQ 284, 287 (TTAB 1975) (applicant 

who sells a product exclusively within a single state cannot satisfy the "use in 

commerce" requirement by relying on the fact that purchasers of the product may 

come from another state and/or transport the product across state lines); In re The 

Bagel Factory, Inc., 183 USPQ 553, 554 (TTAB 1974) (sales entirely within 

Michigan cannot support federal registration even when a customer transported the 

product to Ohio after sale). In this instance, we find that the sale of two ADD A 

ZERO caps at a minimal cost within the state of Illinois to Ms. Howard, who resides 

outside the state, does not affect commerce that Congress can regulate such that the 

transaction would constitute use in commerce for purposes of rcgistration.~0 

To the extent Respondent suggests that simply offering its ADD A ZERO caps 

and shirts in the bookstore to parishioners who reside out of state prior to the filing 

dates of the applications, combined with the sales to Ms. Howard and Ms. Ekong 

(which we have already found insufficient), constitute use of the marks in 

commcrcc; 11 Respondent cites no support for this proposition, and we arc not aware 

of any. Section 45 of the Trademark Act does not provide a means to obtain a 

reg istration based on use in commerce without making a "bona fide use of the murk 

in the ordinary course of trade" which, a:; set forth in Section 45(l)(B), requireB 

111 We ha ve already found thal lhe tesL11nony re garding Ms . Ekong 1s not s ufficient to show 
t.hat s he could be cons ide red an out.-of-sfal.e rc:mlenl at the time lhe sale was made to he r. 
Jn any event, I.he min imal sale to Ms. Ekong o f one ADD A 7.P.RO cap and one ADD A 
ZERO s hi1t wao.; not s u1T1cicnl for us to conclude that it affected comme rce regulable by 
Con~r<'ss 01 · I.hat the comb ined s:ilcs to Ms. l~kong and Ms. I lowa 1·d had s uch an clfoct. 

11 fiO 'n'.l\BVlJE 11 . 1:1 
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"that the goods are sold or transported in commerce." Compare Coutu.re v. Playdom, 

113 USPQ2d at 2043-2044 (merely offering a service, without actually providing it, 

does not constitute use in commerce). Thus, Respondent cannot rely on the fact that 

its goods co11.ld have been purchased by people who reside out of state, and 

Respondent is still left with the sale in Illinois of two caps to a Wisconsin resident 

as the only evidence of a sale that arguably could affect interstate commerce. This 

sale is de minimis and, under the circumstances shown here, is insufficient to show 

use that affects interstate commerce. 

We therefore find that Respondent did not make use of its marks on its 

identified goods in commerce prior to the filing of its use-based applications. 

Decision: The petition to cancel Respondent's marks ADD A ZERO and II is 

granted on the ground of nonuse. Registration Nos. 3173207 and 3173208 will be 

cancelled in due course. 
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