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_____ 
 

Daniel I. Schloss of Greenberg Taurig, LLP for JobDiva, Inc. 
 
Martin R. Greenstein of Techmark a Law Corporation for Jobvite, Inc. 

_____ 
 
Before Taylor, Mermelstein and Bergsman, 

Administrative Trademark Judges. 
 
Opinion by Bergsman, Administrative Trademark Judge: 

JobDiva, Inc. (“Petitioner”) has petitioned to cancel Registration No. 3103253 

owned by Jobvite, Inc. (“Respondent”) for the mark JOBVITE (standard characters) 

for “providing employment-related services via an online website, namely, providing 

employment and career information, providing job referral, posting and listing 

services, and providing business networking services including arranging business 

introductions,” in Class 35.1 

                                            
1 Issued June 13, 2006; Section 8 affidavit accepted. The registration was based on 
application Serial No. 78522998 filed on November 25, 2004 under Section 1(a) of the 
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As grounds for cancellation, Petitioner alleged that Respondent’s mark so 

resembles Petitioner’s mark JOBDIVA, used and registered for “providing end-to-

end personnel placement, recruitment and applicant tracking solutions to large and 

mid-sized staffing organizations worldwide, including in the United States … 

includ[ing] a workflow system and process delivered as a service enabling staffing 

companies to swiftly cultivate the wealth of information that is available today 

through the Internet” as to be likely to cause confusion under Section 2(d) of the 

Trademark Act, 15 U.S.C. § 1052(d).2 Petitioner pleaded ownership of the two 

registrations listed below: 

1. Registration No. 2851917 for the mark JOBDIVA (typed drawing) for 

“personnel placement and recruitment,” in Class 35;3 and 

2. Registration No. 3013235 for the mark JOBDIVA and design, shown below 

for “personnel placement and recruitment services; computer services, namely, 

providing databases featuring recruitment and employment, employment 

advertising, career information and resources, resume creation, resume 

                                                                                                                                             
Trademark Act of 1946, 15 U.S.C. § 1051(a), based upon Applicant’s claim of first use 
anywhere as of May 31, 2004 and use in commerce as of November 23, 2004.  
2 Petition for Cancellation ¶¶ 1, 2, and 11 (1 TTABVUE 3, 4 and 5). Citations to the record 
in this opinion are to the TTABVUE docket entry number and the electronic page number 
where the document or testimony appears. Because the Board primarily uses TTABVUE in 
reviewing evidence, the Board prefers that citations to material or testimony in the record 
that has not been designated confidential include the TTABVUE docket entry number and 
the TTABVUE page number. For material or testimony that has been designated 
confidential and which does not appear on TTABVUE, the TTABVUE docket entry number 
where such material or testimony is located should be included in any citation. See Turdin 
v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). 
3 Issued June 8, 2004; renewed. Prior to November 2, 2003, “standard character” drawings 
were known as “typed” drawings. A typed mark is the legal equivalent of a standard 
character mark. TMEP § 807.03(i) (January 2015). 
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transmittals and communication of responses thereto via a global computer 

network,” in Class 35.4 

 

Petitioner also alleged that Respondent committed fraud on the USPTO by 

knowingly making false statements during the prosecution of its application for 

registration by stating that it had used its mark in connection with all of the 

services listed in the description of services when it was not using the mark in 

connection with all of the services.5 Specifically, Petitioner contends that at the time 

Respondent filed its application, Respondent was not using its mark in connection 

with “posting and listing services.”6 

Respondent, in its Answer, denied the salient allegations in the Petition for 

Cancellation and asserted the affirmative defense of laches. Respondent also filed a 

Counterclaim to Cancel Petitioner’s pleaded registrations on the ground that 

Petitioner does not provide personnel placement and recruitment services and has 

abandoned the use of its mark in connection with those services. 

Petitioner, in its Reply to the Counterclaim, denied the salient allegations in the 

counterclaim. 

                                            
4 Issued November 8, 2005; Section 8 affidavit accepted.  
5 1 TTABVUE 6-7. 
6 Petitioner’s Brief, p. 15 (91 TTABVUE 21). 
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I. Preliminary Issue 

A. Numerous objections lodged by the parties. 

The parties have lodged numerous objections. None of the evidence sought to be 

excluded is outcome determinative. Moreover, the Board is capable of weighing the 

relevance and strength or weakness of the objected-to testimony and evidence, 

including any inherent limitations, and this precludes the need to strike the 

testimony and evidence. Given these facts, coupled with the number of objections, 

we see no compelling reason to discuss the specific objections in detail. As necessary 

and appropriate, we will point out any limitations applied to the evidence or 

otherwise note that the evidence cannot be relied upon in the manner sought. We 

have considered all of the testimony and evidence introduced into the record. In 

doing so, we have kept in mind the various objections raised by the parties and we 

have accorded whatever probative value the subject testimony and evidence merit.  

B. Whether Respondent’s claim, raised in its brief, that Petitioner’s application 
for the registration of JOBDIVA (typed drawing) was void ab initio was tried 
by implied consent? 

 
In its brief, Respondent identified the issues in this proceeding as including 

“[d]oes the fact that a third party, rather than Petitioner, applied for the JOBDIVA 

Mark, with the intent to ‘reserve’ it for Petitioner, make the JOBDIVA Registration 

void ab initio such that it should be cancelled?7 Petitioner objected to Respondent’s 

attempt to introduce this unpleaded claim for the first time in Respondent’s Brief:8  

                                            
7 Respondent’s Brief, p. 12 (96 TTABVUE 14). 
8 Petitioner’s Reply Brief in the Cancellation and Responsive Brief in the Counterclaim, p. 
13 (98 TTABVUE 17). 
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Petitioner has had no notice that Respondent intended to 
include an additional claim of lack of bona fide intent 
until it received Respondent’s Trial Brief, well after the 
close of discovery. As Petitioner has had no opportunity to 
take additional discovery or present additional evidence 
on this issue, Petitioner would therefore be severely 
prejudiced by the consideration of this new claim. 
Therefore, the allegations related to Petitioner’s bona fide 
intent to use are not properly before the Board and the 
related portions of Respondent’s brief should be 
disregarded.9 

Respondent argues that testimony on the issue was taken without objection by 

Petitioner and that Petitioner had an opportunity to present arguments on the issue 

citing to Petitioner’s Reply Brief at page 30, footnote 40.10 

                                            
9 Id. 
10 Respondent’s Reply Brief, p. 5 (100 TTABVUE 7). The reference to Petitioner’s Reply 
Brief at page 30, footnote 40, may be found at 98 TTABVUE 17. Petitioner’s argument is set 
forth below: 

It is noted that Respondent’s claim based upon a lack of bona 
fide intent is unsupported by the record of this case. The 
application for the JOBDIVA mark of Registration No. 
2,851,917 was originally filed by Algomod Technologies 
Corporation (“Algomod”) in August 2002 on an intent-to-use 
basis. Petitioner’s First Not of Rel. Registration No. 2,851,917 
was issued on June 8, 2004. Id. [75 TTABVUE 6-7]. Until 
November 2004, Algomod licensed the mark to JobDiva, Inc., a 
separate corporate entity that was under common ownership 
and operated with Algomod. See Obeid Dep. at 42:15-25 [82 
TTABVUE 46]. On November 1, 2004, Algomod assigned 
Registration No. 2,851,917 to Petitioner. See Petitioner’s First 
Not. of Rel. [75 TTABVUE 7]. Petitioner’s bona fide intent to 
use the JOBDIVA mark at the time the application was filed is 
evidenced, among other ways, by the facts that (1) Algomod, 
through its related “sister” company, JobDiva, used the 
JOBDIVA mark from May 2003 until November 2004 and (2) 
Petitioner has continuously used the JOBDIVA mark in 
commerce since November 2004. 
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“Implied consent to the trial of an unpleaded issue can be found only where the 

nonoffering party (1) raised no objection to the introduction of evidence on the issue, 

and (2) was fairly apprised that the evidence was being offered in support of the 

issue.” TBMP § 507.03(b) (June 2014). See also Morgan Creek Productions Inc. v. 

Foria International Inc., 91 USPQ2d 1134, 1138 (TTAB 2009); H.D. Lee Co. v. 

Maidenform Inc., 87 USPQ2d 1715, 1720-1721 (TTAB 2008); Long John Silver's Inc. 

v. Lou Scharf Inc., 213 USPQ 263, 266 n.6 (TTAB 1982) (applicant's objection to the 

introduction of evidence regarding an unpleaded issue obviated the need to 

determine whether the issue had been tried by implied consent); Boise Cascade 

Corp. v. Cascade Coach Co., 168 USPQ 795, 797 (TTAB 1970) (“Generally speaking, 

there is an implied consent to contest an issue if there is no objection to the 

introduction of evidence on the unpleaded issue, as long as the adverse party was 

fairly informed that the evidence went to the unpleaded issue”). 

The question of whether an issue was tried by consent is 
basically one of fairness. The non-moving party must be 
aware that the issue is being tried, and therefore there 
should be no doubt on this matter. 

Morgan Creek Productions Inc. v. Foria International Inc., 91 USPQ2d at 1139. 

Respondent elicited the underlying testimony regarding Respondent’s claim that 

Registration No. 2851917 for the mark JOBDIVA (typed drawing) is void ab initio 

during the cross-examination of Diya Obeid, Petitioner’s Chief Executive Officer.11 

Petitioner’s counsel objected to Respondent’s questions regarding the ownership of 
                                            
11 We are cognizant that Petitioner’s counsel opened the door to this line of questioning by 
asking Mr. Obeid, on direct, to explain why he separately incorporated JobDiva. (82 
TTABVUE 13). Respondent’s counsel was following-up on this line of questioning during 
the cross-examination of the witness. 
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Axelon, formerly known as Algomod, a company owned by Diya Obeid, on the 

ground that “[t]here is no issue in the case that goes to ownership of other 

entities.”12 Petitioner’s counsel inquired “[w]here are you going with this?” There 

was a discussion off the record and then the cross examination proceeded.13 

Petitioner’s counsel never objected to the line of questioning on the specific ground 

that the ownership or validity of the registration was not a pleaded issue. On 

redirect, Petitioner’s counsel questioned Mr. Obeid regarding his control over the 

quality and nature of the services rendered under the JOBDIVA mark while that 

mark was owned by Algomod Technologies Corporation.14 

Petitioner’s counsel did not object to Respondent’s line of questions on the 

ground that they were irrelevant because the issue of whether Petitioner’s 

application for the registration of JOBDIVA (typed drawing) was void ab initio had 

not been pleaded. Nevertheless, Petitioner’s counsel did lodge an objection because, 

in his opinion, there was no issue as to the "ownership of other entities," a 

seemingly different reason from Respondent’s unpleaded void ab initio claim. This 

objection on a different ground suggests that Petitioner’s counsel did not know what 

issue Respondent was getting at during its cross-examination. To clarify exactly 

why Respondent was pursing that line of questioning, Respondent could have 

informed Petitioner that Respondent was putting Petitioner on notice that 

Respondent was inquiring whether Petitioner had a bona fide intent to use the 

                                            
12 82 TTABVUE 39-40. 
13 82 TTABVUE 40. 
14 82 TTABVUE 136- 137. 
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JOBDIVA mark in connection with personnel placement and recruitment when 

Algomod Technologies Corporation filed the application.15 See Morgan Creek 

Productions Inc. v. Foria International Inc., 91 USPQ2d at 1138. 

As noted above, since the question of whether an issue was tried by implied 

consent is one of fairness, we cannot find, on this record, that Petitioner was on 

notice that the cross-examination was intended to try the issue of whether the 

registration for the mark JOBDIVA (typed drawing) was void ab initio.  Petitioner’s 

objection to the claim that the application for the mark JOBDIVA (typed drawing) 

was void ab initio is sustained. 

II. The Record 

The record includes the pleadings and, by operation of Trademark Rule 2.122(b), 

37 C.F.R. § 2.122(b), Respondent’s registration file and the registration files of 

Petitioner’s pleaded registrations that are the subject of the counterclaim. 

A. Petitioner’s testimony and evidence. 

1. Notice of reliance on copies of Petitioner’s pleaded registrations printed from 

the electronic database of the USPTO showing the current status of and title to the 

registrations;16 

                                            
15 Of course it is possible that counsel discussed the matter in their off-the-record colloquy 
during Mr. Obeid’s cross-examination. But neither of them claim this happened, and in any 
event, the facts supporting Petitioner’s express or implied consent to trial of the new issue 
are not apparent on the record.  

The better practice, in a situation where the basis for a new ground becomes evident 
during a testimony deposition, is to file a motion to amend the pleadings pursuant to Fed. 
R. Civ. P. 15(a), rather than to rely on answers adduced during cross-examination or 
redirect examination to show that an unpleaded issue was tried by consent. Such a motion, 
however, must be filed as soon as the basis therefor is known in order to be considered 
timely. 
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2. Notice of reliance on a copy of the prosecution history file for Registration No. 

3095138 for the mark FORUMJOBS (cancelled December 28, 2012);17 

3. Notice of reliance on the following documents: 

 a. Dictionary definitions of the word “vite”;18 

 b. Excerpts from Petitioner’s website;19 

 c. Excerpts from Respondent’s website;20 

 d. Copy of the Whois registration information for Respondent’s url;21 

 e. Copy of webpages from the Wayback machine depicting a third-party’s 

use of the term “Jobvite”;22 

4. Notice of reliance on excerpts from the discovery deposition of Dan Finnigan, 

Respondent’s Chief Executive Officer;23 

5. Notice of reliance on excerpts from the discovery deposition of Jesper Schultz, 

the co-founder of Respondent and former Chief Executive Officer;24  

                                                                                                                                             
16 75 TTABVUE. 
17 76 TTABVUE. 
18 77 TTABVUE 7-17. 
19 77 TTABVUE 20-101. 
20 77 TTABVUE 103-143. 
21 77 TTABVUE 145. 
22 77 TTABVUE 149. The webpage is in French and Petitioner failed to provide an English 
translation. We did not consider the foreign website because there is no basis for us to 
assume that it would be encountered by the relevant U.S. consumers. See Stuart Spector 
Designs, Ltd. v. Fender Musical Instruments Corp., 94 USPQ2d 1549, 1552 (TTAB 2009) 
(striking from evidence excerpts from foreign publications which were not shown to be in 
general circulation in the United States). Further, because this panel does not speak or 
read French, the webpage printed in French has no probative value. Hard Rock Cafe 
Licensing Corp. v. Elsea, 48 USPQ2d 1400, 1405 (TTAB 1998) (objections sustained as to 
documents not in English). 
23 78 TTABVUE. 

Case: 15-1960      Document: 1-2     Page: 12     Filed: 09/01/2015 (13 of 109)



Cancellation No. 92050828  

- 10 - 
 

6. The testimony deposition of Diya Obeid, Petitioner’s Chief Executive Officer, 

with attached exhibits;25 and 

7. Notice of reliance on a copy of Petitioner’s website offered to show the 

services purportedly performed under the JOBDIVA trademark.26 

B. Respondent’s testimony and evidence. 

1. Notice of reliance on the following items:27 

 a. Petitioner’s responses to Respondent’s interrogatories;28 

 b. Copies of the USPTO electronic database records of Petitioner’s 

applications and registrations;29 

 c. Copies of third-party registrations incorporating the word “job” in 

connection with employment and recruiting services where the exclusive use of the 

word “job” has been disclaimed;30 

 d. Copies of third-party websites advertising employment and recruiting 

services where the word “job” is incorporated as part of the trademark or trade 

name of the entity offering the services;31 
                                                                                                                                             
24 79 TTABVUE. 
25 82 TTABVUE. The version of Mr. Obeid’s deposition with testimony designated as 
confidential was filed at 81 TTABVUE. Any confidential testimony or evidence referenced 
in the decision will be so noted. 
26 90 TTABVUE. 
27 Respondent also attached excerpts from the testimony deposition of Diya Obeid. Because 
Petitioner’s testimony deposition is already of record, Respondent’s proffer is duplicative 
and unnecessary. Once a testimony deposition has been made of record by one party, it may 
be referred to by any party for any purpose permitted by the Federal Rules of Evidence. See 
Dynamark Corp. v. Weed Eaters, Inc., 207 USPQ 1026, 1028 n.6 (TTAB 1980).  
28 85 TTABVUE 8-14. 
29 85 TTABVUE 16-36. 
30 85 TTABVUE 38-295. 
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 e. Dictionary definitions of the word “job”;32 

 f. Excerpts from Petitioner’s website offered to show that the word “job” 

is descriptive when used in connection with employment and recruiting services;33 

 g. Copies of news articles about job, employment, and recruiting products 

featuring “job-formative” marks offered to show that the word “job” is descriptive 

when used in connection with employment and recruiting services;34 

 h. Copies of news articles by Joyce Lain Kennedy, a freelance journalist, 

offered to demonstrate her longstanding knowledge regarding Respondent’s 

services;35 

 i. Excerpts from the discovery deposition of Jesper Schultz, with 

Petitioner’s consent;36 

 j. Declaration of Hans Larsen, a co-founder of Respondent, with 

Petitioner’s consent, authenticating archival webpages from Respondent’s website 

offered to show the commercial impression engendered by Respondent’s mark;37 

 k. Copies of webpages from trade shows offered to show the market 

interface between the parties;38 and 

                                                                                                                                             
31 85 TTABVUE 297-391. 
32 85 TTABVUE 393-394. 
33 85 TTABVUE 396-415. 
34 85 TTABVUE 417-457. 
35 85 TTABVUE 459-462. Petitioner referenced an encounter with Ms. Kennedy at a 
personnel recruiter trade show as evidence of actual confusion. 
36 85 TTABVUE 466-502. 
37 85TTABVUE 508-524. 
38 86 TTABVUE 8-35. 
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 l. Copies of news articles from 2006-2011 referencing Respondent;39 and 

2. Testimony deposition of Dan Finnigan, Respondent’s Chief Executive Officer, 

with attached exhibits.40  

III. The Counterclaim 

A. Standing 

Respondent has standing based on Petitioner's assertion of its registrations 

against Respondent in Petitioner’s petition to cancel Respondent's registration. See 

Ohio State University v. Ohio University, 51 USPQ2d 1289, 1293 (TTAB 1999) 

(“[A]pplicant's standing to assert the counterclaim arises from applicant's position 

as a defendant in the opposition and cancellation initiated by opposer”). 

B. Whether Petitioner has abandoned its marks in connection with “personnel 
placement and recruitment? 

 
Registration No. 2851917 for the mark JOBDIVA (typed drawing) is registered 

for “personnel placement and recruitment.” 

Registration No. 3013235 for the mark JOBDIVA and design is registered, inter 

alia, “personnel placement and recruitment.” 

Respondent argues that Petitioner has never used its JOBDIVA marks in 

connection with personnel placement and recruitment.41 Petitioner, to the contrary, 

                                            
39 86 TTABVUE 37-921. 
40 89 TTABVUE. A version of Mr. Finnigan’s deposition with some of the testimony 
designated as confidential was filed at 88 TTABVUE. Any confidential testimony or 
evidence referenced in the decision will be so noted. 
41 Respondent’s Brief, p. 51 (96 TTABVUE 53). 
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contends that it has continuously rendered personnel placement and recruitment 

services. The essence of Petitioner’s argument is set forth below:  

Petitioner’s CEO testified that Petitioner uses the 
JOBDIVA Marks for applicant tracking and contact 
relationship management to track and manage 
communications with job applicants. Petitioner also 
provides a “candidate portal” that can be embedded in a 
corporate HR website and which allows candidates 
applying for positions to view and apply for jobs directly 
through the website. Petitioner’s CEO also provided 
detailed testimony describing JOBDIVA job requisition, 
resume harvesting, fulfillment and procurement services, 
all of which constitute personnel placement and 
recruitment.  

Petitioner’s website further describes the personnel 
placement and recruitment services provided under the 
JOBDIVA Marks. For example, JOBDIVA provides a 
software as a service (“SaaS”) automated recruitment 
technology with a wide range of recruiting and placement 
services, including, employment candidate contact 
relationship management, employment candidate portal 
communication, flexible or per diem staffing services, and 
resume harvesting, among others.42 

The word “personnel” is defined, inter alia, as “a department within a company 

or organization that deals with the people who work for it.”43 The word “placement” 

is defined, inter alia, as “the assignment of a person to a suitable place (as a job or a 

class in school.”44 The word “recruitment” is defined as “the action or process or 

                                            
42 Petitioner’s Reply Brief, p. 12 (99 TTABVUE 16). 
43 Merriam-Webster online dictionary (merriam-webster.com). The Board may take judicial 
notice of dictionary definitions, including online dictionaries that exist in printed format. In 
re Cordua Rests. LP, 110 USPQ2d 1227, 1229 n.4 (TTAB 2014); Threshold.TV Inc. v. 
Metronome Enters. Inc., 96 USPQ2d 1031, 1038 n.14 (TTAB 2010). 
44 Id. 
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recruiting.”45 “Recruit” is defined as “to find suitable people to get them to join a 

company, an organization, the armed forces, etc.”46 “Personnel placement and 

recruitment” in Petitioner’s description of services means that Petitioner is finding 

and placing people in jobs at other companies or providing personnel staffing 

services for others. 

In his testimony, Diya Obeid, Petitioner’s Chief Executive Officer, described 

JOBDIVA as “an applicant tracking system for recruiting departments, [and] for 

HR departments seeking to staff people.”47 Obeid’s deposition Exhibit 1 is an 

excerpt from the JOBDIVA website outlining “the product features and 

capabilities.”48 Exhibit 1 identifies JOBDIVA as staffing and recruiting software.49 

The website states the following: 

JOBDIVA INTRODUCTION 

- JobDiva is an end-to-end talent management system 

- JobDiva is delivered as a service  

- JobDiva boots an organization’s capacity to service 
client needs  

The reference to “service” is providing software as a service. In this case, 

Petitioner’s provision of software is consistent with the computer services identified 

in Petitioner’s registration: “computer services, namely, providing databases 

                                            
45 Id. 
46 Id. 
47 82 TABVUE 14. 
48 82 TTABVUE 16 and 170-174. 
49 82 TTABVUE 170. 
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featuring recruitment and employment, employment advertising, career 

information and resources, resume creation, resume transmittals and 

communication of responses thereto via a global computer network.” There is no 

reference on Petitioner’s web site to Petitioner’s performance of personnel 

placement and recruitment services other than supplying Petitioner’s software. 

Likewise, Exhibit 2 from Mr. Obeid’s deposition is another excerpt from 

Petitioner’s website.50 It further references the JOBDIVA software capabilities 

without reference to Petitioner performing personnel placement or recruitment 

services other than supplying Petitioner’s software. 

Petitioner introduced an excerpt from its website through a notice of reliance 

identifying JOBDIVA as software in the field of personnel placement and 

recruitment but not a personnel placement and recruitment service performed by 

Petitioner.51 

 

As indicated above, Petitioner contends that it has not abandoned its use of the 

mark JOBDIVA for personnel placement and recruitment services because by 

providing a personnel placement and recruitment software application for use by 

                                            
50 82 TTABVUE 22 and 175-179. 
51 77 TTABVUE 98. In its April 28, 2014 rebuttal notice of reliance, Petitioner introduced 
yet another printout of its website to “show the use of JobDiva’s marks for its services.” (90 
TTABVUE 2). Again, the materials show that JOBDIVA is software in the field of 
personnel placement and recruitment but not a personnel and recruitment service 
performed by Petitioner. 
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others, Petitioner concludes that it is rendering personnel placement and 

recruitment services. However, Petitioner confuses the service of providing a 

software solution for personnel placement and recruitment with actually rendering 

personnel placement and recruitment services.52 

According to Section 45 of the Trademark Act, 15 U.S.C. § 1125,  

[a] mark shall be deemed to be ‘abandoned’ … [w]hen its 
use has been discontinued with intent not to resume such 
use. Intent not to resume may be inferred from 
circumstances. Nonuse for 3 consecutive years shall be 
prima facie evidence of abandonment.  

(emphasis added). Further,  
 

[t]he term ‘‘use in commerce” means the bona fide use of a 
mark in the ordinary course of trade, and not made 
merely to reserve a right in a mark.  

Since there is no evidence of use of Petitioner’s marks in connection with 

“personnel placement and recruitment” services, there has been nonuse for three 

consecutive years, constituting prima facie evidence of abandonment. Petitioner 

submitted no evidence that it has used its mark in connection with the services, or 

that it intends to resume such use. In view thereof, we find that Petitioner has 

abandoned its use of the JOBDIVA marks in connection with “personnel placement 

                                            
52 The original specimen submitted to support Petitioner’s applications for  registration for 
“personnel placement and recruitment,” while not unambiguous, might possibly be 
interpreted as referring to personnel placement and recruitment activities performed by 
Petitioner under the JOBDIVA mark. However, “[s]pecimens in the file of an application for 
registration, or in the file of a registration, are not evidence on behalf of the applicant or 
registrant unless identified and introduced into evidence as exhibits during the period for 
taking testimony.” Trademark Rule 2.122(b)(2), 37 C.F.R. § 2.122(b)(2). But even if the 
specimens were evidence on behalf of Petitioner, and even if we concluded that they showed 
Petitioner’s provision of personnel placement and recruitment, there is no evidence of 
Petitioner’s use of JOBDIVA to identify “personnel placement and recruitment” services, 
since those specimens were filed on July 21, 2004. 
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and recruitment” and the Counterclaim to Cancel Registration No. 2851917 and the 

Counterclaim to Partially Cancel Registration No. 3013235 are granted. 

Registration No. 2851917 will be cancelled in due course and Registration No. 

3013235 will be amended pursuant to Section 18 of the Trademark Act, 15 U.S.C. 

§ 1068, to delete “personnel placement and recruitment.”53 

IV. The Petition for Cancellation 

Having granted Respondent's counterclaim as to one of Petitioner's pleaded 

registrations and counterclaim to partially cancel the other registration, we now 

consider Petitioner's claims of likelihood of confusion and fraud solely based on 

Petitioner’s Registration No. 3013235 for “computer services, namely, providing 

databases featuring recruitment and employment, employment advertising, career 

information and resources, resume creation, resume transmittals and 

communication of responses thereto via a global computer network.”54 

                                            
53 Section 18 of the Trademark Act provides that in an inter partes proceeding “the Director 
may refuse to register the opposed mark, may cancel the registration, in whole or in part, 
may modify the application or registration by limiting the goods or services specified 
therein, may otherwise restrict or rectify with respect to the register the registration of a 
registered mark, may refuse to register any or all of several interfering marks, or may 
register the mark or marks for the person or persons entitled thereto, as the rights of the 
parties under this chapter may be established in the proceedings.” 
54 Because the Counterclaim to Cancel Registration No. 2851917 has been granted, the 
cancelled registration no longer has any probative value. A cancelled or expired registration 
has no probative value other than to show that it once issued. See In re Kysela Pere et Fils 
Ltd., 98 USPQ2d 1261, 1264 (TTAB 2011) (“of course, third-party applications have no 
probative value except to show that an application has been filed, and “dead” or cancelled 
registrations have no probative previous value at all.”). 
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A. Standing 

Petitioner introduced a copy of Registration No. 3013235 for the mark JOBDIVA 

and design printed from the USPTO electronic database showing the status of and 

title to the registration.55 Because Petitioner has properly made of record its 

pleaded registration, Petitioner has established its standing. Cunningham v. Laser 

Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Lipton Industries, 

Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982). 

B. Priority 

In a cancellation proceeding in which both parties own registrations, Petitioner 

must, in the first instance, establish prior rights in the same or similar mark, and  

Respondent can in turn defeat Petitioner's claim by establishing that, as between 

the parties, Respondent possesses prior rights in the mark sought to be canceled.  

Of course, Petitioner or Respondent may rely on its 
registration for the limited purpose of proving that its 
mark was in use as of the application filing date. Thus, a 
petitioner -- whose application filing date was earlier than 
respondent's application filing date -- could take its 
chances and elect to make of record simply a copy[ ] of its 
registration. Trademark Rules 2.122(d)(1) and 2.122(d)(2). 
By so doing, Petitioner's proven first use date of its mark 
would then be the filing date of the application. However, 
if Respondent proves an actual first use date pre-dating 
Petitioner's filing date, the issue of priority, and hence 
Petitioner's Section 2(d) claim, would be resolved in favor 
of Respondent.  

Brewski Beer Co. v. Brewski Brothers Inc., 47 USPQ2d 1281, 1284 (TTAB 1998) 

                                            
55 75 TTABVUE 8-9. 
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The filing date of Petitioner’s application Serial No. 78454470, which issued as 

Registration No. 3013235 for the mark JOBDIVA and design, was July 21, 2004. 

The filing date of Respondent’s application Serial No. 78522998, which issued as the 

registration sought to be cancelled, was November 25, 2004. Respondent did not 

proffer any testimony or evidence to establish an earlier date of first use. In fact, 

Respondent, in its brief, did not contest Petitioner’s priority. 

We find that Petitioner has established its priority with respect to the mark 

JOBDIVA and design for “computer services, namely, providing databases featuring 

recruitment and employment, employment advertising, career information and 

resources, resume creation, resume transmittals and communication of responses 

thereto via a global computer network.” 

C. Likelihood of Confusion. 

Our determination under Section 2(d) is based on an analysis of all of the 

probative facts in evidence that are relevant to the factors bearing on the issue of 

likelihood of confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 

USPQ 563, 567 (CCPA 1973). See also In re Majestic Distilling Co., Inc., 315 F.3d 

1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003). In any likelihood of confusion 

analysis, two key considerations are the similarities between the marks and the 

similarities between the services. See Federated Foods, Inc. v. Fort Howard Paper 

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundamental inquiry 

mandated by § 2(d) goes to the cumulative effect of differences in the essential 

characteristics of the goods and differences in the marks.”). These factors, and any 
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other relevant du Pont factors in the proceeding now before us, will be considered in 

this decision. 

1. The similarity or dissimilarity and nature of the services. 

The description of services in Respondent’s registration is “providing 

employment-related services via an online website, namely, providing employment 

and career information, providing job referral, posting and listing services, and 

providing business networking services including arranging business 

introductions.” 

The description of services in Petitioner’s pleaded registration is “computer 

services, namely, providing databases featuring recruitment and employment, 

employment advertising, career information and resources, resume creation, 

resume transmittals and communication of responses thereto via a global computer 

network.” 

The services are essentially identical. The only difference is the manner in which 

the parties described them. 

2. The established, likely-to-continue channels of trade and classes of 
consumers. 

 
Because the services described in the registration sought to be cancelled and in 

Petitioner’s pleaded registration are essentially identical, we must presume that the 

channels of trade and classes of purchasers are the same. See In re Viterra Inc., 671 

F.3d 1358, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (even though there was no 

evidence regarding channels of trade and classes of consumers, the Board was 

entitled to rely on this legal presumption in determining likelihood of confusion); In 
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re Yawata Iron & Steel Co., 403 F.2d 752, 159 USPQ 721, 723 (CCPA 1968) (where 

there are legally identical goods, the channels of trade and classes of purchasers are 

considered to be the same); American Lebanese Syrian Associated Charities Inc. v. 

Child Health Research Institute, 101 USPQ2d 1022, 1028 (TTAB 2011). 

Also, the testimony and evidence adduced at trial proves that the services at 

issue move in the same channels of trade and are sold to the same consumers. 

Prospective users of the online employment and recruiting software applications are 

in-house human resources departments, independent human resource consultants, 

and employment recruiters.56 Specifically, Respondent markets to companies in the 

market for recruiting software applications.57 Likewise, Petitioner’s JOBDIVA 

applicant tracking system is designed for use by employment recruiters and human 

resource departments seeking to place prospective employees (i.e., the hiring 

manager).58 Further, both parties were sponsors of the 2013 ERE Recruiting 

Conference and Expo59 and the 2013 SourceCon “conference for professional 

sources.”60 

3. The conditions under which and buyers to whom sales are made, i.e., 
“impulse” vs. careful, sophisticated purchasing. 

 

                                            
56 85 TTABVUE 475. See also 89 TTABVUE 47, 51 and 75 (the recruiting industry). 
57 89 TTABVUE 62-63. 
58 82 TTABVUE 14 and 18. 
59 89 TTABVUE 472-473. 
60 89 TTABVUE 493-496. 
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There was scant testimony and evidence regarding the degree of care exercised 

by the parties’ customers. From the testimony and evidence, we were able to glean 

the following: 

 a.  As discussed above, the parties license their recruiting software 

applications to in-house human resources departments, independent human 

resource consultants, and employment recruiters; 

 b. Sales are through personal contact;61 and 

 c. “Most prospects have done a significant percent of their research about 

what to buy and what not to buy before they even talk to a vendor now, which is 

very different than 20 years ago.”62 

Under these circumstances, we can assume that the prospective customers will 

have a focused need for recruiting software applications; the sales will be conducted 

in consultation with knowledgeable sales personnel and with close examination by 

the prospective customers; and prospective customers will compare proposals and 

competing products. In view of the foregoing, we find that the prospective customers 

will exercise a high degree of consumer care which will minimize the likelihood of 

confusion. 

4. The nature and extent of any actual confusion and the length of time during 
and conditions under which there has been concurrent use without evidence 
of actual confusion. 

 
As noted above, the parties have concurrently used their marks in connection 

with identical services rendered in the same channels of trade to the same classes of 

                                            
61 82 TTABVUE 133. 
62 89 TTABVUE 65. 
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consumers since approximately 2004. As set forth below, the testimony and 

evidence presented at trial further demonstrates that there have been opportunities 

for prospective consumers to have encountered both marks.  

Respondent has received recognition in the field of recruiting software 

applications. For example, Respondent has received, inter alia, the awards listed 

below: 

 a. Respondent received the 2009 Gartner Cook Vendor Award. “Gartner 

[Cook] is a very well-respected analyst in the tech vendor evaluation market”;63 

 b. Respondent received the 2010 and 2013 Top HR Product of the Year 

from Human Resource Executive Magazine.64 “Any of the top HR product of the 

year awards are highly respected within the recruitment software industry. They 

have a panel that's pretty exhaustive in trying to select who wins and who 

doesn't.”65 

In addition, Respondent has 15,000 twitter followers.66  

Q.  And is that considered to be a substantial number? 

A.  Yes, compared to other providers, not only of 
recruiting software but even HR software, it's quite 
a bit relative to them.  

 My understanding is it's more than most of the 
software vendors in the industry.67 

                                            
63 89 TTABVUE 85. 
64 89 TTABVUE 85 and 501-528. 
65 89 TTABVUE 85. 
66 89 TTABVUE 87. 
67 Id. 
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Likewise, Petitioner contends that its reputation has grown over the last ten 

years. 

Continuously since 2015, Petitioner has invested 
increasingly substantial amounts of time, money, and 
effort in its JOBDIVA Services and these efforts have 
been quite successful. Petitioner makes a significant 
annual investment in advertising expenditures in 
connection with JOBDIVA Services. Additionally, 
Petitioner spends additional resources marketing the 
JOVDIVA Services at five to six recruiting trade shows in 
the United States each year. As a result of Petitioner’s 
substantial investments, Petitioner’s revenues from the 
JOBDIVA Services have steadily climbed since 2004 and 
increased significantly between 2009 and 2013.68 
 

Despite the simultaneous use of JOBDIVA and JOBVITE in connection with 

providing essentially identical services, in the same channels of trade and to the 

same classes of consumers for ten years, there is evidence of only one instance of 

arguable confusion:69 At the 2013 ERE conference, Mr. Obeid was talking with an 

unidentified employee of Simply Hired in front of the Simply Hired display booth 

when Joyce Lain Kennedy, a freelance journalist, approached and joined the 

conversation. When Mr. Obeid identified himself as a JOBDIVA employee, Ms. 

Kennedy said “Yes, I spoke to your people and some of your differentiators have to 
                                            
68 91 TTABVUE 11, citing Diya Obeid’s testimony at 81 TTABVUE 27-28 and 180 
[designated confidential]. The testimony regarding Petitioner’s revenues and advertising 
expenditures were designated as confidential and, therefore, we may only refer to them in 
general terms. Although Petitioner did not put its revenues and advertising expenditures in 
context by referencing market share, Petitioner’s revenues are growing and appear 
indicative of a successful company. With respect to advertising expenditures, Mr. Obeid 
testified that “we spend aggressively.” (81 TTABVUE 27). 
69 Petitioner, in its responses to Respondent’s interrogatories, stated that it was unaware of 
any inquiries regarding an affiliation between the parties or of any instances of confusion. 
85 TTABVUE 9-10. The interrogatories were signed February 22, 2011. 85 TTABVUE 13. 
There is no indication that Petitioner supplemented these responses so we assume that 
they remained accurate at least through the trial and briefing of the case. 
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do with social networks.”70 After Mr. Obeid explained to Ms. Kennedy that he was 

with JOBDIVA, not JOBVITE, Mr. Obeid testified that Ms. Kennedy “showed 

tremendous confusion and said “Oh, I thought it’s the same company or something. 

Aren’t you Jobvite?’”71 Mr. Obeid subsequently confirmed that Ms. Kennedy had not 

visited the JOBDIVA booth.72  

The parties have vigorously argued whether Mr. Obeid’s testimony regarding 

what Ms. Kennedy said at the 2013 ERE Conference constitutes inadmissible 

hearsay.73 Even considering the testimony, we find that one reported instance of 

confusion over a ten year period when there has been a reasonable opportunity for 

actual confusion to have occurred weighs against finding that there is a likelihood of 

confusion. 

5. The similarity or dissimilarity of the marks in their entireties in terms of 
appearance, sound, connotation and commercial impression. 

 
We now turn to the du Pont likelihood of confusion factor focusing on the 

similarity or dissimilarity of the marks in their entireties as to appearance, sound, 

connotation and commercial impression. In re E. I. du Pont De Nemours & Co., 476 

F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). In a particular case, “two marks may 
                                            
70 82 TTABVUE 32. 
71 82 TTABVUE 33. 
72 82 TTABVUE 34. 
73 As noted above, Mr. Obeid testified that Ms. Kennedy "showed tremendous confusion." 
Such statements of the declarant's then-existing state of mind may be an exception to the 
hearsay rule. Fed. R. Evid. 803(3). In any event, this evidence of confusion would have been 
more convincing had Ms. Kennedy been called to testify as to whether in fact she was 
confused and, if so, what caused her confusion. See Marshall Field, & Co. v. Mrs. Fields 
Cookies, 25 USPQ2d 1321, 1327 (TTAB 1992) (“we do not have the benefit of the testimony 
of the allegedly confused individuals from which to determine what may have been 
responsible for such confusion”). 
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be found to be confusingly similar if there are sufficient similarities in terms of 

sound or visual appearance or connotation.” Kabushiki Kaisha Hattori Seiko v. 

Satellite Int’l, Ltd., 29 USPQ2d 1317, 1318 (TTAB 1991) aff’d mem., 979 F.2d 216 

(Fed. Cir. 1992) (emphasis in the original; citation omitted). See also Eveready 

Battery Co. v. Green Planet Inc., 91 USPQ2d 1511, 1519 (TTAB 2009), citing Krim-

Ko Corp. v. The Coca-Cola Co., 390 F.2d 728, 156 USPQ 523, 526 (CCPA 1968) (“It 

is sufficient if the similarity in either form, spelling or sound alone is likely to cause 

confusion.”). 

In comparing the marks, we are mindful that where, as here, the services are 

identical, the degree of similarity necessary to find likelihood of confusion need not 

be as great as where there is a recognizable disparity between the services. Coach 

Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1721 (Fed. 

Cir. 2012); Century 21 Real Estate Corp. v. Century Life of America, 970 F.2d 874, 

23 USPQ2d 1698, 1700 (Fed. Cir. 1992); Jansen Enterprises Inc. v. Rind, 85 

USPQ2d 1104, 1108 (TTAB 2007); Schering-Plough HealthCare Products Inc. v. Ing-

Jing Huang, 84 USPQ2d 1323, 1325 (TTAB 2007). 

“The proper test is not a side-by-side comparison of the marks, but instead 

‘whether the marks are sufficiently similar in terms of their commercial impression’ 

such that persons who encounter the marks would be likely to assume a connection 

between the parties.” Coach Servs. Inc. v. Triumph Learning LLC, 101 USPQ2d at 

1721. See also San Fernando Electric Mfg. Co. v. JFD Electronics Components 

Corp., 565 F.2d 683, 196 USPQ 1, 3 (CCPA 1977); Spoons Restaurants Inc. v. 
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Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d mem., 972 F.2d 1353 (Fed. 

Cir. 1992). The proper focus is on the recollection of the average customer, who 

retains a general rather than specific impression of the marks. L’Oreal S.A. v. 

Marcon, 102 USPQ2d 1434, 1438 (TTAB 2012); Winnebago Industries, Inc. v. Oliver 

& Winston, Inc., 207 USPQ 335, 344 (TTAB 1980); Sealed Air Corp. v. Scott Paper 

Co., 190 USPQ 106, 108 (TTAB 1975). As discussed above, the parties’ usual 

customers are in-house human resources departments, independent human 

resource consultants, and employment recruiters who will exercise a high degree of 

care when making their purchasing decisions regarding licensing the use of a 

personnel and recruiting software application. 

At first blush, the marks are similar because they share the same prefix word 

“Job.” However, because the word “job” is highly descriptive when used in 

connection with providing software applications in the field of employment 

recruiting and providing career information, consumers are likely to focus on other 

features of the marks as an indicator of source. It is well-settled that descriptive 

matter may have less significance in likelihood of confusion determinations. See 

Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1846 (Fed. Cir. 

2000) (“Regarding descriptive terms, this court has noted that the ‘descriptive 

component of a mark may be given little weight in reaching a conclusion on the 

likelihood of confusion.’”) (quoting In re National Data Corp., 753 F.2d 1056, 224 

USPQ 749, 752 (Fed. Cir. 1983)); In re Dixie Rests. Inc., 105 F.3d 1405, 1407, 41 

USPQ2d 1531, 1533-34 (Fed. Cir. 1997). 
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While we do not ignore the fact that both marks share the prefix word “Job,” we 

note that there is nothing improper in stating that, for rational reasons, more or 

less weight has been given to a particular feature of a mark, provided the ultimate 

conclusion rests on a consideration of the marks in their entireties. In re National 

Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985). In this regard, 

Respondent introduced excerpts from numerous third-party websites in which the 

word “Job” was incorporated as part of the marks or trade names used in connection 

with employment and recruitment related services.74 The following websites are 

representative: 

a. Job Rooster (linkedin.com/companyjob-rooster)75 

At Job Rooster, our vision is to connect every worker to 
the global marketplace of professional opportunity. … 
Through our service, you can have local job postings, 
volunteer assignments or educational class listings sent 
directly to your mobile phone via text message without 
ever needing a computer or Internet connection. Just text 
the word JOBS to 27697 (or to 415-787-3906 for 
MetroPCS) to have customized jobs sent to your phone via 
text message. 

b.  Job Fit (Kenexa.com)76 

Kenexa Job Fit is a powerful tool designed to identify 
candidates whose job preferences match the 
characteristics of a job. Applicable to any job, this easy-to-
use solution is ideal as a first step in the selection process. 
By helping to improve employee engagement, job 
satisfaction and organizational commitment, Kenexa Job 
Fit can improve overall employee retention. 

                                            
74 85 TTABVUE 297-391. 
75 85 TTABVUE 309. 
76 85 TTABVUE 356. 
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c.  JobSync (jobsync.com)77 

JobSync 

Your ATS. Just Easier 

Simplify your current ATS. 

JobSync creates an intuitive interface for your existing 
ATS to make it more user-friendly for your recruiters and 
hiring managers. 

Respondent also introduced copies of news articles about job, employment and 

recruiting products demonstrating the use of “job-formative” marks.78 For example, 

the Capterra (capterra.com) website reviewed “Top Applicant Tracking Software 

Products” including those of Respondent, Jobscience Staffing, JobApp, JobDig 

Tracker, Petitioner, JobPage, JobScore, and Jobtrain.79 It also reviewed “Top 

Recruiting Software Products” including Respondent’s, Petitioner’s, as well as those 

of Jobscience Staffing, JobAdder, Jobaline, JobApp, JobDig Tracker, jobdreaming, 

JobPage, JobScore, and Jobtrain.80  

In view of the highly descriptive nature of the word “Job,” as evidenced by its 

extensive use by third parties in connection with personnel and recruiting software 

applications, we find that consumers will turn to the other portions of the marks 

and trade names to identify and distinguish the sources of those products and 

services. 

JOBVITE is not visually similar to JOBDIVA. 

                                            
77 85 TTABVUE 381. 
78 85 TTABVUE 417-457. 
79 85 TTABVUE 431-436. 
80 85 TTABVUE 338-443. 
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JOBVITE is not aurally similar to JOBDIVA. Applicant argues, to the contrary, 

that the suffix syllable VITE in the mark JOBVITE is derived from the French word 

“vite” meaning “quickly” or “lively” and is, therefore, pronounced “VEET” which is 

similar to the pronunciation of “Diva” (“DEEVA”).81 However, JOBVITE is a 

combination of the words “Job” and the term “Vite” which is an abbreviation for 

“invitation.”82 “[W]hich was the idea of you sending someone a Jobvite, invitation, 

networking.”83 As Respondent’s CEO testified: 

Q. Going back to the term Jobvite, we discussed where 
the term job came from or what it means. Do you 
have an understanding, based on your due 
diligence and your time at Jobvite, as to how the 
term “vite” came about? 

A. Yeah. Well, it was immediately apparent to me the 
first time I heard it what it meant. It meant job 
invitation. There were other similar brands out 
there with similar use of the suffix “vite.” So it was 
immediately apparent what it meant, job 
invitation. 

* * * 

Q. And so when you say an invitation, so is it your 
understanding that Jobvite came about as a 
combination of job and a job invitation for job 
invite? 

                                            
81 Petitioner’s Brief, p. 11 (91 TTABVUE 17). The word “vite” is an adverb used in music 
defined as “briskly; lively.” Dictionary.com based on the RANDOM HOUSE DICTIONARY 
(2013). (77 TTABVUE 7). See also Merriam-Webster online (merriam-webster.com) 
(“quickly, lively – used chiefly as a direction in music.”) (77 TTABVUE 10). 
82 Schultz deposition, 79 TTABVUE 10. 
83 Schultz deposition, 79 TTABVUE 10 and 15 (“It was a job invitation.”); Schultz 
deposition, 85 TTABVUE 477 (“but everyone can send out a Jobvite which is a job 
invitation.”). 
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A. Yes, that’s why Jesper and his team came up with 
the name Jobvite.84  

The testimony from Respondent’s witness is corroborated by Respondent’s 

advertising. Excerpts from Respondent’s advertising is set forth below:  

            85 

 

            86 

 

            87 

 

Because a trademark owner cannot control how its mark is pronounced, there is 

no one correct pronunciation of a coined mark. In this case, however, we find that it 

                                            
84 Finnigan deposition, 89 TTABVUE 34-35. 
85 86 TTABVUE 50. 
86 86 TTABVUE 64. 
87 TTTABVUE 65 and 78. 
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is more likely that the “vite” suffix in Respondent’s mark JOBVITE will be 

pronounced as the suffix in the word “invite” because of the commercial impression 

of a job invitation. 

JOBVITE and JOBDIVA have different meanings and engender different 

commercial impressions. As discussed immediately above, JOBVITE means a job 

invitation or job invite and it engenders the same commercial impression. 

JOBDIVA, on the other hand, connotes a successful job and it engenders the 

commercial impression of being the best personnel and recruitment software. 88 

We find that the marks are not similar in terms of appearance, sound, 

connotation or commercial impression. 

6. Balancing the factors. 

Although the services are identical and presumed to move in the same channels 

of trade and are sold to the same classes of consumers, because the marks are not 

similar and because the prospective customers will exercise a high degree of care 

when making their purchasing decisions, we find that Respondent’s mark JOBVITE 

for “providing employment-related services via an online website, namely, providing 

employment and career information, providing job referral, posting and listing 

services, and providing business networking services including arranging business 

introductions” is not likely to cause confusion with Petitioner’s mark JOBDIVA and 

                                            
88 “Diva” is defined as a “prima donna” or “a usually glamorous and successful female 
performer or personality <a fashion diva>; especially: a popular female singer <pop divas>” 
Merriam-Webster online (merriam-webster.com). Diya Obeid testified that the word “diva” 
in the mark JOBDIVA has the standard meaning of that word. (82 TTABVUE 48-49). “It 
was meant to be a pleasant term, an attractive term to be utilized as a reference to the 
system and the product and the company we were forming.” (82 TTABVUE 49). 
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design for “computer services, namely, providing databases featuring recruitment 

and employment, employment advertising, career information and resources, 

resume creation, resume transmittals and communication of responses thereto via a 

global computer network.” 

D. Fraud 

Petitioner alleges that “Respondent was not using the alleged mark JOBVITE in 

U.S. commerce with or in connection with all of the services identified in the 

[3103253] Registration as of the date the ‘998 Application was filed.”89 In its brief, 

Petitioner alleges that when Respondent filed it use-based application, “the mark 

was not in use for ‘posting and listing services’; instead the term “Jobvite’ was used 

by Respondent to solely identify a means of sending a job listing.”90 

Fraud in procuring a trademark registration occurs when an applicant 

knowingly makes false, material representations of fact in connection with its 

application with intent to deceive the USPTO. See In re Bose Corp., 580 F.3d 1240, 

1245, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009); see also Nationstar Mortg. LLC v. 

Ahmad, 112 USPQ2d 1361, 1365 (TTAB 2014); Swiss Watch Int'l Inc. v. Fed'n of the 

Swiss Watch Indus., 101 USPQ2d 1731, 1745 (TTAB 2012). A party alleging fraud 

in the procurement of a registration bears the heavy burden of proving fraud with 

clear and convincing evidence. Bose, 91 USPQ2d at 1243 (quoting Smith Int'l, Inc. v. 

Olin Corp., 209 USPQ 1033, 1044 (TTAB 1981)). For example, the Board will not 

find fraud if the evidence shows that a false statement was made with a reasonable 

                                            
89 Paragraph No. 16 of the Petition for Cancellation (1 TTABVUE 6). 
90 91 TTABVUE 21. 
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and honest belief that it was true, rather than intent to mislead the USPTO into 

issuing a registration to which the applicant was not otherwise entitled. See id.; see 

also Woodstock's Enters. Inc. (Cal.) v. Woodstock's Enters. Inc. (Or.), 43 USPQ2d 

1440, 1443 (TTAB 1997), aff'd, Appeal No. 97-1580 (Fed. Cir. Mar. 5, 1998). 

Deceptive intent is an essential element to a fraud claim. 

Subjective intent to deceive, however difficult it may be to 
prove, is an indispensable element in the analysis. Of 
course, “because direct evidence of deceptive intent is 
rarely available, such intent can be inferred from indirect 
and circumstantial evidence. But such evidence must still 
be clear and convincing, and inferences drawn from lesser 
evidence cannot satisfy the deceptive intent requirement.” 
Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 
1357, 1366 [88 USPQ2d 1001] (Fed. Cir. 2008). When 
drawing an inference of intent, “the involved conduct, 
viewed in light of all the evidence … must indicate 
sufficient culpability to require a finding of intent to 
deceive.” Kingsdown [Med. Consultants, Ltd. v. Hollister 
Inc.], 863 F.2d 867, 876 [9 USPQ2d 1384] (Fed. Cir. 1988). 

Bose, 91 USPQ2d at 1941. 

Petitioner’s fraud claim fails because Petitioner did not prove by “clear and 

convincing” evidence that Respondent intended to deceive the USPTO.91 Petitioner 

relies on the testimony of Jesper Schultz regarding Respondent’s posting and listing 

services, which may be charitably characterized as muddled.92 At the outset, we 

                                            
91 Respondent’s statements regarding its use of JOBVITE for the identified services as of 
the application's filing date certainly were material to the examining attorney's approval of 
the application for publication. Averments and evidence of use of a mark for the goods or 
services identified in a use-based application are critical to the approval of a use-based 
application, and if it had been disclosed to the examining attorney that the mark was not in 
use for the identified services, registration would have been refused. See Nationstar Mortg. 
LLC v. Ahmad, 112 USPQ2d at 1365. 
92 This is not a criticism of the witness. Mr. Schultz did his best to answer the questions 
Petitioner posed during his discovery deposition. The difficulty of proving a fraud claim, 
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note that rather than proffer testimony or evidence defining “posting and listing” 

services, Petitioner decided to rely on the Board’s inherent omniscience. The Court 

of Appeals for the Federal Circuit, our primary reviewing court, frowns on our 

exercise of that power. See Amalgamated Bank of New York v. Amalgamated Trust 

& Savings Bank, 842 F. 2d 1270, 6 USPQ2d 1305, 1308 (Fed. Cir. 1988) (“It would 

be strange for the customers of the banks to be confused about whom they were 

dealing with, and their bankers not know it. On the other hand, the board lays 

claim to an arsenal of superior knowledge about the banking business, or else it 

would not perceive, as it seems to do, that the bankers are not telling it the truth, or 

that deregulation effects such changes that the teaching of experience must be 

ignored. The source of the board's knowledge is hard to divine. It is certainly not in 

the record, which is wholly devoid of anything to discredit or contradict the recitals 

in the agreement. … The TTAB's reliance on its own views regarding the banking 

industry, rather than the views of the parties in question, contravenes the scope 

and intent of this court's precedent in DuPont and Bongrain.”). 

It is not clear from the record whether “posting and listing” is a term of art with 

a specific meaning in the recruiting field. Also, it is not clear whether the activities 

of posting and listing positions are integral to or distinct from each other93 (i.e., you 

                                                                                                                                             
including the challenge of proving deceptive intent, is no secret, each element of the claim 
must be proved by “clear and convincing” evidence. 
93 In identifying goods or services in an application, there is no general prohibition against 
using terms which overlap in scope or are inclusive of another term. See Tri-Star Marketing 
LLC v. Nino Franco Spumanti S.R.L., 84 USPQ2d 1912 (TTAB 2007) (applicant who 
identified its goods as “wines and sparkling wines” did not commit fraud notwithstanding 
use of its mark only on sparkling wines). 
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do not have one without the other). For example, what is the point of posting jobs if 

there is no means to list or publish them? In the alternative, does a party that lists 

jobs post them as well? What we can glean from Mr. Schultz’s testimony is that 

Respondent rendered posting and listing services through Forumjobs on the 

forumjobs.com website which were the same services as those identified in 

Respondent’s JOBVITE application.  

Q. In December, 2005 … was the name of the company 
still forumjobs? 

A. That is correct. 

Q. And was the name of the flagship service 
forumjobs? 

* * * 

A. I think it’s one in [sic] the same. I mean, Jobvite 
and forumjobs, that’s kind of the service we have, 
yeah. And we called the - - the URL was, you know, 
forumjobs. 

Q. So - -  

A. That was the service we - - I mean, the - - that we 
sold. 

Q. Forumjobs was the service - - was the same service 
that you sold as Jobvite? 

A. Yeah. I mean, that was the whole idea here.94 

* * * 

Q. . . . So the question is, were Jobvite and forumjobs 
the same service? 

* * * 

                                            
94 Schultz deposition, 85 TTABVUE 484. 
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A. Yes.95 

* * * 

Q. Why would you have two different names for the 
identical service? 

A. Why? We started out with Jobvite - - with 
forumjobs, and then it kind of became clear that - - 
it was - - it became - - when we started using 
Jobvite, it kind of became clear that it was the 
same - - it was the same thing we were doing, and 
that’s why we, you know, like changed the name in 
2000, I think it was ‘[200]6. 

Q. Okay. What about in December 2005? 

A. It was the same service.96 

Even assuming that when Respondent filed the application for registration, 

Respondent used the service mark FORUMJOBS to post jobs and the service mark 

JOBVITE to list jobs, Respondent did not intend to deceive the USPTO because 

Respondent thought that JOBVITE and FORUMJOBS were one and the same. If 

so, Respondent was wrong and made a mistake. But there is no evidence that 

Respondent was deceitful. 

Petitioner argues that we should infer from the surrounding facts and 

circumstances that Respondent knowingly made a false representation with the 

intent to deceive the USPTO, citing Nationstar Mortg. LLC v. Ahmad, supra.97 

However, the conduct of the Applicant in Nationstar was far more egregious than 

anything encountered in this case. For example, in Nationstar, the Board expressed 

                                            
95 Schultz deposition, 85 TTABVUE 485. 
96 Schultz deposition, 85 TTABVUE 486. 
97 Petitioner’s Reply Brief, p. 8 (98 TTABVUE 12). 
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grave concerns about the credibility of applicant’s testimony — particularly his 

evasiveness and failure to respond directly to straightforward questions. Id. at 

1370. Mr. Schultz, testifying on behalf of Respondent, was cooperative and appeared 

to do his best to answer counsel’s questions.  

Further, although the Nationstar applicant “repeatedly testified that specific 

information could be found in the documents he produced, he did not introduce or 

identify any documents corroborating his testimony.” Id. at 1372. Moreover, the 

documents on which the Nationstar applicant relied could not be considered 

corroborative, because the applicant’s testimony was so lacking in conviction and 

credibility as to be virtually incapable of corroboration. Id. There was no such 

evasiveness on the part of Respondent’s witness in this case.  

Finally, the Board noted that the Nationstar applicant, as a real estate agent, 

was well aware of the restrictions on his activities as a real estate agent and that 

separate licensure is required to engage in other real-estate-related services such as 

real estate brokerage, insurance brokerage, and mortgage brokerage for which he 

sought registration when in fact he was not rendering those services. Id. at 1373. 

There is no reason to question Mr. Schultz’s credibility in this case. 

The fraud claim is dismissed. 

Decision: The counterclaim to cancel Registration No. 2851917 on the ground 

that Petitioner abandoned the mark is granted. 

The counterclaim to partially cancel Registration No. 3013235 on the ground 

that Petitioner abandoned the mark when used in connection with “personnel 
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placement and recruitment” services is granted. Registration No. 3013235 will be 

restricted in due course. 

The petition to cancel Registration No. 3103253 on the grounds of likelihood of 

confusion and fraud is denied.  
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