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STARK, U.S. District ';ilixdge:

Pending before the Court are (1) Intel Corporation’s (“Plamtiff” or “Intel”) partial motion -
for summary judgment that certain patents owned by Future Link Systems, Inc. ("Defendant,” |
“FLS,” or “Future Link™) are licensed to Intel (D.1. 211) (“Intel's Motion™), and (2) FLS"s motion-
to strike arguments and evidence submitted by Imel in support of Intel’s Motion (D.1. 246) »
(*FL.S’s Motion to Strike™). For the reasons discussed below, the Court will grant in part and
deny in part Intel’s Mm_imn as well as FLS’s Motion to Strike.
8 INTEL’S PARTIAL MOTION FOR SUMMARY JUDGMENT (D.1. 211)

Intel moves for summary judgment that it is licensed to U.S. Patent Nos. 5,608,357
(%7357 patent™); 5.870.370 (*" 570 patent™): 6.008.823 (*"823 patent™); 6,108,738 (*'738 patent™); ;
and 6,622,108 (** 108 patent™) {T’colieeiivel}z “FLS Patents™)’ for the life of these patents under 2 |
cross-license agreement between Philips Electronics N.V. and the North American Philips |
Corparation (collectively, “Philips”) and Intel. (See D.1 212 at 1-3)

Al Ti‘ie Philips Cross-License

Philips and Intel entered into a cross-license agreement, effective July 13, 1990, in which .
Philips granted Intel “a non-exclusive, indivisiﬁle:, royalty free license™ under certain “Philips
Patents™ to “make, 10 have made. 10 use, (o lease, and 1o sell or cherwise dispose of” certain
seﬁximnductor products described in the agreement. (See D1 227 Ex. A\l (“Agreement™ or

“License™ § 3.01) The Agreement references other cross-license agreements between Philips

"The FLS Patents are atiached as exhibits to Intel’s First Amended Complaint. (D.1. 95}

“Intel, FLS. and the License refer to numbered parts of the License as “sections,”
“paragraphs.” and “articles,” respectively. The Court will refer to them as sections.
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and Inte] dating back to 1977, stating that the 1990 Agreement was meant to convey “rights and
Ticenses under patent rights not licensed™ under prior agreements. {(/d at 1) The parties dispute
the meaning of many terms in the Agreement, which are discussed below.

In 2006, “Philips “spun off" its semiconductor business to form NXP Semiconductors™
(*WNXP”) and provided NXP with “Philips’s semiconductor patents and products,” inciuding the
FLS Patents. (DD 212 at 5 (quotng D1 213-3 Ex. 8 at 69-70); see also D.1 224 at 17} In 2012,
NXP assigned the FLS Patents to an entity named “Partners for Corporate Research
international”™ which later, in January 2013, assigned the patents to FLS. (D1, 212 at 6} The
parties dispute the effect of Philips’s assignment of the FL.S Patents to NXP under the terms of
the Agreement discussed below.

1. Licensed Patents

The Agreement grants intel a license 1o certain “Philips Patents™ and “Philips Circuitry
Patents.” (License § 3.01(a)-(b)) “Philips Circuliry Patents™ are z subset of “Philips Patents”
that inctude claims covering “circuit function means or cireuit function{s).” (See id § 1.11) The

Agreement states:

The term “PHILIPS Patents™ shall mean and include i

{Jd. § 1.09)

All emphasis to language from the Agreement is added to identify terms that are dispuied
by the parties.
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“Philips Group of Companies™ is defined in § 1.04 to mean “PHILIPS ELECTRONICS.
NAPC and any and all of the Asyociated Companies . . thereof and anv and all “Related
Companies, 1o whom sublicenses have been granted pursuant to Article 5,047 Section 3.05
cxplains what happens when an “Associated Company™ ceases to be an “Associated Company™
under the License:

In the event that an entity which was an ||| | ] R

As quoted above from § 1.04, the Philips Group of Companies includes certain “Related
Companies™ to which sublicenses have been granted pursuant to § 5.04. The following excerpt

from § 5.04 provides periinent context for the parties” present disputes mnvolving §§ 1.04 and
P P I i g 95

5.04;

| B

| |
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. Licensed Products

The licensed products include “Digital MOS Integrated Circuits™ and “Digital MOS
Integrated Circuits Data Processing Groups and combinations thereof.” (Jd. § 3.01{a}-(b)) The
Agreement defines these terms in a series of nested definitional clauses:

The term “Digital MOS Integrated Circuit Data Processing
Group” shall mean and include any

however. with the understanding

- the Digital MOS Integrated Circuits of said complex may
and/or

l

- szid complex may incidentally include as a subordinate
addition to the same, circuit function means . . . || NGNGINK

s and/or

- the Digital MOS Integraied Circuits of said complex and

(Id. § 1.17) A license to Digital MOS Integrated Circuit Date Processing Groups “does not
include a license™ under the “Circuitry Patens, #o the extent they ||| EGcTcNcNGEGE
I i  5010))



(1.

(id. §

(id.

§ 1.13)

+1.14)

§1.13)

§ 1.12)

'f;f.?

The term “Digital MOS Integrated Circnit” shall mean and

lucl R I B

s n
=
o
]

The term “MOS Integrated Circuit” shall mean and include

’ l

The term “Imtegrated Circuit” shall mean and include any

and <11 [ M R
-1
-—
I

The term “Semiconductor Device” shall mean and include

any and o1 [N I
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a. Printed Cireunit (“PC”) Boards
Section 3.02 of the Agreement states that, notwithstanding the license grants in § 3.01,
“no license is granted under PHILIPE Paients covering processes or technology for [JJ§
b. Products Designed for Image Dispilay Systems
Section 3.03 of the Agreement states that, notwithstanding the License grants i § 3.01.
“no license is granted to INTEL by PHILIPS under this Agreement for any product ||| R
c. Commercialization

Section 3.06 of the Agreement sets forth a requirement that 2 member of the Philips

Group of Companic |

[TThe licenses under PHILIPS Circuitry Patents are granted
only to the extent that such Parents cover such circuit function

Oany as
I 2 shall be further subject to the following conditions:

INTEL shall be licensed under a PHILIPS Circuitry Parent
for incorporating the relevant circuitry functions [sic] means within
a Digital MOS Integrated Circuit or a Digital MOS Integrated
Circuit Data Processing Group, respectively, ondy if, when, and as

of e dr [




—“.‘

4. Effect of Assignment

The Agreement specifies that “[n]either party shall assign or permit the assignment by its
Associated Companies . . . of patent rights or applications therefor which qualify as INTEL
Patents or PHILIPS Patents licensed hereunder . . . {f such assignment would adversely
affect the rights and licenses granted hereunder to the other party” (Id § 7.05)

B. Procedural History

Intel filed this declaratory judgment action on March 24.< 2014, in response to FLSs
demand that Intel’s customers take a license 1o the FLS Patents. (DL tat 1: DL 212 at 1) Intel
argues that the FLS Patents — in addition to other patents — are “not infringed, [and are] invalid,
licensed. and/or exhausted.” (D.I 1 at 1-2) On August 14, 2014, the parties submitted a Joint
Proposed Scheduling Order, which included Intel’s proposal for “early disposition of its license
claim™ and FLS’s opposition thereto. (D.1. 21 Anachment C at 6) Afier a case management
conference, the Courl granted Iniel’s request for adjudication of an early summary judgment
motion on the license issue and ordered the parties te exchange conten%ions regarding the i.icens*:
issue. (D.1. 23) Between November 18, 2014 and October 14, 20135, the parties exchanged
license contentions. (D.L 57,67, 155, 161, 169, 180, 186) On December 21, 2015, Intel moved
for partial summary judgment on the license issue. (D.1. 211} The parties compieted briefing on
Intel’s Motion on February 22, 2016, (D.L 212, 224, 242) The Court heard argument on March

1,2016. (See DL 284 (*T1.7))



C. Legal Standards
1. Summary Judgment

Pursuant to Rule 36(a) of the Federal Rules of Civil Procedure, “[t}he court shall gram
summary judgment if the movant shows that there is no genuine dispute as to any material fact
and the movant is entitied to judgmenf: as a matter of law.” The moving party bears the burden of
demonstrating the absence of a ger;uina issue of material fact. See Marsushita Elec. Indus. Co.,
Lid v. Zenith Radio Corp., 475 1.8, 574, 585-86 (1986). An assertion that a fact cannot be — or, ;
alternatively, is — ge-nuinely disputed mﬁst be supported either by citing to l“part.it::u]a: parts of |
materials in the record. including depositions, d’ocumem& electronically stored information,
affidavits or declarations, stipulations (including those made for purposes of the motion only),
admissions. interrogatory answers, or other materials.” or by “showing that the m aterials cited do
not establish the absence or presence of a genuine dispute, or that an adverse party cannot
produce admissible evidence to suppori the fact.” Fed. R. Civ. P. 536(e)(1)(A) & (B). Ifthe
moving party has carried its burden, the nonmovant must then “come forward with specific facts
showing that there is a genuine issue for trial.” Matsushita, 475 U.S. at 587 (internal quetatizm
marks omitted). The Court will “draw all reasonable inferences in favor of the nonmoving party,
and it may not make credibility determinations or weigh the evidence.” Reeves v. Sanderson
Plumbing Prods., Inc., 330 U.S. 133, 150 (2000).

To defeat 2 motion for summary judgment. the nonmoving party must “do more than
simply show that there is some metaphyvsical doubt as to the material facts.”™ Marsushita, 475
U.S. at 386: see also Podobnik v, U.S. Posial Serv., 409 F.3d 384, 594 (3d Cir. 2003) {stating

party opposing summary judgment “must present more than just bare assertions. conclusory



allegations or suspicions to show the existence of a genuine issue™) (internal quotation marks
omitted). The “mere existence of some alleged factual dispute between the parties will not defeat
an othem*i;‘,e properly supported motion for summary judgment:” a factual dispute is genuine
only where “the evidence is such that a reasonable jury could return a verdiet for the nonmoving
party.” Anderson v. Libertv Lobby, Inc.. 477 U.S. 242, 247-48 (1986). “If the evidence is merely |
colorable, or is not significantly probative, summary judgment may be granted.” Id. at 249-50
{(intemal citations omitied); see alse Celotex Cor_p. v, Cafrezz“, 477 U.S. 317, 322 (1986} {stating
entry of summary judgment is mandated “against a party who fails to make a showing sufficient
to establish the existence of an element essential to that party’s case, and on which that party will
bear the burden of proof at trial™). Thus, the “mere existence of a scintilla of evidence™ in
support of the nonmoving party’s position is insufficient to defeat a motion for summary
judgment; there must be “evidence on which the jury could reasonably find” for the nonmoving
party. Anderson, 477 U.S. at 252.
2. Choice of Law

“The canﬂiﬁ‘i of laws rules to be applied by the federal court in Delaware must conform
to those prevailing in Delaware’s state couﬁs.”’ Underhill Imr.»Corp. v. Fixed Income Disc.
Advisory Co.. 319 F. App’x 137, 140 (3d Cir. 2009) (quoting Klaxon Co. v. Stentor Elec. Mfg.
Co., 313 UT.S. 487, 496 (1941)). Under Delaware law, “where the parties agree to 2
choice-of-law provision to govern their contractual rights and dutes, that choice should be
~enforced,” Jd at 141 (internal quotation marks omitted).
The License states: “The validity, construction, and performance of this Agreement shall

be governed by the laws of the Siate of New York.”™ (License § 14) The parties appear to agree



that iﬁaerpm’minn of the License is g{sﬁ!&rmeé by New York law, (See DI 212 at 7-8; DL 224 at
3} The Court will interpret the License under New York law.
3.  Contract Interpretation Under New York ‘Lax%

“When interpreting a contract [under New York law], the intention of the parties should
control, and the best evidence of intent is the contract itself.™ Gary Friedrich Enterprises, LLC
v, Marvel Characz&s, Inc., 716 F.3d 302, 313 (2d Cir. 2013) (internal guotation marks omitted).
“Linder New York law. unambiguous contracts are interpreted as a matter of law™ by the Court,
See §2-11 Queens Bivd. Realry, Cér‘&. v. Suneco, Ine. (R & M), 951 F. Supp. 2d 376, 381
(E.DLNLY. 2013) (citing Metro. Life Ins. v. RIR Nabisco, Inc., 906 ¥.2d 884, 889 (2d Cir. 1990)).
However, “when a term or clause is ambiguous and the determination of the parties” intent
depends upon the credibility of exurinsic evidence or a choice among inferences to be drawn from
extrinsic evidence, then the igsue is one of fact.” Amusement Bus. U}zdemvrz’fe;ﬁ, a Div. of
Bingham & Bingham. Inc. v, Am. b’ Grp., e 488 N.E.2d 729, 732 (NLY. 1985). “[A])
contractual provision is ambiguous only “when it is reasonably susceptible to more than one
reading.”™ Reves v. Metromedia Software, Inc., 840 F. Supp. 2d 752, 755 (8.D.N.Y. 2012)
{quotng U.S. Fire Ins. Co. . Gen. Reinsurance Corp., 949 F.2d 569, 572 (2d Cir. 1??31)},

b. Discussion

Intel argues that “Intel and Philips squarely bargained for Intel’s pr{n:iucié accused in this
case 1o be hicensed” and that “Future Link nmv wants to nuliify the 1990 Agreement through
unreasonable interpretations of the license provisions.” (DI 212 at 7} As discussed below, the

Court agrees with Intel that many of FLS s nterpretations of the License are unreasonable and
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incorrect as a matter of faw.” Nevertheless, there are disputed issues of material fact regarding
some part.é of the License that preclude granting summary judgment that the FLS Patents are
licensed to Intel,

The parties’ disputes relate to (1) which patents are ii%:ensed; {2} which products are
licensed; and (3} the effect of Philips’s assignment of the FLS Patents to NXP. FLS also argues
that Intel’s Motion should be denied because Intel’s license contentions are inconsistent with
intel’s non-infringement contentions and because Intel’s Motion relies on previcusly uxzéiscin‘smi:
exhibits. The Court addresses each of these disputes below.

The Court concludes that Intel’s Motion will be granted in all respects except as to the
issues of (1) whether § 3.017s commercialization requirement has been satisfied and (2) whether
the License grants intel a right to import. These are the only two issues that Intel must prove
going forward in order to prevail on its license defense with %esg;ect to the patents at issue in
Intel's Motion,

L kLi::enAseci Patents

intel moves for partial summary judgment that the FLS Patents come within the license

grants of §§ 3.01(a) and 3.01(b) of the License. (D.L 211} Intel argues that the FLS Patents are

“Philips Patents.” as defined in the License. because they have ||| | GGG

and were owned or controlled by one or more of the “Philips Group of Companies,” as defined

S

by §§ 1.04 and 1.09. (D1 212 at 9) Intel also argues that the FLS Patents are “Philips Circuitry

*FLS argues that the Court should “not only deny Intel’s motion, but should resolve ‘
Intel’s license claim in Future Link's favor.”™ (D.1. 224 2t 2) Because FLS s arguments are based -
on incorrect interpretations of the License, FLS's request will be denied.

11



Patents” under the Licénse because they meet the additional requirements of § 1.11.° (Id at 10)
Section 1‘04 of the License defines the Philips Group of Companies to include, in
pertinent part, “PHILIPS ELECTRONICS, MNAPC and any and all of the Associgtcd Companies

... thereof and any and all ‘Related Companies.” te whom sublicenses have been gmnfed
pursuant te Article 5.04.7 Intel avers. and FLS does not dispute, that the “357, *570, 823, and
*738 patenis “were originally assigned to Philips’s associated company Philips Semiconductors
VLSI Inc. [*Philips Semiconductors VLSI’] on July 2, 1999 (See D.1. 212 a1 6) In addition,
Intel asserts, and FL.S does not dispute, that Philips Semiconductors VLSI is an “Associated
Compan[y]” under the License. (See id. at 9)

FLS_argués that the "357, 7570, "823. and 738 patents are not Philips Patents beéauses
- under § 1.09 of ﬂle License, they were never 5Wﬂt:d or controlled by a company that would
qualify as one Qf the Philips Group of Companies. (D.1. 224 at 18-19) Specifically, FLS argues
that § 1.04 should be interpreted as requiring an Associated Company like Philips
Semiconductors VLS] to be sublicensed “pursuant to Article 5.04” in order to be included in f’ne
Philips Group of Companies, (D.I. 224 at 19) FLS points to use of a comma in § 1.04 afier
“Aésociated Companies™ and “Related Companies™ but “before the sublicense requirement” as
evidence that both Associated Companies and Related Companies are “subject to a sublicensing

requirement.” (D.J. 224 at 19 n.5) Intel counters that only Related Companies, and not

Asscciated Companies, require sublicenses to qualify as members of the Philips Group of

3For the reasons set forth in its opening brief, Intel has met its burden of showing that the -
"108 patent is a Philips Patent and Philips Circuitry Patent. (See D.1. 212 at 6, 8-10) FLS did not ..
argue in its brief or at the hearing that the *108 patent does not qualify as 2 Philips Patent or
Philips Circuitry Patent. :

12



Companies, because § 5.04 only allows Philips to sublicense Related Companies. (D.L 242 at
10)

The Court agrees with Intel's imterpretations of §§ LO% and 5.04. Reading these sections
together indicates that a sublicensing requirement does not extend to Associated Companies.
Section 5.04, which spans three pages of the 30-page License, makes no mention at all of
“Associated Companies.” so an Associated Company could rever be sublicensed “pursuant 1o
Article 5.04.7 The fact that punctuation in § 1.04 may result in some grammatical ambiguity
does not change the meaning of § 1.04 when read in the context of the License as 2 whole. ““[A]
purported plain-meaning analysis based éniy on punctuation is necessarily incomplete,™
Serdarevic v. Centex Homes, LLC, 760 F. Supp. 2d 322, 332 n.3 (S.DNY. 2010) {’ quoting Ef S.
Nat, Bank of Oregon v. Indep. Ins. Agents of Am., Inc., 508 U.S. 439, 434 (1993)). Therefore,
the Court rejec‘té FLS's reading of these provisions and determines, as a matter of law, that § 1.04
does not require sublicensing of Associated Companies like Philips Semiconductors VLS! under
§ 5.04 in order for these companies 10 be included among the Philips Group of Companies.

Intel h;ss met its burden of showing that the FLS Patents are Philips ?at‘»::%xt&: and Philips
Circuitry Patents un&er the License. FLS has failed to rebut Intel's showing. Therefore, Intel’s
Motion will be granted with respeet to these issues.

2 Licensed Products

in an exhibit accompanying its opening brief, Intel identifies the products that it believes
are hicensed. (D.1. 213-4 Ex. 10) intel's Motion, however, only relates to the c:amputer‘
processor and chipser producis {“\‘iﬁt&!'skf’m{iﬁﬁm”) listed in this exhibit. (See ID.1. 211 (Intel's

Motion); ID.1. 242 at 3 n.4 (intel noting that certain accused products are not part of Inel’s



Motion); Tr. at 41 (same}; see also generally DA 213-4 Ex. 10 (Intel exhibit listing Intel’s
Products)) Inte! argues that Intel’s Producis are licensed as “Digital MOS Integrated Circuits”
and “Digital MOS Iniegrated Circuit Data Processing Groups™ under §§ 3.01ayand 3.01(b) of
the License, (DL 212 at 11-14)
a. Digital MOS Integrated Circuits

Section 3.01¢a) of the Agreement grams a license to Intel for certain “Digital MOS
Integrated Circuits,” which are defined in § 1.15 of the License tw cover digital-processing
circuitry and certain “anciilary" circuitry.

i - “anecillary™

FLS argues that Intel’s Producis are not Digital MOS Integrated Circuits because “they

contain numerous analog components that perfonm non-ancillary functions.” (D.1. 224 a1 4) The

License defines Digital MOS Integrated Circuits as “MOS Integrated Circuits™ thal may include

.|
(License § 1.13) FLS argues that Intel’s Products contain “significant analog compenents that
perform critical, non-ancillary functions mvolving analog signals.” (D1 224 at 5) FLS lists
“thermal sensors.” “voltage controlled oscillators.” “VGA ports,” “number generators,” and
“DACs” (digital 10 analog converters) as examples of non-ancillary components included in
Intel’s Products. {/d. at 5-6)

Intel counters that FLS is improperly equating ~ancillary”™ with “significant™ instead of

giving the word “ancillary™ Its plain meaning in the context of the License. Intel argues that

FLS’s definition of “ancillary™ is contradicted by examples of “ancillary” funcuonality provide

14



in the License. such as || | AN ANANE. v tich =rc significant but also
ancillary. (D.L 242 at 2) (quoting License § 1.15) Intel also argues that Intel’s and Philips's
intent at the time of {:ahtmcting was to license such ancillary, but significant, functionality in
combination with digital functionality, as evidenced in exhibits describing Intel’s products on
the market at the time of conwracting. (See, eg., D.1. 227 Ex B.111 at 5-2, 5-78)

The Court agrees with Intel. The License makes clear that signiﬁcaﬂt COmMPpOENEnts can
nevertheless be ancillary. The commen thread running between all of the * ||| GGG
listed in § 1.13 1s that ancillary functionality faciiitares digital processing, As shown in
documents cited by Intel. analog functionality was present in Intel products at the time of
coniracting and assisted or enabled digital processing. (See. e.g., DI 227 Ex B.111 at 5-2, 5-78)
The contracting parties clearly intended for thermal sensors, voltage regulators, digital to analog
converters, and the other exemplary components identified by FLS to qualify as “ancillary™
circuitry that would not remove Vintei’s Products from the scope of the License.

For the foregoing reasons, the Court rejects FLS s interpretation of “ancillary™ and adopts
Intel’s interpretation as a matier of law.

i only for the ..

FLS argues that Intel’s Products are not Digital MOS Integrated Circuits because they are :
not “used ‘only for the N (D
224 at 6-7) {(quoting License § 1.13) FLS avers that Intel’s Products perform operations that do
not constitute the ||| | | G i o5 sensing

their environment.” “measuring their own performance,” “generating new data independent from

TE A * iR

any imput,” “storing data.” “monitoring and supervising external systems,” “executing cods,”

JRSNY
wh
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“routing data internally,” “translating data generated internaliy,” and “measuring the speed of

nechanical fans.™ (D.1 224 at 7) (citing Imel product specifications) Intel counters that all of
the foregoing exemplary o;mmﬁons “suppart the chips” undisputed primary function™ which 1s
I ¢ (fccciore do not contravene the definition
in§1.15,

The Court agrees with Intel, Section 1.13 merely requires that each of Intel's “"mc}zms
serve the primary purposes of || | | KGN -
evidenced by inclusion of the ‘il exception. which permits the ||| | Gz
I i~ vroducts primarily designed for digital processing. Intel’s product specifications
cited by FLS indisputably show that the products described therein are designed for the primary

purposes o [ (5c: <cricrally D1, 227

Exs. A8, A9, A20 A30, A31, A32, A33, A34. A33 A

f}l
(%)

36, A3T)

i.a)

For the foregoing reasons, the Court rejects FLS s interpretation of § 1.15 and adopis
Intel’s interpretation as a matter of law, Intel has met 1ts burden of showing that Intel’s Products
are Digital MOS Integrated Cireunits under the License. FLS has failed to rebut Intel’s showing.
Therefore, the Court will grant summary judgment in favor of Intel on this 1ssue.

b. Digiral MOS Integrated Circunit Data Processing Groups

Section 3.01(b) of the Agreement grants a license to centain “Digital MOS Integrated
Circuit Data Processing Groups.” which are defined in § 1.17 to cover ‘| NNEGEGEGNE
I (o roducts must comprise “Digital MOS Integrated Circuits™ in

order 1o be “Digital MOS Integrated Circuit Data Processing Groups.” FLS argues that Intel's

Products are not Digital MOS Integrated Circuit Data Processing Groups because they are not



Digital MOS Integrated Circuits. The Court has already rejected FLS’s arguments with respect
to Digital MOS Integrated Circuits in the context of § 3.01{a). as discussed above. The Court
also rejects these arguments in the context of § 3.01(b).

FLS also argues that Intel's Products are not Digital MOS Integrated Circuit Data
Prdcessing Groups because they (1) are application-specific, (2) contain “other components™
which are unlicensed. and (3) implement functicnality that is not || GG
B D1 224 at 7-10) (quoting License §§ 1.17. 3.01(b))

FLS argues that none of Intel’s Products are licensed under § 3.01(b) because all of
Intel’s Products ““relate to and cover circuit function means for a | | | | GNGEGEGN
IR (D1 224 at 7-8) (quoting § 3.01(b){ii))

In support of its arguments, FLS selects for analysis certain Intel products that are not the
subject of Intel’s Motion. For example, FLS argues that “the Intel 825997 — a “Gigabit Ethernet
Controller™ —is designed for the specific application of “connect[ing] a computer to an Ethernet
network™ and that “the RMS25KB080™ — a “PCI Express RAID controller” — is designed for the
specific application of “connect{ing] a computer to a RAID array over a PCI Express bus.” (/d.
at 8) (citing D1 227 Ex. A40 at 1, A4l at 4) FLS’s arguments with respect to these exemplary
products may be correct, in that these products appear to include cireuitry for specifically
dedicated aﬁplicaﬁons. However, as indicated in Intel’s reply brief. these exemplary products
“are not part of Intel’s Motion.™ (D.L. 242 at 5 n.4) Because Intel 1s not moving for summary |

judgment as to these products, the Court declines to decide at this time whether these products



FLS alternatively argues that Intel’s Products are ||| | N N R tccavse they are
designed to work in “platforms™ for specific products. such as tablets or notebook computers, and
because Intel’s chipsets are designed for specific processors and Intel’s processors are designed
for specific chipsets.” (D.1. 224 at 8-9) Intel counters that “the Agreement does not exclude
circuit function means for ‘specifically dedicated end products’ - only || EGcNGNGNGNGEGE
I (D[ 242 at4) (cmphasis in original) In addition. Intel
argues that one must analyze the “combination of the individual subcomponents™ as a whole in
evaluating whether a product is 2 Digital MOS Integrated Circuit Data Processing Group, rather
than focusing on individual subcomponents. (D.1. 242 at 4)

The Court agrees with Intel. Section 3.01(b){(i1) specifies that products aré not licensed
“to the extent they || | KGR o s Products. and the
accused functionality, primarily ‘R 2 ‘K general-purpose computing functionality,
whether or not this functionality is included in particular end products or platforms. {See
generally DI 227 Exs. A.11, A14) (FLS's prehiminary infringement contentions) For example,
PLS accuses functionality in Intel’'s “Haswell architecture™ that is used for “retiming of incoming
data.” regardless of the source or destination of the processed data and re’:gardiess. celf what end

product or platform the processing functionality is part of. (See .1 227 Ex. A.11 at 1-2) The

°FLS accuses, inter alia, multiple Ethernet and RAID products. (See, e.g., D.1. 227 Ex.
A11TEx. A at 1) Discovery is still ongoing in this case and additional products may be accused
of mfringement. (See D.I. 441 at 1) Thus, a determination as to which accused products are

I . bc incomplete if made at this time.

’As support for this proposition. FLS avers that Intel's processors must load an initial
program called a “BIOS™ that is associated with a specific chipser. (D.1. 224 at 9)
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accused functionality is agnostic to whether other components may be adapted for = | NGNGB

Moreover. FLS's overly broad reading of — if adopted, could
exclude elf of Intel’s Products from coverage by the License. (DI 242 at 43 As argued by FLS,
almost ail of Intel’s Products eventually end up in end products and/or platforms for praducts
designed for specific purposes. (D.1 224 at 9) I scems implausibie that Intel and Philips would
bargain for so little, given the numerons exceptions and definitions provided in the License to
ostensibly cover a significant of swath of Intel’s processor and chipset products.

For the foregoing reasons. the Court rejects FLS's interpretation of § 3.01(b)(ii) and
adopts Intel’s interpretation as a matter of law.

ii. “sther components”

Section 3.01(b) excludes from its license grant a nght 10 “make or 1o have made
Semiconductor Devices or ether components.” except “msofar as such manufacture is licensed”™
pursuant to § 3.01(a). FLS agam refers back 1o its arguments with respect to Digital MOS
Integrated Circuits in arguing that this language from § 3.01{b) excludes Intel’s Products from
being licensed under § 2.01(k), For the same reasons articulated above with respect to the
“Digital MOS Integrated Circnit” term. the Court rejects FLS’s interpretation of this portion of

§ 3.01(b) and adopts Intel’s interpretation as a matier of law.

Section 1.17 of the License defines Digital MOS Integrated Circuit Data Processing
Groups as “any compiex of Digial MOS Integrated Circuits™ which ||| | EGNGNGE



that all functionality in Digital MOS Integrated Circuit Data Processing Groups be ||| | |  NEGzGNzG
I (O 224 at 9-10) FLS then gives examples of cémponmts in Intel’s
Products that are not ||| R icluding « finite state machine for
adjusting processor core operating frequency, deskew functionality, and thermal sensors. {Jd.)
Intel counters that it is enough for Intel’s Products to have some functionality ||| | Gz
— under § 1.17. (D1 242 at 5)

The Court agrees with Intel. The plain meaning of § 1.17 requires || | EGcGczGE
I o -<iusive controlof S
B Vioreover, § 1.17 does not require that every component be ||| EGGEGE

IR V/:ilc FLS has once again succeeded in identifying non-digital components that
facilitate digital processing, FLS has failed to show that such digital processing is accomplished
I [ cccc. FLS admits that Intel's broducts process digitally
ander at Jeast some control of ||| | R ©! 224 2t 9) Partial control by || I§
I s cnough for purposes of § 1.17.

For the foregoing reasons. the Court rejects FLSs interpretation of § 1.17 and adopts
Intel’s interpretation as a matter of law. Intel has met its burden of showing that Intel’s Products
are Digital MOS Integrated Circuit Data Processing Groups under the License. FLS has failed to
rebut Intel’s showing. Therefore, the Court will grant Smﬁmary judgment in favor of Intel on this

issue,



C. “Semiconductor Devices,” “Integrated Circuits,” and “MOS
Integrated Circuits”

L eproduced ...
Secuions 1.12 and 1.13 of the License define “Semiconductor Devices™ and “Integrated
Circuits,” respectively, to include “any and all devices consisting of " either (1) 2 || | | GzGNG*
or (2) - I o I
I roducts must be Semiconductor Devices and Integrated

Circuits in order 1o be Digital MOS Integrated Circuits or Digital MOS Integrated Circuit Data
Processing Groups under the License. (License §§ 1.13. 1,14, 1,15, 1.17)

FLS argues that Intel’s “multi-chip packages™ ("MCPs”) are not Semiconductor Devices
or Integrated Circuits because they include “multiple silicon chips that were fabricated at
different times and places™ and, therefore, contain silicon chips that were not ||| | | R
I C . 2242t 10) FLS also argued at the hearing that the
phrase “consisting of” should be read as it would be in the context of a patent claim, i.e., 10 mean
“consisting endy of.” (Tr. at 64-63) Therefore. according to FLS. products “can’t have other
types of materials”™ other than [Jffilf 2nd still qualify as Semiconductor Devices or Integrated
Circuits under the License, (/d)

Intellcoumers that §§ 1.12 and 1.13 only require that Intel’s MCPs include at least one
B o conc within the first alternative definition in §§ 1.12 and 1.13 and that FLS
does not dispute that Intel’s MCPs each contain at least one silicon body. (D.L 242 at 6) Intel
also argues that FLS’s interpretation of the word “consisting™ cannot be correct, because § 1.14

of the License defines “MOS Integrated Circuits™ as a subset of “Integrated Circuits™ and further



defines MOS Integrated Circuits as including ||| | | | | D QNI (T:. = 90: see also License
§ 114 Gneluding. .¢.. N - vt o I

The Court agrees(with Intel. FLS's interpretation of “consisting™ must be rejected in Iight -
of the License’s definition of MOS Integrated Circuits. as argued by Intel. Using this open-ended -
interpretation of “consisting.” the Court agrees with Intel that Intel’s MCPs come within the
definitions in §§ 1.12 and 1‘1‘3, as it is undisputed that they each contain at least one ||| | R
under the first alternative definition in these sections. The Court agrees with Intel that
“[c]ombining separately licensed products does not remove MCPs from the *Semiconductor
Devices” definition”™ or the Integrated Circuits definition. (ID.1. 242 at 6)

For the foregoing reasons, the Court rejects FLS s interpretation of §§ 1.12 and }.13 and

adopts Intel’s interpretation as a matter of law.

Section 1.14 requires that MOS Integrated Circuits include a ||| GGG
I L oroucs that the aforementioned ‘| R must be planar
rather than tunnel-shaped, the latter being how FLS characterizes Intel’s *3-D Tri-Gate
transistors.” (D.L 224 at 11-12) FLS argues that current flows threngh this tunnel-shape rather
than undernearh, taking Intel’s Tri-Gate transistors ourside the scope of the License. (J/d)) FLS
also arg&cs that current must be controlled by a séficen body. unlike transistors built by Intel that
include other materials such as “silicon germanium,™ “éﬁdiuﬁl arsenide,” “indium aﬁﬁmonicie,” or-

“indium gallium arsenide.” {(fd. at 12} (ciung D1 227 Exs. B.135 at 2, B.136, B.137, B.138 a

Rl
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Intel counters that the piain meaning of |l inciudes flow through a tunnel-
shaped structure. (DL 242 at 6) Intel explained at the hearing that Intel’s Products all include
silicon bodies that‘ control electrical flow, even though other materials, such as those identified
by FLS. may also be included “on top™ of the silicon. (See Tr. at 89) FLS does not appear to
dispute these contentions.

The Court agrees with Intel. The plain rﬁcan’mg of [ octudes fow through
the tunnel-shaped structures in Intel’s Tri-Gate transistors. In addition. the documents cited by
FLS in support of its position regarding the inclusion of non-silicon materials appear to support
Intel’s position that Imel’s Products are built using “| .~ ¢ven if non-silicon materials
may be included in them as well. (See D.L 227 Exs. B.135 at 2 (describing “metal-gate
technology on silicor”). B.136 at 2:4-12 {describing “silicon germanium layer™ which may exert
“net compressive stress inio a sificon channel region of the transistor”™). B.137 at Abstract
(describing galiium arsenide “quantum well with a silicon substrare™). B.138 at 10, 14
(describing “silicon techmology™ involving “silicon subsfréteis]”)‘;

For the foregoing reasons, the Court rejects FLS s interpretation of § 1.14 and adopts
Intel’s intez;prezatian as a matter of law. Intel has met its burden of showing that Intel’s Produeis
are Semiconductor Devices, Integrated Circuits, and MOS Integrated Circuits. FLS has failed to
rebut Intel’s showing. The Court will grant summary judgment in favor of Intel that Intel’s
Products are Semiconductor Devices, Integrated Circuits, and MOS Integrated Circuits, as these
terms are defined in the License,

¢ I

Section 3.02 of the License exciudes from the heense grant certain products involving



I oo ¢s that all of Intel’s Products are excluded from being
licensed because “every Intel processor and chipset at issue is assembled on a passive package
substrate on which conductive wiring is routed.”™ {D.1. 224 a1 13-14) Intel points out that § 3.02
merely addresses ‘| | | NG - (o the FLS
Patents do not cover manufacturing processes or technology. (DL 242 at 7)

The Court agrees with Intel. Section 5.02 only addresses manufacturing technolozy and
processes which are not aceused by FLS and do not appear to be covered by the FLS Patents.

Far the foregoing reasens. the Court rejeets FILS's interpretation of § 3.02 and adopis

Intel’s interpretation as & matter of law. Intel has met its burden of showing that the accused

functionality in Intel’s Products does not involve processes or technology for thel| | EGE

I S b £l o 7
Intel’s showing. Therefore. the Court will prant summary judgment in favor of Inte] on this
issue.
e.  Products Designed for ||| RGN
Section 3.03 of the License excludes from the license grant certain products designed for

use iz |~ LS argues that Intel’s Products are all “subject to this express
exclusion” § vw:; : they are designed for platforms that support use of i 2ud are included
r end products that include | (D1 224 2t 12} Intel counters that the presence of an
interface for conneeting to 4 “'doss not transform: a general-purpose chip into one
‘designied for use in — (D1 242 at 7) {emphasis in original)

The Court agrees with Intel. Section 3.03 excludes from the License products that are



designed for use in arjjj | - oot products that are designed o ||| EGIN
— FLS does not dispute that Intel’s Products are general-
purpose processors and chipsets that are not designed for use in any particolar ||| | | GTEGE
B (Sec cg.D1 224 at 16-173 (FLS stating that “[njone of Intel’s products at issue appear
to have been designed for use in TVs™) Moreover. at the time of contracting, Intel’s general-
purpose microprocessors included interfaces for connecting to displays but were not clearly
designed for use inside ||| G S:c c: D! 227Ex Blilat2-
273 Fig. 3a) (depicting block diagram of Imtel processor ‘capable of interfacing with “peripheral
device[s]” such as “keyboards JJJf scrsors and other components™ (emphasis added))

For the foregoing reasons. the Court rejects FLS's inferpretation of § 3.03 and adopts
Intel’s mterpretation as a matter of law. Intel has met its burden of showing that Intel’s Products
are not designed for use in ||| | | GTGEGEEE LS has failed to rebut Intel’s showing.
4Tlleref0re, the Court wili grant summary judgment o favor of Intel on this issue.

f. Commercialization

Section 3.06 of the License sets forth a fcquiremcn‘r that each “circuitry function means”
o I i o for said circuity
function means to be licensed. FLS argues that imtel’s products do not satisfy this requirement
for a number of reasons discasséd below. (D1 224 at 14-18)
i the ‘Y circuitry function means
Section 3.06 states that “INTEL shall be licensed under a PHILIPS Circuitry Patent for

incorporating the relevant circuirry functions means™ within Intel’s Products only if “2 member

of the PHILIPS Group of Companics [N . !



argues that this requirement is satisfied because members of the Philips Group of Companies

I C 0 Copross.” “Mutti-function PCLY “write
combining,” and/or “standardized DDR3 SDRAM™ thai FLS accuses of infringement. (D1 212
at 12-13)

FLS counters that Intel “has not even identified the specific cireuitry in any Philips or
NXP products discussed in its motion.™ (D.1. 224 at 14; see also Tr. at 45 {counsel for FLS
arguing that Intel “talk[s] about products as a whole for part of their analysis and they talk about
very specific digital circuitry for other parts of their analysis to get them through those
provisions. But then when yvou get to the comimercialization provision, as an example, they're
not talking about very specific digital cirenitry . .. .™)) FLS further argues that the word ‘i
in § 3.06 means that fdentical circuitry function means must be found in Intel and Philips
products in order for Intel {o be licensed.

Regarding FLS s criticism of the level of detail in intel’s brief (D.1. 212 at 12-13) and
license contentions (D.1. 227 Ex. D at 23-30), the Court agrees with FLS that Intel has not
produced sufficiently detailed contentions to identify which | | GcTcNcNGGE - v

— Instead. Intel refers to broad areas of technology {such
as “multi-function PCT”) or generalized technical concepts (such as “write combining™) and cites
documents showing that Philips's companies commercialized products in these areas of
technology or that used these general concepts. (See D.1 212 at 12-13) The level of detail in
Intel’s contentions regarding the commercialization requirements contrasts with that in FL5™s
preliminary infringement contentions, which match specific functionality with speeific language

.

from claims of the FLS Patents on an limitation-by-limitaton basis. (See generally D1 227 Exs.

26



Al 1 A14)

With respect to FLS s argument that Intel’s products must include eircuitry that is
identical 10 circuitry in Philips’s products, the Court disagrees with FLS. The irx’troductofy
sentence in § 3.06 specifies that “licenses under PHILIPS Circuitry Patents are granted i
.
I ubscouent language in § 3.06 refers to “the relovant
circuitry function means,” referring back to the seme “circuit function means”™ that must be
I < v ich st b N oy the patents.

Thus, read as a whole, the Court determines as a matier of law that § 3.06 defines the
circuitry function means that must be [ 2 structures or functionality that are
covered by the FLS Patents as claimed. Under this definition, it is not necessary for Intel to
show that its products include | SR o thot found in [NNEENNNNNEE - 1 isonly
necessary that Intel and ||| N N covo < -
must make this showing for each limitation of every claim that Intel wishes to be licensed under. i
As already discussed, Intel has not made this showing.

In light of the above, Intel has not met 1t burden of showing that Intel’s Products are
licensed because Intel’s showing under § 3.06 is inéufﬁciem. For this reason, Intei’s partial
motion for summary judgment that Intel’s Products are licensed under the Agreement will be
denied. However, FLS's interpretation of the ‘[~ circuitry function means in § 3.06 is
rejected, as discussed above.

ii. “Digital MOS Integrated Cireuits”

Section 3.06 requires that ||| I products be Digital MOS Integrated Circuits.
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FLS argues that Intel has failed to show that |Jjjjjjjjjjfproducts are Digital MOS Integrated
Circuits, relying on the same overly-narrow definition of “ancillary™ that the Court has already
rejected above. The Court again rejects FLS's definition of ancillary in the context of § 3.06 as a
matter of law. If Inte] wishes to prevail on the ||| [ R issue. however. it must show
that || R :oducts were Digital MOS Integrated Circuits under the Court’s

interpretation of this term, which 1s articulated above.

N s - I " : <!’

0

products in order for Intel’s products to be licensed. (License § 3.06) FLS argues that this
requirement is not met because (1) || | | | | Iz < - stand-zlone PCI Express PHYs™
whereas Intel’s products are not, (2) ||| | | R <o not implement any digital
communications” whereas Intel’s products do, and (3) at least some of ||| Gz vcc
designed for TVs whereas Intel’s are not. (D.1. 224 a1 16-17) Intel responds that FLS
misconstrues this requirement as again requiring the same end product rather than ||| G
B D242 a9

The Court agrees with FLS that products built for use in TVs are not built for ‘|| R
B :: ooducts built for personal computers and. therefore, that Intel cannot
point to Philips products designed for TVs as meeting the requirements of § 3.06 for Intel’s
Products. However, FL.S's interpretation of ||| | | GG i oo narow.
incorrectly distinguishing products that are “stand-alone™ from those that are not and products
that implement digital communications from those that do not.

In Intel’s reply brief. Intel argues that Intel’s Products and ||| || | I coxc within

b
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the “persanal computer™ field of appiications, thereby satisfying the ||| GG

requirement of § 3.06. (D.1 242 a1 9y The Court agrees with Intel that the relevant ‘i
associated with Intel’s Products is personal compuung and. therefore. that Intel must point 1o
D i o sousty the requirements of § 3.06. Any namower
interpretation of the relevant fieid would be improper. in light of § 3.06"s express reference 1o
plural | i « ‘P implving that there may be multiple applications or ways of
implementing technology that nevertheless come within the same [Jjj

For the foregoing reasons. the Court rejects FLS s interpretation of “ ||| N GK
B ¢ construes this phrase as a matter of law 1o mean the “personal computer” field,
for purposes of Intel’s Products.

v, I by NXP
Section 3.06 requires that “a member of the PHILIPS Group of Companies” ||| IR

I 7 S czocs that NXP

E444

became an independent company from the Philips Group in September 2006 and. therefore.
Bl ©224a17) Intel does not dispute that NXP was not in the Philips Group after

September 2006, Rather, Intel arsues that two sections of the License ~ §§ 5.05 and 7.05 —

»

should be read o I
Section 3.05 specifies that | GGG c (! tnder patents owned

by a former member of the Philips Group, such as NXP. ||| R b 22 s leaving the

Philips Group. This provision applies 1o any licenses and rights granted to Intel by NXP prior to

29



NXP’s leaving the Philips Group but does not apply to NXP’s actions afier leaving the Philips
Group. Therefore. the Court rejects Intel's interpretation of § 5.03 with respect to NXPs offers
for sale after September 2006,

Section 7.05 states that “[n]either party shall assign . . . patent rights . . . to parties outside
their respective Groups of Companies, if such assignment would adversely affect the rights and
licenses granzed hereunder to the other party.”™ Intel argues that this provision prevents
prospective harm 1o Intel resulting from Philips’s assignment to NXP of Philips’s semiconductor
business and the FLS Patents. However, this section only addresses rights and licenses that were
aiready granied to Intel before NXP left the Philips Group. Rights or licenses that may or may
not be granted in the future by non-Philips companies such as NXP are not addressed in this part
of the License. Thercfore, the Court rejects Intel’s interpretation of § 7.05.

For the reasons discussed above, the Court holds as a2 matter of law that
I 0 aiter September 2006 does not qualify a<Jjj | Gz b 2
member of the Philips Group of Companies under § 3.0¢.

| v, “onlky if, when, and as of the date”

Section 3.06 provides that Intel is licensed “only if, when. and as of the date™ of
I : b of the Philips Group of Companies. FLS argues that this
provision requires that a member of the Philips Grour|jjj i circuitry throughout the same
period that Intel wa | cicvivy. (D1 224 at 17-18) intel argues that this
provision instead creates a spriﬁging license. “becoming effective upon the date of
I D212 ai20).

el’s interpretation comports wi e plain meaning of this provision in the context of
Intel’s interpretation ¢ ris with the pla g of this provision in the cont
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the License. Therefore, the Court construes “only if. when, and as of the date™ as a matier of law
to mean that Intel has a sprit}ging license as soon as the relevant circuitry is ||| | | | | | | N N =
member of the Philips Group.

However, as explained above, Intel has failed to show that it meets the ||| GGcNGEGE
requirements in § 3.06. Therefore, the Court will deny Intel’s partial motion for summary
judgment that intel’s Products are licensed.

¢ Right oI

The grant provisions in § 3.01 convey rights to ‘—

I (- covored products. FLS argues that Intel is not licensed to

I o-oducts under this language. (D.1. 224 at 18) In support of its argument, FLS cites other
license agreeménts in which Intel allegedly distinguished between ‘|| K 2~< ‘R
I products. (/) (citing D.1 227 Exs. B.144 § 3.1, B.145 § 3.1(a)(1), B.146 § 3.1.1) Intel
counters by arguing that “FLS’s interpretation would eliminate the || GGG o
from the license and would vary the plain meaning of the Agreement.” (D.1 242 at 10)

It is unclear from reading the License atone whether ||| | | | | NI i- § 3.01 of
the License includes il ~ Moreover. the proper interpretation of this provision may tum on -
“inferences 10 he drawn from extrinsic evidence,” Amusement Bus. Underwriters, 489 N.E.2d ar
732, including inferences to be drawn from the other licenses cited by FLS. While FLS has
presented some evidence showing that there is no license to [ under § 3.01, the Court would :
benefit from further development of the record on what the parties” intentions w;:re with respect

to the Philips-Intel License before deciding whether § 3.01 conveys a right to I

L
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3. Effect of Philips’s Assignment to NXP

Intel moves for partial summary judgment that the License is “valid. not amended, and
not terminated.” (D.L 211) FLS argues that, “[e}ven if Intel had ever‘been licensed to any of the
patents at issue . . . , the license would have ceased upon assignment of the patents to NXP,
which is not part of the Philips Group of' Companies.” (D.1. 224 at 19 n.6) Intel responds that
the anti-assignment provision in § 7.05 should be interpreted to mean that “neither party shall
assign patent rights™ if the assignment would “‘édverseiy affect the righté and licenses granted
hereunder.”™ ({D.1. 242 at 9) (quoting § 7.03) Intel further avers that NXP inherited Phiﬁps"s
“products, palems& obligations. and encumbrances™ under the License. (/4. at 19-20)

The Court agrees with Intel. As already discussed with respect to § 5.05 above, NXP's
scparation from the Philips Group did not extinguish or otherwise change the rights and licenses
aiready given to Intel. Section 7.05 reinforces an understanding that the NXP spinoff was not
meant to affect Intel's rights under the License. Furthermore, FLS has presented no argument
refuting intel‘s.ass’crtion that NXP inherited all encumbrances from Philips’s semiconductor
busineés, including encumbrances under the License. (See Tr. at 8) (counsel for Intel stating that
“this license has been recognized as a license and an encumbrance on what is now the Future
Link patent portfolio™)

Intel has met its burden of showing that the License is valid, not amended. and not
terminated. ‘FLS has failed to rebut intel’s showing. Therefore, Intel’s Motion will be granied
with respect to this issue.

4.  Intel’s Allegedly Incomnsistent Non-Infringement Positions

FLS argues that Intel’s Motion should be denied because Intel’s non-infringement

(¥
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positions are inconsistent with Intel’s licensing contentions. (See D.1. 224 at 19-20) The Court
declines to deny summary judgment on this basis.
In Intel’s Supplemental Licensing Contentions, Inte] states:
Intel bases these contentions on its present understanding of

Future Link"s application of the claims. Inzel denies infringement

and accordingly does not adopt any constructions or

interpretations impliedly or expressly in these contentions.

Assuming that Future Link’s assertions of infringement are

- carrect, however, the Intel products described below are licensed.

By providing these contentions, Intel is not waiving or limiting its

right to make arguments in the future about the proper scope of the

claims or to advance alternative constructions to those for which

Future Link advocates. Intel expressly reserves the right to argue

for narrower or different claim constructions during the course of

this litigation, and to prove non-infringement.
(D.L. 227 Ex. A.2 at 3) (emphasis added) Because discovery is still ongoing and FLS's
infringement contentions {and, as a result, Intel’s non-infringement contentiens) may change. the
‘Court will not hold Intel to its current non-infringement positions for purposes of deciding Intel’s -
Motion and will not deny Intel*s Motion based on purported inconsistencies between Intel’s non-
infringement and licensing contentions.

5. Intel’s Reliance on Previously Undisclosed Exhibits®

- FLS argues that Intel’s Motion should be denied under Rule 56(d) for Intel’s failure to

respond to FLS’s discovery requests. Rule 56(d) states: “If a nonmovant shows by affidavit or

declaration that, for specified reasons, it cannot present facts essential to justify its opposition,

*FLS includes what appears to be a motion ta strike in its brief opposing Intel’s Motion.
(See DL 224 at 20) Specifically, FLS moves to strike exhibits, and arguments based on the !
exhibits. that were allegedly not disclosed in Intel's license contentions. The Court will deny this -
motion to strike as procedurally improper, because it does not comply with the Court’s “New "
Procedures” which are available on the Court’s website (and which FLS properly complied with
in connection with its Motion to Strike (D.1. 246)).
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the éaurz. may: {1} defer considering the miotion or deny it; (2) allow time to obtain affidavits or
declarations or to take discovery: or (3) issue any other appropriate erder.” A Rule 56( d) defense ’
in an opposition brief is not the proper vehicle for challenging a party’s discovery conduct. The
praper procedures are described on the Court’s website. in the scheduling order, and have already
been utilized six times by the parties in this lngation. (See D 1. 40, 130, 188, 204, 361, 415}
The Court declines to deny Intel’s Motion on the basis of a procedurally defective challenge to
intel’s discovery conduct.”

I DEFENDANT’S MOTION TO STRIKE (D.1. 246)

'FLS moves to strike certain argumcnés and evidence included in, and submitted with,
Intel’s reply brief in support of Intel’s Motion. (See D.1. 247-6 at 3-19) (listing fifieen sections of :
intel’s arguments/evidence, FLS s grounds for striking said sections, and Intel’s responses to said
grounds) FLS's Motion to Strike will be granted in part — only as to Intel’s belatedly disclosed
dictionary definitions for the word “application.” (D.1. 243-1 Exs. 32, 53) These dictionary
definitions were not timely disclosed to FLS. The Court did not rely on them in reaching its
opinions with respect to Intel’s Motion. ‘

In considering FLS’s Motion to Strike, the Court weighs the factors outlined in Mevers v.
Pennypack Woods Home Ownership Ass 'n, 559 F.2d 894, 904-05 (3d Cir. 1977), including
“nrejudice or guxﬁprisef *to FLS, ability “to cure the prejudice,” whether allowing the’chaﬂcngcd
evidence or argument would “disrupt the orderly and efficient trial of the case or of other cases in-

the court,” and any evidence of Imel’s “bad faith or willfulness in failing v comply™ with its

“FLS’s Rule 56{d) defense is also improperly briefed, because the bases for this defense
are provided in an accompanying declaration from one of FLSs attorneys, a tactic that appears
intended to circumvent the page limits for FLS s opposition briefl
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. discovery obligations.

FLS"s Motion to Strike will be denied as to all other relief :equested by FLS. Intel has
shown that it timely disclosed tflf:: subétanc& of all of its ather challenged arguments and ¢vidence
in its supplementary contentions. (See D.1. 247-6 at 3-19) Because FLS was put on notice that
Intel would rely on the substance of these arguments, the Court ﬁndsthaﬂ: FLS has not suffered
prejudice sufficient to warrant striking these arguments and evidence. FLS did not ask 1o file a
supplemental brief responding to the allegedly new argumentsievidence, and FLS had almost a
full month after Intel submitted its reply brief in support of Intel’s Motion to review the allegedly
new arguments and evidence in preparation for the hearing on March 1, 2016.
. CONCLUSION

Far the foregoing reasons. the Court will grant in part and deny in part Intel’s Motion and

FLS’s Motion to Strike. An appropriate Order follows.
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