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** NOT FOR PRINTED PUBLICATION ** 
 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

BEAUMONT DIVISION 
 

MARK BARRY, M.D., § 
 § 

 Plaintiff, § CIVIL ACTION No. 1:14-cv-104 
 §  

v. § JUDGE RON CLARK 
 §  

MEDTRONIC, INC., § PRD 
 §  

 Defendant.  § 
 

ORDER ON POST-TRIAL ACCOUNTING AND ESCROW ACCOUNT 
 

At trial, the parties presented no evidence as to the possible future damages, such as a lump 

sum estimate or evidence of a future royalty rate.  At the close of trial, the court, citing Amado v. 

Microsoft Corp., 517 F.3d 1353 (Fed. Cir. 2008), stated that it would ask the parties to confer 

regarding a possible agreement on future damages or a future royalty to be applied, depending on 

the possible determinations that could be made by the appellate courts, and also announced the 

possibility of using an escrow account arrangement.  Tr. at 2296:15–2297:19.  After the court 

issued several post-trial rulings, the court directed the parties to confer regarding future damages, 

and the parties ultimately reported that they could not agree on various aspects of the future 

damages calculation.  The court then set the May 4, 2017 Status Conference to discuss this 

outstanding issue. 

 Due to the number of issues that may be appealed, the fact that the patents asserted were 

issued three years apart, and the fact that the final damages could be based on sales inside and 

outside of the United States, a hearing on future damages at this juncture, followed by an order 

setting out future royalty amounts based on various alternative outcomes that might result after 
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appeal, appears to be a poor use of the parties’ and the court’s resources.  The issues of liability 

and damages through the date of trial have been fully and finally presented and ruled upon, and 

are now ripe for appellate review.  The outcome of that review will determine whether future 

damages should be awarded, and if so, the amount.  The court finds that there is no reason to delay 

entry of final judgement on the verdict and on Dr. Barry’s claims for damages sustained to the date 

of trial.   

 This Order addresses how the court will determine any damages that accrued between the 

date of the trial and the date of the judgment and any allowable post-judgment damages.  The 

Order also sets out the requirements for the interest-bearing escrow account that was discussed at 

the May 4, 2017 Status Conference.  Finally, the Order addresses prejudgment and post-judgment 

interest.  The court’s determination of these issues will be reflected in the court’s Final Judgment. 

I. POST-VERDICT DAMAGES 

A. Pending the outcome of any appeals, Medtronic shall deposit funds for post-verdict 
damages into an interest-bearing escrow account. 

At the May 4, 2017 Status Conference, the court orally ordered Medtronic to set up a 

federally-insured interest-bearing escrow account, into which Medtronic would quarterly deposit 

sums of money as security for a future damages award.  As discussed, the court will determine at 

a later date the amount of damages that would compensate Dr. Barry for any infringing activity 

that occurred between the date of trial and the date of judgment, and for any infringing activity 

after the date of judgment.  The court also ordered Medtronic to provide to the court and Dr. Barry 

quarterly reports regarding the VCM kits and escrow account balance.   

The rate per infringing activity:  Prior to the May 4, 2017 Status Conference, the parties 

contested the amount to be set aside per infringing surgery.  The royalty the court has used for the 

purposes of the escrow account represents only an estimate of the upper end of the range of future 
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damages that could be awarded, if the case is not settled before appeals are final.  The parties 

ultimately agreed that Medtronic shall deposit into the account $1080.00, derived from a base of 

$900.00 plus a 20% enhancement, for each spine derotation procedure at which a VCM kit, 

however designated or labeled, is present in the operating room or surgical suite in the United 

States. 

The number of surgeries:  At the status hearing, the parties initially disagreed whether 

Medtronic’s ACES database, the means by which Medtronic currently tracks the use or presence 

of VCM kits during a procedure, was accurate.  Medtronic stated that it had begun and was 

continuing efforts to improve the accuracy and efficiency of the process by which Medtronic 

employees track VCM kit uses through the ACES database, especially in light of this lawsuit.  Dr. 

Barry ultimately agreed that the ACES database was adequate for tracking the number of 

procedures for the purpose of the escrow account.  By agreeing to use the ACES database for this 

purpose, neither side waives its right to contest the accuracy and representative nature of the 

database when the court reaches its analysis of the ultimate royalty for future damages.   

This Order does not preclude Medtronic from changing or improving its VCM-kit tracking 

methods or the ACES database.  If changes in policy or procedure are made that may affect the 

accuracy of the database or the means by which Medtronic intends to track the number of surgeries 

on a quarterly basis, Medtronic is to inform Dr. Barry and the court in writing within 15 days of 

any such change.1  

                                                            
1 Evidence was presented at trial concerning the basic workings of the ACES database and how 
Medtronic generally used the database through the date of trial, November 3, 2016.    Any “changes 
in policy and procedure” refers to only changes that have occurred since that date. 
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B. The damages period covered by the escrow account runs from the date of first 
infringement through entry of Final Judgment. 

The parties agree that the damages reflected in the jury verdict account for the period from 

the first hypothetical negotiation date, which was March 3, 2010, the issuance date of the ‘358 

Patent, through the date of the trial.  Dr. Barry also requests “supplemental” damages in the amount 

of $1,505,181.00 for the period between the last day of trial and entry of the Final Judgment, as 

well as prejudgment interest and enhancement on that amount.  Dkt. # 446, at p. 1.  Medtronic 

objects to this request.  Dkt. # 447.  After considering the parties’ arguments, the court concludes 

that it would be premature to include a damages award for that period.  

 The parties submitted short briefs on this issue.  The parties have not provided the court 

with admissible evidence regarding the number of infringing procedures that occurred during that 

period, nor has the court had an opportunity to review the accuracy or the reliability of either side’s 

methodology in calculating their proposed numbers.  Dr. Barry contends that “supplemental 

damages” are required.   But counsel provides no authority for the proposition that the court must 

award such damages before issuing a final judgment where, as in this case, a procedure for 

establishing an appropriate post-trial royalty or other post-trial damages is established.  

Accordingly, any damages award for the period between the trial and entry of final judgment will 

be determined after appeals are exhausted.  Dr. Barry’s request for damages over that period is 

therefore denied as premature. 

However, to protect Dr. Barry’s interest in a post-trial damages award, while recognizing 

the possibility that an appellate ruling may reduce such an award,  the court will order Medtronic 

to deposit into an escrow account an amount that will cover damages reasonably expected based 

on the verdict and judgment.   
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well as both annual and quarterly compounding. See, e.g., Laitram Corp. v. NEC Corp., 115 F.3d 

947, 955 (Fed. Cir. 1997) (U.S. Treasury Bill rate compounded annually); Allen Archery, Inc. v. 

Browning Mfg. Co., 898 F.2d 787, 789, 791 (Fed. Cir. 1990) (U.S. Treasury Bill rate compounded 

quarterly); DataTreasury Corp. v. Wells Fargo & Co., No. 2:06-CV-72 DF, 2010 WL 5140718, 

at *6 (E.D. Tex. Sept. 27, 2010) (prime rate compounded annually); Studiengesellschaft Kohle, 

m.b.H. v. Dart Indus., Inc., 862 F.2d 1564, 1579–80 (Fed. Cir. 1988) (prime rate compounded 

quarterly).  

The parties agree that the date of first infringement would have been the first hypothetical 

negotiation date, which was March 3, 2010, the issuance date of the ‘358 Patent.   Dr. Barry’s 

damages expert Ms. Kimberly Schenk opined that the hypothetical negotiation would have taken 

place around the time the ‘358 Patent issued, on March 3, 2010.  Tr. at 1094:7–13.  Medtronic’s 

rebuttal damages expert, Mr. Hosfield, also opined that the hypothetical negotiation would have 

occurred in March 2010.   Tr. at 1868:1–16.  The parties also agree that prejudgment interest should 

be awarded at the prime rate compounded quarterly. 

As to the principal amount on which prejudgment interest is calculated, Dr. Barry offers a 

rolling prejudgment interest calculation.  See Dkt. # 446-2.  He uses estimates of the instances of 

infringement in the United States for each month after the date of first infringement, multiplied 

by the royalty base for each such instance.  Mathematically, this comports with theamount of the  

jury's   award of damages.  Interest is compounded quarterly by applying the then current 

prime rate to total accrued damages plus accrued interest as of that date.  Dr. Barry provides a 

detailed table in which he tabulates quarterly running damages and compounds prejudgment 

interest quarterly.  See Dkt. # 446-2.   Except for the last month, Medtronic did not object to 












