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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

In the Matter of

CERTAIN AUTOMATED TELLER |

MACHINES, ATM MODULES, Inv. No. 337-TA-989
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING THE SAME

FINAL INITIAL DETERMINATION
Administrative Law Judge David P. Shaw-

Pursuant to the notice of investiéation, 81 Fed. Reg. 13419 (Mar. 14, 2016), this is
thé Initial Determination in Certaiﬁ Automated Teller Machine;v, ATM Modules,
Components Thereof. and Products Containing the Same, United States International
Trade Commission Irivestigation No. 337-TA-989.

It is held that a violation of section 337 (19 U.S.C.. _§ 1337) has occurred with

respect to U.S. Patent No. 8,523,235.
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I Background

A. Institution of the Investigation; Procedural History

By publication of a notice in the F edei:al Register on March 14, 2016, pursuant to
subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Cbmmission
instituted this investigation to determine: |

Al

[W]hether there is a violation of subsection (a)(1)(B) of section
337 in the importation into the United States, the sale for
importation, or the sale within the United States after importation
of certain automated teller machines, ATM modules, components
thereof, and products containing the same by reason of
infringement of one or more of claims 1-3 and 5 of the ‘551 patent
[U.S. Patent No. 7,891,551]; claims 1 and 6 of the ‘655 patent
[U.S. Patent No. 7,950,655]; claims 1-4, 6, and 7 of the ‘165 patent
[U.S. Patent No. 8,152,165]; and claims 1-3, 6, 8, and 9 of the ‘235
patent [U.S. Patent No. 8,523,235], and whether an industry in the
United States exists as required by subsection (a)(2) of section 337.
81 Fed. Reg. 13419 (Mar. 14, 2016).

The complainants are Nautilus Hyosung Inc. of Seoul, Republic of Korea and
Nautilus Hyosung America Inc. of Irving, Texas. The named respondents are Diebold,
Incorporated of North Canton, Ohio and Diebold Self-Service Systems of North Canton,
Ohio. Id. The Office of Unfair Import Investigation was not named as a party to the
investigation. /d.

Ihitially, the target date for completion of this investigation was set at
approximately fourteen and one-half months, i.e., May 31, 2017. See Order No. 3 (Apr.
18, 2016). Thereafter, the administrative law judge set a new target date of July 14,

2017, and thus the due date for the Final Initial Determination on violation is March 14,

2017. See Order No. 33 (Feb. 27, 2017).

On July 27, 2016, the Commission determined not to review an initial
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deterrn1nat1on terminating all asserted claims of U.S. Patent Nos 7,891,551 and
8,152,165. Order No. 11 (June 30, 2016) aﬁ‘ d, Notice of Commission Determination
Not to Review an Initial Determination Terminating the Investigation in Part as to U.S.
Patent Nos. 7,891,551 and 8,152,165 (July 27, 2016).

On August .16, 2016, the Commission determined not to review an initial
determination terminating all asserted claims of U.S. Patent Nd. 7,950,655. Order No. 17
(July 21, 2016), aff’d, Commission Determination Not to Review an Initial Determination
Terminating the Investigation in Part as to U.S. Patent No. 7,950,655 (Aug. 16, 2016).

Accordingly, the following claims remain at issue in this investigation: claims 1-
3, 6, 8,and 9 of U.S. Patent No. 8,523,235. See Order No. 17 (July 21, 2016), aff’d,
Commission Determination Not to Review an Initial Determination Terminating the
Investigation in Part as to U.S. Patent No. 7,950,655 (Aug. 16, 2016).

On February 6, 2017, the administratiye law judge issued an initial determination
granting an “Unopposed Motion to Amend the Complaint and Notice of Investigation to
Reflect a Corporate Name Change such that the name Diebold, Incorporated be amended
to recite Diebold Nixdorf, Inqorporated.” See Orlder No. 32 (Feb. 6, 2017), aff’d, Notice
of Commission Determination Not to Review an Initial Determination Amending the
Complaint and Notice of Investigation to Reflect a Corporate Name Change (Mar. 8,
2017).

A prehearing conference was held on November 1, 2016, with the evidentiary
hearing in this investigation commencing immediately thereafter. The hearing concluded
on Novembef 3,2016. See Order No. 5 (May 2, 2016); Order No. 27 (Oct. 11, 2016);

P.H. Tr. 1-18; Tr. 1-772. The parties were requested to file post-hearing briefs not to

2
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exceed 200 pages in length, and to file reply briefs not to exceed 75 pages in length. P.H.
Tr. 8. On November 21, 2016, the parties filed a joint outline of the issues to be decided
in the Final Initial Determination. See Joint Outline of the Issues to Be Decided (“Joint

Outline”) (EDIS Doc. ID No. 595606).

B. The Parties

The complainants are Nautilus Hyosung Inc. (“NHS”) of Seoul, Republic of
Korea and Nautilus Hyosung America Inc. (“NHA”) of Irving, Texas. NHS is a
corporation organized under the laws of South Korea. See Complaint, §2.1. According
to the complaiﬁt, “NHS is a global technology company that is a leader in the design,
development, manufacture and support of a wide range of self-service banking solutions
including ATMs and modules thereof.” See id. NHA is'a wholly-owned subsidiary of
NHS, organized under Delaware law. See id.,§2.2. - ) | :

The named respondents in this investigation were initially Diebold, Incorporated
of North Canton, Ohio and Dieboid Self-Service Systems of North Canton, Ohio. Id. As
noted above, on February 6, 2017, the administrative law judge issued an initial |
determination granting an “Unopposed Motion to Amend the Complaint and Notice of
Investigation to Reflect a Corporate Name Chang:e such that the name Diebold,
Incorporated be amended to fecite Diebold NiXdorf, Incorporated.” See Order No. 32
(Feb. 6, 2017), aff°d, Notice of Commission Determination Not to Review an Initial
Determination Afnending the Complaint and Notice of Investigation to Reflect a
Corporate Name Change (Mar. §, 2017).

According to the complaint, Diebold, Incorporated offers a broad range of ATMs,

ATM modules, and components thereof. See Complaint, §3.1. According to the
3



Case: 17-2553  Document: 1-2 Page: 86 Filed: 09/15/2017
PUBLIC VERSION

complaint, Diebold Self-Service Systems is a wholly-owned subsidiary of Diebold,
Incorporated. See Complaint, 33 |

The complaint alleges that Diebold, Incorpératéd, or others on its behalf,
“manufactures the Accused Products in Germany or another foreign country, and then
imports them into the United States, sells them for importation into thé United States,.
sells them after importation into the United States/, and/or engages in repair, service, and
support related activities regarding the Accused Products.” Seé Complaint, § 3.2. The
complaint alleges that “Diebold Self-Service Systems, or others on its behalf,
manufactures the Accused Products in Germany or another foreign country, and then
imports them into the. United States, Sells them for importation into the United States,
sells them after importétion into the United §[ates, and/or engages in repair, service,v and
support related activities regarding the Accused Products imports all or a substantial
portion of the products accused in the investigation.” See Complaint, § 3.4.

The Office of Unfair Import Investigation was not named as a party to the

investigation. Id.

C.  The Accused Products and Domestic Industry Products

Complainants argue that the products at issue are “;one—throat,’ mixed-media
depositing ATMs—i.e. ATMs that can receive and process béth cash and checks in a
single, mixed bundle, inserted at énce.” See Compls. Br. at 4.

Corﬁplainants argue that the Accused ISiebold Products (hereinafter, “Accused
Products”) are Diebold ATMs including “the Diebold 7700 with ActivMedia, Diebpld
7780 with ActivMedia, and Djebold 7790 with ActivMedia and Diebold 9900 with

ActivMedia sidecar.” Compls. Br. at 5. Complainants argue that “Diebold imports the
4
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‘CCDMV2’ module (including, €.g., its head unit) from Wincor (now principally owned
by Diebold),” and that “importation of this module comprises contributory infringement
of the ‘235 patent.” Compls. Br. at 5 citing CX-0330 (Diebold SEC Filing).

As to the domestic industry products, complainants argue: “Hyoéung ATMs using
CCiM that embodies Hyosung’s invention include MX7600, MX7700, MX7800,

MX8200QT, MX8700QT, and MX8800 ATMs.” Compls. Br. at 5.

D. Technological Background

United States Patent No. 8,523,235 (“the ‘235 patent), entitled “Cash and Cheque
depositing Apparatus,” issued on September 3, 2013, to named inventors Jae Hoon Kwak
and Woo Ho Lee. JX-0001 (‘235 Patent). The 235 patent issued from Application No.
11/588,357, filed on October 27, 2006. Id. The ‘235 patent relates to “a cash and cheque
automatic depositing apparatus as an ATM (Automated Teller Machine) capable of
performing banking transactions, and, more particularly, to a cash and cheque automati‘c
depositing apparatus capable of automatically depositing a bundle of cashes and cheques
inserted at once.” JX-0001 at col. 1, Ins. 6-1 1. The ‘235 patent has a;total of nine

apparatus claims.

IL. Jurisdiction and Importation
Complainants argue:

Subject matter jurisdiction is proper under section 337(a)(1)(B)(1)
and (a)(2) of the Tariff Act of 1930; Diebold has submitted to the
Commission’s personal jurisdiction by its participation in this -
Investigation. As to in rem jurisdiction, as discussed further below
Diebold imports the accused CCDMv2 modules, including their “head
units”; such importation is contributory infringement. See, e.g., Cameron
Tr. 423:23-424:16 (confirming importation); CPX-0006C (Diebold
inventory spreadsheet); CX-0274C (Howard WS) at Q/A 562 et seq. The

5
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Commission has jurisdiction over such articles. Suprema, Inc. v. Int’l
Trade Comm’n, 796 F.3d 1338, 1348 (Fed. Cir. 2015) (en banc);
Spansion, Inc. v. Int’l Trade Comm’n, 629 F.3d 1331, 1353-54 (Fed. Cir.
2010); Certain Table Saws Incorp’g Active Injury Mitigation Tech., Inv.
No. 337-TA-965, slip op. at 10-11 (USITC Sept. 9, 2016) (init. determ. of
Pender, AL)); Certain Ink Jet Cartridges with Printheads, Inv. No. 337- ‘
TA-723,2011 WL 3489151, at *53-56 (USITC June 10, 2011) (init.
determ.); Certain Hardware Logic Emulation Sys., Inv. No. 337-TA-383,
1997 WL 665006, at *92 (USITC Jul. 31, 1997) (init. determ.).

Compls. Br. at 5.
Complainants argue:

Diebold imports [
] that it subsequently sells in the
United States. See, e.g., Cameron Tr. at 423:23-424:16 (confirming
importation); CPX-0004C (Diebold Importation Spreadsheet); CPX-
0052C (Diebold Importation Spreadsheet); CPX-0053C (Diebold
Importation Spreadsheet); CPX-0054C (Diebold Importation
Spreadsheet). |

]. CPX-0006C (Diebold inventory spreadsheet). See generally
CX-0274C (Howard WS) at Q/A 562 et seq. Diebold has been aware of
the ‘235 patent since no later than February 9, 2016. See CX-0057C
(Diebold Supp. Interrog. Resps. (Jul. 20, 2016)), Interrogs. 30-32. Any
manufacture, use, sale, offer for sale, or importation of the Accused
Products, or of the CCDMv2 modules, since was presumptively taken with
knowledge that such acts were infringing. See CX-0274C (Howard WS)
at Q/A 565.

Compls. Br. at 103-04.
Respondents argue that the Commission lacks jurisdiction over the accused
products because they are not imported. See Resps. Br. at 4.
‘Concerning jurisdiction, respondents argue:
The Accused Products in this investigation are Diebold ATMs with
ActivMedia technology sold in the United States. Specifically, Hyosung
accused Diebold of infringement by the importation of the Diebold 7500,

Diebold 7550, Diebold 7700, Diebold 7780, Diebold 7790, and Diebold
9900 (the “Accused Products”).
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The Commission has in rem jurisdiction when infringing articles
are imported, sold for importation, or sold within the United States after
importation by the owner, importer, or consignee. 19 U.S.C. §
1337(a)(1)(B). But the Commission only has jurisdiction over imported
articles or components thereof to the extent those articles or components
thereof infringe the asserted patent. It is well-established Commission law
that for a violation under 19 U.S.C. § 1337(a)(1)(B)(1) based on patent
infringement, the articles must infringe at the time of importation. Certain
Elec. Devices with Image Processing Sys., Components Thereof, and
Associated Software, Inv. No. 337-TA-724, Comm’n Op. at 13-14 (Dec.
21 2011) (“We also interpret the [statutory] phrase ‘articles that — infringe’
to reference the status of the articles at the time of importation. Thus,
infringement, direct or indirect, must be based on the articles as imported
to satisfy the requirements of section 337.”). This is true, as is the case
here, of device claims where specific limitations are not met by the
Accused Products that are imported. Certain Products Containing
Interactive Program Guide and Parental Control Technology
(“Interactive Program Guide™), Inv. No. 337-TA-845, Initial
Determination at 39 (July 2, 2013), aft’d relevant part, Comm’n Op. at 1
(Dec. 11, 2013). : :

But the Accused Products have never been imported into the
United States, by Diebold, or anyone else. On the contrary, they are
assembled in the United States from hundreds of parts, many of which are
off the shelf and domestically sourced. Thus, the Commission does not
have in rem jurisdiction over the Accused Products and the jurisdiction of
the Commission here is limited to the specific components Hyosung has
identified as being imported by Diebold.

Resps. Br. at 4-5 (certain citations omitted).
With respect to importation, respondents argue:

As noted above, the Accused Products in this investigation are
Diebold ATMs that are not imported into the United States. Hyosung
-argues that the Accused Products “principally utilize imported parts”, but
this claim is not true. Diebold provided the sourcing location to the extent
available for the constituent parts for all the Accused Products. Diebold
witness Shannon Cameron walked through these documents in her witness
statement, explaining how these sourcing documents show the source of
each part for the Accused Products. Each sourcing document shows that
the majority of parts for the Accused Products are domestically sourced.
For example, the sourcing document for the Diebold 7780 reveals that
77% (365 of 472 parts) with known sourcing were sourced in the United
States. Likewise, the Diebold 7790 uses 78% domestic parts (367 of 468).

7
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_In fact, all of the Accused Products are principally made of domestically-
sourced parts. Thus, Hyosung’s allegation that the Accused Products
“principally use[]” imported parts is false.

This is far from the situation in Certain Multiple Mode Outdoor
-Grills and Parts Thereof, where some respondents unsuccessfully argued
that products imported in an unassembled state do not infringe an
apparatus claim. Inv. No. 337-TA-895, Initial Determination at 60-63
(Sept. 24, 2014), unreviewed in relevant part, Comm’n Op. (Feb. 20,
2015). Here, only 23% of the parts of the Accused Products are imported.

Hyosung is required to point to imported components that infringe,
directly or indirectly, as imported. Certain Electronic Devices, Inv. No.
337-TA-724, Comm’n Op. at 13-14 (Dec. 21, 2011) (“We also interpret
the [statutory] phrase ‘articles that — infringe’ to reference the status of the
articles at the time of importation. Thus, infringement, direct or indirect,
must be based on the articles as imported to satisfy the requirements of
section 337.”). Importantly, Hyosung does not accuse any component or
combination of components of the Accused Products of directly infringing
the Kwak patent, which is fatal to Hyosung’s allegations of direct
infringement for several claims. Even taking the sum of the components
that are foreign sourced, which are not necessarily imported by Diebold,
the result falls well short of anything that resembles the Accused Product.

% * *

Knowing it cannot substantiate a Section 337 violation based on
direct infringement by the Accused Products, Hyosung resortstoa
contributory infringement claim based on the importation of the CCDM
V2 module. The CCDM V2 module is not merely imported in a
disassembled state: it is imported in several components that make up only
partial assembly of the functional device that is accused of contributory
infringement. Moreover, the CCDM V2 as imported lacks the necessary
components for it to operate to accept any notes, transfer notes, or deposit
notes. The imported components lack the pieces needed to install the
CCDM into the ATM, as well as the critical Mayfair software, that
controls all relevant operations of the device, including whether to allow
mixed-bundle deposits, and where to route checks and cash. The Mayfair
software is locally sourced and installed in the United States.

Resps. Br. at 39-41 (certain citations and footnotes omitted).
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Section 337(a)(1)(B) declares unlawful, inter alia, “[t]he importation in_tb the ;'
Unifed States, the sale for importétion, or the sale within the United States after .:
~ importation by the owner, importer, or consignee, of articles that . . . infringe a valid and
enforceable United States patent.” 19 U.S.C. § .1337(a)(1)(B). Complainants have filed a
' complaint alleging a Vioiation of this subsection, and the Commission therefore has
subject matter jurisdiction. See Amge.n,. Iﬁcj. v. United States Int’l Trade Comm 'n, 902
F.2d 153‘2, 1535-37 (Fed. Cir. 1990).:

All respondents have appeared and participated in the investigation. The
Commission therefore has personal jurisdiction over those respondents. See e.g., Certain
Liquid Crystal Display Modules, Products Containing Same, and Methods for Using the
Same, Inv. No. 337-TA-634, Final Initial and Recommended Determinations at 3 (June
12, 2009) (unfeviewed).

As néted above, respondents argue that “the Commission does not have in rem
jurisdict-ion over the Accused Products and the jurisdiction of thé Commission here is

. limited to the specific components Hyosung has identified as beiﬁg imported by
Diebold.” Resps. Br. at 5. Respondents’ arguments conéerﬁing jurisdiction and
importation are addressed in the infringement secti:on éf this initial determination

(Section IV.B.2).
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II1. Genéral Principles of Applicable Law

A. Claim Construction

Claim constructioh begins with the plain language of the clai.m.1 Claims should
be given their ordinary and cusfomary meaning as understood by a person of ordinary
- skill in the art, viewing the claim terms in the context of the entire patent.2 Phillips v.
AWH Corp., 415 F.3d.1303, 1312-13 (Fed. Cir. 2005), cert. denied, 546 U.S. 1170
(2006).

In some instances, claim terms do not have particular meaning in a field of art,
“and claim construction involves little more than the application of the widely accepted
meaning of commonly understood words. Phillips, 415 F.3d at 1314. “In such
circumstancés, general purpose dictionaries may be helpful.” Id.

In many cases, claim terms have a specialized meaning, and it ié necessary to
determine what a person of skill in the art would have undérstoo_d the disputed claim
language to mean. “Because the meaning of a claim term/ as understood by persons of
skill in the art is often not immediately apparent, and because patentees frequently use
terms idiosyncratically, the court looks to ‘those sources available to the public that show

what a person of skill in the art would have understood disputed claim language to

! Only those claim terms that are in controversy need to be construed, and only to the
extent necessary to resolve the controversy. Vanderlande Indus. Nederland BV v. Int’l
Trade Comm., 366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech., Inc. v. American Sci. &
Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

2 Factors that may be considered when determining the level of ordinary skill in the art
include: “(1) the educational level of the inventor; (2) type of problems encountered in
the art; (3) prior art solutions to those problems; (4) rapidity with which innovations are
made; (5) sophistication of the technology; and (6) educational level of active workers in.
the field.” Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696 (Fed. Cir.
1983), cert. denied, 464 U.S. 1043 (1984).

10
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mean.”” Phillips, 415 F.3d at 1314 (quoting Innova/Pure Water, Inc. v. Safari Water
Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004)). The public sources identiﬁed
in Phillips include “the words of the claims themselves, the remainder of the |
specification, the prosecution history, and extrinsic evidence concerning reievant
scientific principles, the méaning pf technical terms, and the state of the art.” Id (quoting
Innova, 381 F.3d at 1116).

In cases in which the meaning of a claim term is uncertain, the specification
usually is the best guide to the meaning of the term. Phillips, 415 F.3d at 1315. Asa
general rule, the particular examples or embodiments discussed in the specification are
not to be read into the clairﬁs as limitations. Markman v. Westview Instruments, Inc., 52 |
F.3d 967, 979 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 (1996). The specification
is, however, always highly relevant to the élaim construction analysis, and is usually’
dispositive. Phillips, 415 F.3d at 1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90
F.3d 1576, 1582 (Fed. Cir. 1996)). Moreover, “[t]he construction that stays true to the
claim language and most naturally aligns with the patent’s description of the invention
will be, in the end, the correct construction.” .Id. at 1316.

Claims arel not necessarily, and are not usually, limited in scope to the'pre.:ferre‘d
embodiment. RF Delaware, Inc. v. Pacific Keystone Techs., Inc., 326 F.3d 1255, 1263

“(Fed. Cir. 2003); Decision;'ng. com, Inc. v. Federated Dep’t Stores, Inc., 527 F.3d 1300,
1314 (Fed. Cir. 2608) (“[The] description of a preferred embodiment, in the absence of a
clear intention to limit g:laim scope, ié an insufficient basis O:l'l which to narréw the
claims.”). Nevertheles'.s., élaim constructjons that exclude the preferred embodiment are -

“rarely, if ever, correct and require highly persuasive evidentiary support.” Vitronics, 90

11
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F.3d at 1583. Such a conclusion can be mandated in rare instances by clear intrinsic
evidence, sunh ?s unambiguous claim l.anguage or a clear disclaimer by the patentees
during patent prosecution. iElek\ta Instrument S.4. v. O U.R. Sci. Int’l, Inc., 214 F.3d
1302, 1308 (Fed. Cir. 2000); Rheox, Inc. v. Entact, Inc., 276 F.3d 1319 (Fed. Cir. 2002).

If the intrinsic evidence does not establish the meaning of a claim, then extrinsic
evidence may be considered. Extrinsic evidence consists of all evidence external to the
patent and the i)rosecution history, and includes inventor testimony, expert testimony, and
learned treatises. Phillips, 415 F.3d at 1317. Inventor testimony can be useful to shed
light on the relevant art. In evaluating expert testimony, a court shouldrdiscount any
expert testimony that is clearly at odds with the claim construction mandated by the
claims themselves, the written description, and the prosecution history, in other words,
With the written record of fhe patent. Id. at 13 1_8.. Entrinsic evidence nlay be considéred .,
" if a court deems it helpful in determining the true meaning of language used in the patent

claims. Id.

B. | Infringement
1. Direct Infringement

Under 35 U.S.C. §271(a), direct infringement consists of making, using, offering '
to sell, or selling a patented invention without .consent of the patent owner. The |
complainan:t..in a section 337 investigation bears the burden nf proving infringement of
the asserted _p‘atent claims by a “preponderance of the evidence.” Certain F. looring
Proditcts, Inv. No. 337-TA-443, Comfn’n Notice of Final Determination of No Violation
of Section 337‘, 2YOO2 WL 448690, at *59, (Mar. 22; 2002); Enercon Gmb.H v. Int’l Trade

Comm'n, 151 F.3d 1376 (Fed. Cir. 1998).
12
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Literal infringement of a claim occurs when every limitation recited iﬂ the claim
appears in the accusedde?ice, i.e., when the properly construed claim reads on the
accused device exactly.3 Ambhil Enters., Ltd. v. Wawa, Inc., 81 F.3d 1554, 1562 (Fed. Cir.
1996); Southwall Tech. v. Cardinal IG Co., 54 F.3d 1570, 1575 (Fed Cir. 1995).

If the accused product ddes not literally infringe the patent claim, infringement
might be fbund under the doctrine of equivalénts. “Under this doctrine, a product or
process that does not literally infringe upon the express terms of a patent claim may
nonetheless be found to infringe if there is ‘equivalence’ Between the elements of the
accused product or process and the claimed elements of the patented invention.” Warner-
Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17, 21 (1997) (citing Graver
Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 609 (1950)). “The
determination of equivalence should be applied as an objective inquiry on an
element-by-element basis.” Id. at 40. |

“An element in the accused product is equivalent to a claim limitation if the
differences between the two are insubstantial. The analysis focuses on whether the
element in the accused device ‘performs substantially the same function in substantially

the same way to obtain the same result’ as the claim limitation.” AquaTex Indus. v.

3 Each patent claim element or limitation is considered material and essential. London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). If an accused device
lacks a limitation of an independent claim, the device cannot infringe a dependent claim.
See Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 1546, 1552 n.9 (Fed. Cir. 1989).

* “Infringement, whether literal or under the doctrine of equivalents, is a questioh of
fact.” Absolute Sofiware, Inc. v. Stealth Signal, Inc., 659 F.3d 1121, 1130 (Fed. Cir.
2011).

13
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Techniche rSolutions, 419 F.3d 1374, 1382 (Fed. Cir. 2005) (quoting Graver T dnk, 339

U.S. at 608); accord Absolute Software, 659 F.3d at 1139-40.°
| Prosecution history estoppel can prevent a patentee from relying on the doctrine

of equivalents when the patentee relinquished subject matter during the prosecution of the
patent, either by amendment or argument. AQuaT ex, 419 F.3d at ‘.1382. In particular,
“[t]he ddctrine of prosecution history eétoppel limits the doctrine of equivalents when an
- applicant makes a narrowing amendment for purposes of patentability, or clearly aﬁd
unmistakably surrenders subject mattér by arguments made to an examiner.” Id.

(quoting Salazar v. Procter & Gamble Co., 414 F.3d 1342, 1344 (Fed. Cir. 2005)).
2. Indirect Infringement: Contributory Infringement

Section 271(c) of the Pateht Act provides: “the§6r offers to sell or sells within
the United States or imports into the United States a comporiént of a patented machine,
manufacture, combination or composition, or a material of apparatus for use in practicing
a patented process, constituting a materiél part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing use, shaH

be liable as a contributory infringer. 35 U.S.C. § 271(c).

3 “The known interchangeability of substitutes for an element of a patent is one of the
express objective factors noted by Graver Tank as bearing upon whether the accused
device is substantially the same as the patented invention. Independent experimentation
by the alleged infringer would not always reflect upon the objective question whether a
person skilled in the art would have known of the interchangeability between two
elements, but in many cases it would likely be probative of such knowledge.”

- Warner-Jenkinson, 520 U.S. at 36.
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Section 271(c) “covers both contributory infringement of system claims and

| method claims.”® Arris Giioup v. British Telecomm. PLC, 639 F.3d 1368, 1376 (Fed. Cir.
2011) (footnotes omitted). To hold a component supplier liable for contributory
infringement, a patent holder muét show, inter alia, that (a) the supplier’s product was
used to ‘commit acts of direct infringement; (b) the prodilct’s use constituted a material

“part of the invention; (c) the supplier knew its product was e.specially made i)r éspecially
adapted for use in an infringement” of the patent; and (d) the product is not a staple

article or commodity of commerce suitable for substantial noninfringing use. Id.

C. Validity

One cénnot be held liable for practicing im invalid patent claim. See Pandrol
US4, LP v AirBoss Railway Prods., Inc., 320 F.3d 1354, 1365 (Fed. Cir. 2003).
Nevertheiess, each claim of a patent is presumed to be valid, even if it depends from a
claim found to be invalid. 35 U.S.C. § 282; DMI Inc. v. Deere & Co., 802 F:2d 421 (Fed.
Cir. 1986). |

A respondent that has raised patent invalidity as an afﬁrmative_ defense must
overcome the presumption by “clear and conv_inciiig” evidence of invalidity. Checkpoint
Systems, Inc. v. United States Int’l Trade Comm 'n, 54 F.3d 756, 761 (Fed. Cir. 1995).

1.  Anticipation
Anticipation under 35 U.S.C. § 102 is a question of fact. z4 Techs., Inc. v.

Microsoft Corp., 507 F.3d 1340, 1347 (Fed. Cir. 2007). Section 102 provides that,

8 «Claims which recite a ‘system,” ‘apparatus,” ‘combination,’ or the like are all
analytically similar in the sense that their claim limitations include elements rather than
method steps. All such claims can be contributorily infringed by a component supplier.”
Arris, 639 F.3d at 1376 n.8.
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depending on the circumstances, a claimed invention may be anticipated by variety of
pripf art, including publications, earlier-sold products, and patents. See 35 U.S.C. § 102
~ (e.g., section 102(b) provides that‘one is not entitled to a patent if the claimed invention
“was patented or described in a printed publication in this or a foreign country or in
~ public use or on sale in this country, more than one year prior to the date of the
application for patent in the United Statés”).
The general law of anticipation may be summarized, as follows:

A reference is anticipatory under § 102(b) when it satisfies
particular requirements. First, the reference must disclose each
and every element of the claimed invention, whether it does so
explicitly or inherently. Eli Lilly & Co. v. Zenith Goldline
Pharms., Inc., 471 F.3d 1369, 1375 (Fed.Cir.2006). While those
elements must be “arranged or combined in the same way as in the
claim,” Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1370
(Fed.Cir.2008), the reference need not satisfy an ipsissimis verbis
test, In re Bond, 910 F.2d 831, 832-33 (Fed.Cir.1990). Second, the
reference must “enable one of ordinary skill in the art to make the
invention without undue experimentation.” Impax Labs., Inc. v.
Aventis Pharms. Inc., 545 F.3d 1312, 1314 (Fed.Cir.2008); see In
re LeGrice, 49 C.C.P.A. 1124, 301 F.2d 929, 940-44 (1962). As
long as the reference discloses all of the claim limitations and
enables the “subject matter that falls within the scope of the claims
at issue,” the reference anticipates -- no “actual creation or '
reduction to practice” is required. Schering Corp. v. Geneva
Pharms., Inc., 339 F.3d 1373, 1380-81 (Fed.Cir.2003); see In re
Donohue, 766 F.2d 531, 533 (Fed.Cir.1985). This is so despite the
fact that the description provided in the anticipating reference
might not otherwise entitle its author to a patent. See Vas-Cath
Inc. v. Mahurkar, 935 F.2d 1555, 1562 (Fed.Cir.1991) (discussing
the “distinction between a written description adequate to support a
claim under § 112 and a written description sufficient to anticipate.
its subject matter under § 102(b)”).

- Inre Gleave, 560 F.3d 1331, 1334 (Fed. Cir. 2009).
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2. Obviousness

Under section 103 of fhe Patent Act, a patent claim is invalid “if the differences
between the subject matter sought to be patented and the prior art are such that the subject
ma‘eter as a whole would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pertains.”’ 35 U.S‘.C.
§ 103. While the ultimate determination of whether an invention would have been
obvious is a legal conclusion, it is besed on “underlying factual inquiries including: (1)
the scope and content of the prior art; (2) the level of ordinary skill in the art; (3) the
differences between the claimed invention aed the prior art; and (4) objective evidence of
nonobviousness.” Eli Lilly and Co. v. Teva Pharmaceuticals USA, Inc., 619 F.3d 1329
(Fed. Cir. 2010).

The objective evidence, also known as “secondary considerations,” includes
commercial success, long felt need, and failure of others. Grahaﬁ v. John Deere Co.,
383 U.S. 1, 13-17 (1966); Dystar Textilfarben GmbH v. C.H. Patrick Co., 464-F.3d 1356,
1361 (Fed. Cir. 2006). “[E]vidence arising out of the so-called ‘Secondary
consideratioﬁ_s’ must always when present be considered en route to a determination of
obviousqess.—” Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538 (Fed. Cir. 1983).
Secondary considerations, such as commercial success, will not always dislodge a
determinati_oﬁ of obviousness based on analysis of the prior art. See KSR Int’l Co. v.
Teleflex Inc., 550 U.S. 398, 426_(2007) (commercial success did not alter conclusion of

obviousness).

7 The standard for determining whether a patent or publication is prior art under section
103 is the same as under 35 U.S.C. § 102, which is a legal question. Panduit Corp. v.
Dennison Mfg. Co., 810 F.2d 1561, 1568 (Fed. Cir. 1987).

17



Case: 17-2553  Document: 1-2 Page: 100 Filed: 09/15/2017
PUBLIC VERSION

“One of the ways ‘in which a patent’s subject matter can be proved obvious is by
noting that there existed at the time of invention a known problem for which there was an
obvious solution encompassed by the patent’s claims.” KSR, 550 U.S. at 419-20. “[A]ny
need or problem known in the field of endeavor at the time of invention and addressed by
'Fhe patent can provide a reason for combining the elements in the manner claimed.” Id.

Specific teachings, suggestioﬁs, or motivations to combine prier art may provide
helpful insights into the state of the art at the time of the alleged in_yention. Id. at 420.
Nevertheless, “an obviousness analysis cannot be confined by a formalistic conception of
the words teaching, suggestion, and motivation, or by overemphasis on the importance of
published articles and the explicit content of issued patents. The diversity of inventive
pursuits aﬁd of modern technology counsels against limiting the analysis in this way.” Id.
“Under the correct anal.ys'is, any need or problem known in the field of endeavor at the
time of >invention and addressed by the patent can provide a reason for combining the
elements in the manner claimed.” Jd. A “person of ordinary skill is also a person of
ordinary creativity.” Id. at 421.

Nevertheless; “the burden falls on the patent challenger te show by clear and
convincing evidence that a person of ordinary skill in the art would have had reason to
attempt to fnake the composition or device, or carry out the claimed process, and would
have had a reasonable expectatien of success in doing so0.” PharmaStem Therapeutics,
| Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2067); see KSR, 550 U.S. at 416 (a
~ combination of elements must do more than yield é predictable result; combining

elements that work together in an unexpected and fruitful manner would not have been
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obvious).®

3. Indefiniteness
The definiteness requirement of 35 U.S.C. § 1 12 ehsures that the patent claims
particulatly point out and distinctly claim the subject matter that the patentee regards to
be the invention. See 35 U.S.C. § 112, 92; Metabolite Labs., Inc. v. Lab. Corp. of Am.
Holdings, 370 F.3d 1354, 1366 (Fed. Cir. 2004). If a claim’s legal scope is not clear
enough so that a person of Qrdinary skill in the art could determine whether or not a
particular product infringeS, the claim is indefinite, and is, therefore, invalid. Geneva
Pharm., Inc. v. GlaxoSmithKline PLC, 349 F.3d 1373, 1384 (Fed. Cir. 2003).° .
Thus, it has been found that:
When a proposed construction 'reqﬁires that an artisan make a
separate infringement determination for every set of circumstances
in which the composition may be used, and when such
determinations are likely to result in differing outcomes

- (sometimes infringing and sometimes not), that construction is
likely to be indefinite.

Halliburton Energy Servs. V. M-ILLC, 514 F.3d 1244, 1255 (Fed. Cir. 2008).

The Supreme Court addressed the issue of indefiniteness, and stated that a finding
" of indefiniteness should not be found if the claims, “viewed in light of the specification

| and prosecution history, inform those skilled in the art about the scope of'the invention
with reasonable certainty.” Nautilus, Inc.vv. Biosig Instruments, Inc., 134 S. Ct 2120,

2124 (2014).

8 Further, “when the prior art teaches away from combining certain known elements,

discovery of a successful means of combining them is more likely to be nonobvious.”
KSR, 550 U.S. at 416 (citing United States v. Adams, 383 U.S. 39, 52 (1966)).

? Indefiniteness is a question of law. IGT v. Bally Gaming Int’l, Inc., 659 F.3d 1109 (Fed.
Cir. 2011). L ‘ -
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A patent is not indefinite if the claims, “viewed in light of the specification and
prosecution history, inform those skilled in the art about the séope of the invention with
reasonable certainty.” ANautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct 2120, 2124
(2014). “If, after a review Qf the intrinsic and extrinsic evidence, a claim term remains
ambiguous, the claim should be construed so as fo maintain its validity.” Certain
Consumer Electronics And Display Devices With Graphics Processing And Gfdphics
Processing Units Thqrein, Inv. No. 337-TA-932, Ordef No.‘_20 (Apr. 2, 2015) (quoting
Phillips, 415 F.3d at 1327). |

The burden is bn the accﬁsed infriﬁger to come forward with clear and convincing
evidence to prove invalidity. See Young v. Lumenis, Inc., 492 F.3d 1336, 1344 (Fed. Cir.
2007) (“A determination that a patent claim is invalid for failing to meet the definiteness

requirement in 35 US.C. § 112,92 isa legaquuestion reviewed de novo.”)..

D. Domestic Industry
A violation of section 337(a)(1)(B), (C), (D), or (E) can be found “only if an
industry in the United States, with respect to the articles protected by the patent,
copyright, trademark, mask work, or design concerned, :exists or is in the process of being
established.” 19 U.S.C. § 1337(a)(2). Section 337(a) further providés:
(3) For purposes of paragraph (2), an industry in the United States
shall be considered to exist if there is in the United States, with

respect to the articles protected by the patent, copyrlght trademark
- mask work, or design concerned— .

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including
engineering, research and development, or licensing.
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19 U.S.C. § 1337(a)(3).

These statutory requirements consist of an economic prong (which requires
certain activities)'’ and a techniéal prong (which requires that these activities relate to the
intellectual property being protected). Certain Stringed Musical Instruments and
Components Thereof, Inv. No. 337-TA-586, Comm’n Op. at 13 (May 16, 2008)
(“Stringed Musical Instruments”). The burden is on the complainant to show by a
preponderance of the evidence that the domestic industry requirement is satisfied.
Certain Multimedia Display and Navigation Devices and Systems, Components Thereof,
and Products Containing Same, Inv. No. 337-TA-694, Comm’n Op. at 5 (July 22, 2011)
(“Navigatioh Devices™). | |

With respect to the economic prong, and whether or not secﬁon 337(a)(3)}(A) or
(B) is satisfied, the Commission has held that. “whether a complainant hés established that
its investment and/or employment activities are significant with respect to the articles
protected by the intellectual property right concerned is not evaluated according to any
rigid mathematical formula.” Certain Printing and Imaging Devices and Components

Thereof, Inv. No. 337-TA-690, Comm’n Op. at 27 (Feb. 17, 2011) (“Printing and

1% The Commission practice is usually to assess the facts relating to the economic prong
at the time that the complaint was filed. See Certain Coaxial Cable Connectors and
Components Thereof and Products Containing Same, Inv. No. 337-TA-560, Comm’n Op.
at 39 n.17 (Apr. 14, 2010) (“We note that only activities that occurred before the filing of
a complaint with the Commission are relevant to whether a domestic industry exists or is
in the process of being established under sections 337(a)(2)-(3).”) (citing Bally/Midway
Mfg. Co. v. US. Int’l Trade Comm’n, 714 F.2d 1117, 1121 (Fed. Cir. 1983)). In some
cases, however, the Commission will consider later developments in the alleged industry,
such as “when a significant and unusual development occurred after the complaint has
been filed.” See Certain Video Game Systems and Controllers, Inv. No. 337-TA-743,
Comm’n Op., at 5-6 (Jan. 20, 2012) (“[I]n appropriate situations based on the specific
facts and circumstances of an investigation, the Commission may consider activities and
investments beyond the filing of the complaint.”).
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Imdging Devices”) (citing Certain Male Prophylactic Devices, In\}. No. 337 TA-546,
Comm’n Op. at 39 (A_ug. 1, 2007)). Rather, the Commission examines “the facts in éach
investigation, the article of commerce, and the realities of the marketplace.” Id. “The
determination takes into accounf the nature of the investment and/or employmeht
activitiés, ‘the industry in question, and the complainant’s relative size.”” id (citing
Stringed Musical Instruments at 26).

With respect to section 337(a)(£’> )(C), whether an investment in domestic industry
is “substantial” is a fact-dependent inquiry for which the complainant bears the burden of
proof. Stringed Musical Instruments at 14. There is no minimum monetary expenditure
that a complainant must demonstrate to qualify as a domestic industry under the
‘;substantial investment” requirement of this section. Id. at 25. T.her'e‘is no need to define
or quantify an industry in absolute mathematical terms. Id. at 26. Rather, “the
requirement for showing the existence of a domestic industry will depend on the industry

in question, and the complainant’s relative size.” Id. at 25-26.

IV.  U.S. Patent No. 8,523,235
United States Patent No. 8,523,235 (“the ‘235 patent), entitled “Cash and Cheque
depositing Apparatus,” issued on September 3, 2013, to naméd inventors Jac Hoon Kwak
and Woo Ho Lee. JX-0001 (‘235 Patent). The ‘235 patent issued from Application No.
11/588,357, ﬁled-oh October 27, 2006. Id. The ‘235 patent relates to “a cash and chequé
automatic depositing apparatus as an ATM (Automated Teller Machine) capable of
performing banking transactions, and, more particularly, to a cash and cheque automatic

depositing apparatus capable of automatically depoéiting a bundle of cashes and cheques
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_ inserted at once.” JX-0001 ét col. 1, Ins. 6-11. The ‘235 patent has a total _0f nine
apparatus claims. |

Complainants asseﬁ independent apparatus claim 1 and dependent claims 2, 3, 6,
8, and 9 of the ‘235 patent. See Compls. Br. at 52-107.

As disCussed below, the evidence shows that (1) the asserted claims are infrihged
by the accused products; (2) complainants have satisfied the technical prong of the
domestic indestry requirement; and (3) the asserted claims are not invalid.

Asserted claims 1, 2, 3, 6, 8, and 9 read as follows:

1. A cash and cheque automatic depbsiting apparatus for
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user; -

a bundle separator coupled to the bundle insertion unit
and configured to separate the bundle of banknotes
received at the bundle insertion unit into individual
sheets and transfer each of the individual sheets with a
predetermined time interval;

a main transfer unit coupled to the bundle separator and
configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and
configured to verify authenticity or abnormality of each
of the banknotes by acquiring features information on
each of the banknotes, the verifying unit configured to
produce a verification result indicating the authenticity
or abnormality of each of the banknotes, the
verification unit further configured to perform tripartite
detection of overlapping of the individual sheets in the
main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an

abnormal sheet branch transfer path branched from the

main transfer path, the abnormal sheet branch transfer

unit configured to transfer abnormal banknotes verified
. by the verifying unit;
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a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
the main transfer path;

an abnormal sheet unloading transfer unit coupled to
the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and
configured to return the abnormal banknotes to the user;

an authentic cheque transfer unit coupled to an end of
the main transfer path, the authentic sheet transfer unit
having an authentic cheque transfer path and configured
to transfer at least one authentic cheque in the bundle of
banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the
main transfer path, the authentic cash transfer unit

- having an authentic cash transfer path and configured to
transfer authentic banknotes other than cheques verified
by the verifying unit; '

a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path; '

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least
one authentic cheque transferred by the authentic
cheque transfer unit; '

an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit;

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one
authentic cheque; and

a depositing controller connected to the first gate, the
second gate and the verifying unit, the depositing
controller configured to transfer the authentic banknotes
to the main transfer path but transfer abnormal
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banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a
cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash
transfer path based on the verification result.

2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-
alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

* 3. The apparatus of claim 1, wherein the verifying unit
includes:

- a plural banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes;

a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;

a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics
of the banknotes; and

an MICR (Magnetic Ink Character Recognition)
. module for acquiring magnetic ink character
information printed on the at least one cheque.

. 6. The apparatué of claim 1, further corﬁprising:

a memory configured to store various information
acquired by the verifying unit;

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory,
the depositing controller, and the communication-
controller; '

a user input unit configured to receive information from
the user; - '

a deposit display unit conﬁguréd to display information
to the user; and

a receipt output unit configured to output a receipt to
the user.
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8. The épparatus of claim 1, further comprising:

an authentic cheque incoming unit disposed at a rear
end side of the authentic cheque transfer path and
configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path,

wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least
one authentic cheque responsive to the individual sheet

- of the at least one authentic cheque being held by the
authentic cheque incoming unit.

9. The apparatus of claim 1, further comprising:

an authentic cash temporary storage provided at a rear
- end side of the authentic cash transfer path and
- configured to stack and temporarily hold the authentic
banknotes other than cheques transferred along the
authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage. '

IJX-0001 (‘235 Patent) at col. 9, In. 58 — col. 10, In. 65; col. 10, In. 66 —col. 11, In. 15;

col. 11, In. 23 — col. 12, In. 2; col. 12, Ins. 12-32.

A. Claim Construction

As discussed below in detail, the parties dispute the construction of 27 terms, and - |
agree as to 12. For most of the disputed terms, complainants seek the terms’ plain and

ordinary meaning. Respondents seek means-plus-function treatment for 16 terms.
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1. Applicable Law
Claim cénstruction begins with the plain language of the claim." Claims should
be given their ordinary and customary meaning as understood by a person of ordinary
~skill in the art, viewing the claim terms in the contéxt of the entire paten’[.12 Phillips v.
AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005), cert. denied, 546 U.S. 1170
(2006). -

In some insta/nces, claim terms do not have particular meaning in a field of art,
and claim construction involves little more than the application of the widely accepted
meaning of commonly understood words. Phillips, 415 F.3d at 1314. “In such
circumstances, general purpose dictionaries may be helpful.” Id.

In many cases, claim terms have a specialized meaning, and it is necessary to
determine what a person of skill in the art would have understood the disputed claim
language to mean. “Because the meaning Qf a élaim term as uhderstood by persons of
skill in the art is often not immediately apparent, and because patentees frequently use
terms idiosyncratically, the court looks to ‘tho/se sources available to the public that show |

what a person of skill in the art would have understood disputed claim language to

mean.”” Phillips, 415 F.3d at 1314 (quoting Innova/Pure Water, Inc. v. Safari Water

1 Only those claim terms that are in controversy need to be construed, and only to the
extent necessary to resolve the controversy. Vanderlande Indus. Nederland BV v. Int’l
Trade Comm., 366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech., Inc. v. American Sci. &
Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

12 Factors that may be considered when determining the level of ordinary skill in the art
include: “(1) the educational level of the inventor; (2) type of problems encountered in

~ the art; (3) prior art solutions to those problems; (4) rapidity with which innovations are
made; (5) sophistication of the technology; and (6) educational level of active workers in
the field.” Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696 (Fed. Cir.
1983), cert. denied, 464 U.S. 1043 (1984).
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Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004)). The public soufcés idenﬁﬁed
in Phillips include “the wbrds of the claims themseives, the remainder of the
specification, the prosecution history, and extrinsic evidence concerning relevant
scientific principlés, the meaning of technical terms, and the state of tfle art.” Id. (quoting | }
Innova, 381 F.3d at 1116).

In cases in which the meaning of a claim term is uncertain, the specification
usually is the best guide to the meaning of the term. Phillips, 415 F.3d at 1315. Asa
general rule, the particular examples or embodiments discussed in the spéciﬁcation are
not to be read into the claims as limitations. Markmqn v, Westview Instruments, Inc., 52
F.3d 967, 979 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 (1996). The speciﬁcation
is, however, always highly relevant to the claim construction analysis, and 1s usually
dispositive. Phillips, 415 F.3d at 1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90
F.3d 1576, 1582 (Fed. Cir. 1996)). Moreover, “[t]he construétion that stays true to the
claim language and most naturally aligns with the patent’s description of the invention
will be, in the end, the correct construction.” Id. at 1316.

Claims are not necessarily, and are not usually, limited in scope to the preferred
embodiment. RF Delaware, Inc. v. Pacific Keystone Techs., Inc., 326 F.3d 1255, 1263
(Fed. Cir..‘ 2003); Decisioning.com, Inc. v. Federated Dep’t Stores, Inc., 527 F.3d 1300,
1314 (Fed. Cir. 2008) (“[The] description of a preferred embodiment, in the absence of a
clear infention to limit claim scope, is an insufficient basis on which to narrow the
claims.”). Nevertheless, claim constructions that exclude the preferred embodiment are
“rarely, if ever, correct and require highly persuasive evidentiary support.” Vitronics, 90

F.3d at 1583. Such a conclusion can be mandated in rare instances by clear intrinsic
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evidence, such as unambiguous claim language or a clear disclaimer by the patentees
during patent prosecution. Elekta Instrument SA v. O.UR. Sci. Int’l, Inc.,214 F.3d
1302, 1308 (Fed. Cir. 2000); Rheox, Inc. v. Entact, Inc., 276 F.3d 1319 (Fed. Cir. 2002).
If the intrinsic evidence does not establish the meaning of a claim, then extrinsic
evidence may be cbnsidered. Extrinsic evidence consists of all evidence external to the
patent and the prosecution history, and includes inventor testimony, expert testimony, and
learned treatises. Phillips, 415 F.3d at 13 1.7. Inventor testimony can be useful to shéd _
light on the relevant art. In evaluating expert testimony, a court shoul.d discount any:
expert testimony that is clearly at odds with tﬁe claim construction mandated by the
claims themselves, the written description, and the prosecution history, in other words,
with the written record of the patent. Id. at 1318. Extrinsic evidence may be considered
ifa court degms it helpful in determining the true meaning of language used in thé ;;atent

claims. Id.

2. A Person of Ordinary Skill in the Art
Complainants argue: “As an initial matter, the parties do not materially dispute
the level of skill for one of ordinary skill in the art. See CX-0274C (Howard WS) at Q/A
37-38 (defining as ‘A person with a Bachelor of Science degree, or its equivalent, in
electrical engineering, mechanical engineering, electro-mechanical engineering, or a
: reléted field. Such a person would have approximately four years of related expericnce |
in the field of automated equipmént.’).” Compls. Br. at 12.
Respondents argue:
The claim construction process calls for understanding the level of

ordinary skill in the art of the claimed invention. Fortunately, in this case,
any disagreement between the parties on the level of ordinary skill in the
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art does not affect any dispute in claim construction or elsewhere. At the
time of the supposed invention of the Kwak patent, a person of ordinary -
skill in the art would be someone with a combination of experience and
education in mechanical engineering or a related field, typically consisting
of a minimum of a bachelor’s degree in mechanical engineering or a
related field and 4 years of experience in the field of mechanical
engineering, including both coursework and experience relating to the
control and/or automation of electromechanical systems. These
requirements are not rigid, and superior qualifications with respect to
either education or experience may compensate for a deficit in the other.
Diebold’s positions regarding claim construction, invalidity, non-
infringement, and domestic industry would not change if Hyosung’s
definition were applied.

Resps. Br. at 6 (citatiens omitted).. -

The parties make it clear that there is no genuine dispute concerning the proposed
level of skill for one of ordinary skili in the art. Complainants’ proposed level of skill is
more flexible in that it requires a bachelor of science degree, or its equivalent, in
electrical engineering, mechanical engineering, electro-mechanical engineering, or a
related field. Accordingly, as proposed by complainants, the administrative law judge
finds that a person of ordinary skill in the art with respect to the 235 patent is a person
who has a bachelor of science degree, or its equivalent, in electrical engineering,
mechanical engineerihg, electro-mechanical engineering, or a related field. Such a
person would have approximately four years of related experience in the field of

automated equipment.

3. Introduction

As noted above, the parties dispute the construction of 27 claim terms, and agree
as to 12. For mosf of the disputed terms, complainants seek the terrns; plain and ordinary
me'anihg. Respondents seek meens-plus-function treatment for 16 claim terms. Eleven
of those 16 terms include the word “unit,” three terms include the word “controller” and
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two terms include the word “part.” Respondents’ arguments concerning those terms are

essentially identical. See Resps. Br.at 6-12, 19-25. ‘Those terms are as follows:

“a bundle insertion unit” (claim 1)

“a main transfer unit” (claim 1)

“a verifying unit” (claim 1)

“an abnormal sheet branch transfer unit” (claim 1)

“an abnormal sheet unloading transfer unit” (claim 1)

“an authentic cheque transfer unit” (claim 1)

“an authentic cash transfer unit” (claim 1)

“a cheque standby unit” (claim 1)

“an auto-alignment unit” (claim 2)

“a user input unit” (claim 6)

“an authentic cheque incoming unit” (claim 8)

“a depositing controller’™ (claim 1)
. “a communication controller” (claim 6)

“a central controller” (claim 6)

“plural banknotes detection part” (claim 3)

“a cash verifying part for verifying authenticity or abnormality of the
. banknotes by sensing characteristics of the banknotes” (claim 3)

The 27 disputed claim terms including the 16 listed above are discussed below

individually.
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4. “a bundle of banknotes including at léast one cheque” and
“banknotes” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

Complainants’ Construction Respondents’ Construction

’ ~ “a’bundle of banknotes including at least one cheque”

“a bundle of cashes and cheques inserted at | plain and ordinary meaning
once”

“banknotes”

“cash and checks” “cash check, or both”

See Compls. Br. at 12-17; Resps. Br. at 25-32.

Complainants argue that the disputed claim term “a bundle of banknotes including
at least one cheque” should be construed to mean “a bundle of cashes and cheques
inserted at once.”"? ’Compls. Br. at 12-16. Respondents argue that this claim term should
be given its plain and ordinary meaning. Resps. Br. at 25-32.

Complainants argue that the disputed claim term “banknotes” should be construed
to mean “cash and checks.” Compls. Br. at 16-17. Respondents argue that the claim
term “banknotes” should be construed to mean “cash check, or both.” Resps. Br. at 25-
32.

For the reasons discussed below, the administrative law judge has determined that
(1) the claim term “a bundle of banknotes including at least one cheque” should be given

its plain and ordinary meaning, i.e., the bundle of banknotes must include at least one

13 1t is noted that the administrative law judge (1) uses the words “checks” and
“checques” interchangeably; and (2) uses the words “cashes” and “cash” interchangeably
throughout this ID.
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check; and (2) the claim term “banknotes” should be construed to mean “cash, checks, or
both cash and checks.”

‘Plain Language and the Specification

The disputed claim term “a bundle of banknotes including at least one cheque” is
found only in the preamble of claim 1 in the entire specification of the ‘235 patent. The
- preamble recites: “A cash and cheque automatic depositing apparatus for automatically
depositing a bundle of banknote s including at least one cheque.” The plain language of
the claim indicates that “a bundle of banknotes including at least one cheque” must
contain at least one check.

As for the disputed claim term “banknétes,”' independent claim 1 uses the term
“banknotes” in various elements, to describe the flow of either cash or check through the
transpbrt paths. JX-0001 (‘235 Patent) at col. 10, Ins. 1-25, 56-65. As .discussed below,
the specification shows that “banknotes’; refer to cash, checks, or both cash and checks.

Both the claims and the specification illustrate how the patentée utilized the term
“banknotes” to refer to cash or checks or both cash and checks. For examp’ie, ‘235 patent
| describes the operation of the device by disclosing in the specification: |
Hereinafter, a preferable entire operation of the aforementioned
configuration will be described. .First of all, the user is asked to
select a type of banknotes to be deposited between cash and
cheque on the display 150 by using the user input unit 148. When
the shutter of the bundle insertion opening 102 is opened, the user

inserts a bundle of banknotes, e.g.. cashes or cheques to be
deposited at once

JX-0001 (‘235 Patent) at col. 7, Ins. ‘1.0--17 (emphasis added).. The ‘235 patent thus
discloses that a preferred embodiment of the alleged invention is an apparatus that

~ enables a user to insert a bundle of banknotes, for example cash or checks. The
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- specification describes the operation of the allegéd invention by describing how the
invention works when “bankﬁotes are cheques” and when “banknotes are cashes.” Id. at
col. 3, Ins. 43-47; col. 7, Ins. 29-33, 39-46, In. 65- col. 8, In. 2; col. 8, Ins. 42-45. In the
specification, the term “cash” is used when referring to operations or capabilities related -
to the processiﬁg of only cash and the teﬁn “cheque” is used when referring to operétions
or capabiliﬁé’s related to the processing of only checks. Id. The ‘235 patent furthef
discloses_:_ o

Such a configuration enables the user to insert mixed banknotes

without dividing them into cash or cheque. That is, a user may

insert a bundle of cash, a bundle of cheques or a mixed bundle of

cash and cheques into cash and cheque automatic depositing
apparatus 100 of the present invention.

Id. at co_l.. 9, Ins. 29-33 (emphasis added). Here; the specification explains how Ithe user
can insért three different types of bundles:.(i) a bundle of cash; (ii) a bundle of checks; or
(iii) a mixed bundle of cash and checks. Id. |
Thus, the specification including the claims supports the construction of the claim
term "‘bénknotes” to mean “cash, chécks, or both cash and checks.” Given this
coﬁstruction for “banknotes,” it follows that the plain and ordinary Iheaning of the clairh'
term “a bundle of banknotes includiﬁg at‘lea‘st one cheque” would inclﬁdé @)) a_bundle of

checks; and (2) a bundle of cash and checks.

The Prosecution Histofv
" The prosécution history ‘provides suppoft for the correct claim consfruction of
“panknotes” to mean cash, checks, or both cash and checks. During prosecution of the
patent application that led to the ‘235 patent, the examiner agreed that a “bundle of

banknotes including at least one cheque,” could consist of a bundle of checks only, citing
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prior art reference U.S. Patent Application Publication No. 2006/0163027 to Hobmeier ez
al. JX-0002 (°235 Patent File History) at 000291; RX-0074 (Hobmeier); RX-0144C
(Sturges WS) at Q/A 117-18.

In support of the examiner’s ﬁnding that “Hobmeier discloses an automatic
depositing apparatus for automatically depositing a bundle of banknotes including at least
on cheque [sic],” the examiner cited paragraph 123 of Hobmeier. Id. Paragraph 123 of
Hobmeier refers to check deposits és an alternative to cash deposits, stating only ;‘[i]t
should be further noted that the above-described embodiments are not only intended for
processing, i.e. depositing, bank notes. It is also conceivable to provide the apparatus
with a possibility for inputting and. processing checks and/or coins.” RX-0074

'(I;Iobmeier) at §123. Thus, the prosecﬁtion history of thé ‘235 patent provides further
”support for a construction of “buﬁdie of banknotes, including at least one cheque” underv
which the bundle is either a bundle of checks or a bundle of mixed cash and checks
(either of which satisfy the requirement that the bundle includes at least one check).

Moréover, an examination of the history of amendments to the preamble

illustrates how the claims cover a bundle of checks or a mixed bundle of cash and checks.
RX-0144C (Sturges WS) ét Q/A 119. Fof instance, in the original claims, the preamble
required “a bundle Qf banknotes such as cashes and cheques.” Id; JX-0002 (‘235 Patent |
File History) at 000028. Then in April 2009, in fesponse to a rejection, the applicant
| amended the preamble to recite “a bundle of banknotes and cheqﬁes.” Id. at 000096,
| 0000101. Iﬁ September of 20.1 0, after a third rejection, the applicént further amended
this phrase to recite the final language which is now at issue: “a bundle of banknotes

including at least one cheque.” Id. at 000198. These amendments show that the patentee
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avoided any language that would imply that the claims only covered inserting a mixed

bundle of cash and checks. Id

Accordiﬁgly, the administrative law judge has determined that (1) the claim term
“a bundle of banknotes including at least one cheque” should be given its plain and
ordinary meaning, i.e., the bundle of banknotes must include at least one check; and (2)
the claim term “banknotes” should be construed to mean “cash, checks, or bpth cash and

checks.”

5. “a bundle insertion unit”

Below is a chart showing the parties’ proposed claim constructions.

.. “a bundle insertion unit” .

Complainants’ Construction "~ Respondents’ Construction

“a unit for the deposit or receipt of a

bundle of cash and checks” This is a means-plus-function element to be

construed in accordance with 35 U.S.C. §
112, 96.

Function: receive a bundle of banknotes from
a user

Structure: an insertion case, an opening, and
a shutter for opening/closing the insertion
case

See Compls. Br. at 18-20; Resps. Br. at 37-39.
Complainants argue that fhe disputed claim term “a bundle insertion unit” should

be construed to mean “a unit for the deposit or receipt of a bundle of cash and checks.” -
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_ Cdmpls. Br. at 18-20. Respondents argue that this claim term is a means-plus-function
element to be construed in accordance with 35 U.S.C. § 112, 1 6. Resps. Br. at 37-39.
Respondents argue:

The Kwak patent’s use of the term “unit” to claim a wide variety
of features—from “verifying” units that appear to have no moving parts to
“transfer units” that seem to move paper, to “check standby” units that
appear to halt movement—compels the application of the means-plus-
function rules. The generic term “unit” has no specific structure
whatsoever, and it limited only by the specific functions assigned to by the
functional language in the claims: verifying, transferring, and the like.
Before Williamson v. Citrix Online, LLC, 792 F.3d 1339 (Fed. Cir. 2015)
(en banc), a “strong presumption” that § 112 § 6 did not apply arose ifa
“claim lacked the word “means.” Williamson abrogated that rule, holding
that generic claim terms can be used as verbal constructs in a manner
tantamount to using the word “means,” thus invoking § 112 § 6, because
they typically do not connote sufficient structure. Id. at 1348-51 (finding
that the term “distributed learning control module” invoked § 112 § 6).

. Here, the Kwak patent contains a number of claim terms that
utilize the generic word “unit,” including “a main transfer uniz,” “a user
input unit,” a “verifying unit,” a “cheque standby unit,” “an auto
alignment unit,” and “an authentic cheque incoming unit.” These claim
terms are fundamentally the same as the generic term “distributed learning
control module” analyzed in Williamson, and therefore are governed by§
112, 9 6. See Williamson, 792 F.3d at 1350. In particular, the claim terms
at issue replace “means” with the well-known, nonce word “unit” and then
merely recite the function of the “unit.” Id. In fact, “unit,” like “module,”
has been found to be a nonce term. See Stryker Corp. v. Davol [nc 234

F.3d 1252, 1258-59 (Fed. Cir. 2000).

Resps. Br. at 6-7.

For the reasons discussed below, the administrative law judge has determined that
the claim term “a bundle insertion unit” should be construed to mean “a unit for the
deposit or receipt of a bundle of Banknotes,” wherein banknotes are cash, checks, or both

cash and checks.-
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“Means-Plus-Function” Claiming:

A means-plus-function claim results when a claim term is drafted in a way that
in\-/okeis 35U.S.C. § 112, 96."* Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1347
(Fed. Cir. 2015) (en bénc). “To determine whether § 112, para. 6 applies to a claim
limitation, our precedent has long recognized thé importance of the presence or absence
of the word ‘means.’....we stated that the use of the word ‘means’ in a claim element
creates a rebuﬁable presumption that § 112, para. 6 applies. Applying the éonvef_se, we
stated that the failure to use the word “means” also creates a rebuttable presumption—
thié time that § 112, para. 6 does not apply.” Id. at 1348. Williamson, héwever,
specifically overruled “the characterization of that presumption as ‘strong,” the standard
set in Lighting World." Williamson explained:

Our consideration of this case has led us to conclude that such a
heightened burden is unjustified and that we should abandon
characterizing as “strong” the presumption that a limitation lacking the
word “means” is not subject to § 112, para. 6. That characterization is
unwarranted, is uncertain in meaning and application, and has the
inappropriate practical effect of placing a thumb on what should otherwise
be a balanced analytical scale. It has shifted the balance struck by
Congress in passing § 112, para. 6 and has resulted in a proliferation of
functional claiming untethered to § 112, para. 6 and free of the strictures
set forth in the statute. Henceforth, we will apply the presumption as we
have done prior to Lighting World, without requiring any heightened
evidentiary showing and expressly overrule the characterization of that
presumption as “strong.” We also overrule the strict requirement of “a
showing that the limitation essentially is devoid of anything that can be -
construed as structure.” :

1435 1U.S.C. § 112 was amended and subsections were renamed by the America Invents
Act, Pub.L. No. 112-29 (“AIA”), which took effect on September 16, 2012 (after the ‘235
patent’s filing date). The parties used the pre-AIA version of § 112 in their briefs. This
initial determination refers to the pre-AIA version of § 112.

'S Lighting World, Inc. v. Birchwood Lighting, Inc., 382 F.3d 1354, (Fed.Cir.2004).

38



Case: 17-2553  Document: 1-2 Page: 121  Filed: 09/15/2017
PUBLIC VERSION

Id. at 1349 (emphasis added). Williamson explained that the Federal Circuit will apply

99% %

the standard prior to Lighting World, i.e., “the failure to use the word ‘means’” “creates a

rebuttable presumption” that “§ 112, para. 6 does not apply.” Id. at 1348.
Williamson further explained: .

The standard is whether the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure. Greenberg, 91 F.3d at 1583. When a claim term
lacks the word “means,” the presumption can be overcome and § 112,
para.-6 will apply if the challenger demonstrates that the claim term fails
to “recite sufficiently definite structure” or else recites “function without
reciting sufficient structure for performing that function.” Watts, 232 F.3d
at 880. The converse presumption remains unaffected: “use of the word
‘means’ creates a presumption that § 112, §.6 applies.” Personalized
Media, 161 F.3d at 703. \

1Id. at 1349 (emphasis added). Thus, Williamson held that “the standard is whether the
words of the claim are understood by persons of ordinary skill in the art to have a
sufficiently definite meaning as the name for structure.” Rebutting a presumption against
_ means-plus-function treatment requires proof that one of ordinary skill in the art would
be unable to understand the claim in structural terms.

The mere fact that a mechanism is deﬁned in functional terms is not, by itself,
éufﬁcient to subject the claim to means-plus-function treatment under §112,96’s.
Greenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d 1580, 1583 (F¢d. Cir. 1996). Once a
court determines that a limitation is a means-plus-function limitation, a two-step anélysis
is required. Golight, Inc. v. Wal-Mart Stores, Inc., 355 F.3d 1327, 1333-34 (Fed. Cir.
2004). First, the construing court must define the particular function of the limitation in
dispute. Id. at 1333. In so doing, “The court must construe the function of a means-plus-

function limitation to include the limitations contained in the claim language, and only
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~ those limitations.” Cardiac Pacemakers, Inc. v. St. Judge Medical, Inc., 296 F.3d 1106,
1113 (Fed. Cir. 2002) (noting that it is improper to narrow or broaden the scope of the
function beyond the claim language). Second, after identifying the claimed function, the
court must determine what structure disclosed in the specification corresponds to the

| claimed function. Id. To qualify as corresponding, the structure must (1) .perform the
claimed function and (2) the specification must clearly associate the structure with
performance of the function. Id.

Definiteness of Means-Plus-Function Limitations:

Patent claims must clearly point out and claim material considered as the
invention. 35 U.S.C. § 112, § 2. Claims must, in view of the intrinsic evidence, “inform
those skilled in the art about the scope of the invention with reasonable certainty.”

Nautilus Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2129 (2014).

* * *

The disputed claim term “a bundle insertion unit” is not a means-plus-function
limitation. As discussed belew, the claim term is construed to mean “a unit for the
deposit or receipt of a__laundle of banknoteé,” wherein banknotes are cash, checks, or both
cash and checks.

‘The plain language of claim 1 teaches that the “bundle” to be “inserted” in the -

* bundle insertion unit is the bundle of banknotes discussed above. See CX-0274C -
(Howard WS) at Q/A 84. The ;‘bundle insertion unit” is speeiﬁcally conﬁgured to
receive that “bundle.” JX-0001 (‘235 Patent) at col. 9, In. 61-62. The claim further

describes “return[ing]” notes to the user, but recites no opening or slot beyond the
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“bundle insertion unit.” Id. at col. 9, In.58 —col. 10, In. 65. A pe_rsbn of ordinary skill
would conclude that the “bundle insertion unit” is the unit through which banknotes may
be returned to the user. See also RX-0409C (Sturges RWS) at Q/A 136 (acknowledging
that the CCDMv2 returns media from a cancelled transaction to the user through the
input/ output.uni’t).

The 235 patent’s description and figures provide further support. See CX-0274C
(Howard WS) at Q/A 85. The Abstract describes a “bundle insertion opening for
allowing a user to deposit or receive therethrough a bundle of cashes and checks.” JX-
0001 (‘235 Patent) at Abstract; CX-0274C (Howard WS) at Q/A 85. Figure 2 depicts
element 102, which the specification identifies as the “bundle insertion opening.” JX-
0001 (‘235 Patent) at Fig. 2; see also id. at col. 2, Ins. 29-31. Reviewing the figure, one
of ordinary skill in the art would confirm that bundle inéertion opening 102 serves both
for depositing media, and for a user to receive returned media. See CX-0274C (Howard
WS) at Q/A 85. The description states that bundle insertion opening 102 “enables a user
to deposit or receive a bundle of banknotes.” JX-0001 (235 Patent) at col. 3, Ins. 34-39.
A person of ordinary skill would understand that the “bundle insertion unit,” as uséd in
th¢ claim, reqﬁires not only an ability for receiving deposited notes, but glso retufning
notes. See CX-0274C (Howard WS) ét Q/A 85. Respondents’ expert Dr. Sturggs
conceded during expert discovery that one function of the “abnormal sheet unloading
transfer unit’ is to réturn the abnormal banknotes to the user via the bundle insertion
unit.” See CX-0274C (Howard WS) at Q/A 86.

Under Williamson, it must be determined “whether the words of the claim are

understood by persons of ordinary skill in the art to have a sufficiently definite meaning
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as the name for structﬁre.” _Williamson, 792 F.3d at 1349. Dr. Howard described how “a
_buhdle insertion unit” would havé a structural meaning to a person of ordinary skill in the |
© art, and would refer to the physical portion of a depositing module comprised of well-
known components in the art that handle bundle insertion by an end-user, and further
contains specific requirenients of coupling to the bundle insertion unit. See CX-0274C
(Howard WS) at Q/A 88-89; JX-0001 (‘235 Patent) at col. 9, In. 63; see generally
Williamson, 792 F.3d at 1348; Apple Inc. v. Motorola, fnc., 757 F.3d 1286, 1300-03 (Fed.
Cir. 2014) (finding error in assigning means-plus-function treatment; “The fact that [the
limitation] is defined partly in termslof its function does not detract from the definiteness
of the structure it may connote.” (alteration marks omitted)); EnOcean GmbH v. Face
Int’l Corp., 742 F.3d 955, 95 860 (Fed. Cir. 2_014) (holding means-plus-function
treatment inappropriaté where record shoWs that term “conveys knpwn strﬁcture to the
skilled person™); Flo Healthcare Solutions, LLC v. Kappos, 697 F..3d 1367, 1373-75 (Fed.
Cir. 2012); Advancec} Marketing Sys., LLC v. CVS Pharmacy, Inc., No. 6:15-cv-134,
2016 WL 1741396, at *¥19-20 (E.D. Tex. May 3, 2016) (finding that “data processor”
conveyed sufficient structure to avoid means-plus-function treatment); Cox Com}nc ‘ns

" Inc. v. Sprint Commc’ns Co., 2016 WL 1105706, at *3-5 (rejecting argument that

9% << 9% 46

“processing system,” “signaling processor,” “call processor,” and “control system” were
- means-plus-function limitations).

Structure under § 112, 96 freatment:

In the event the Commission agrees with respondents that the disputed claim term
“a bundle insertion unit” is a means-plus-function element, the ‘235 patent discloses the

required structure. The parties agree that, under § 112, 6 treatment, the claimed
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function is “receiving a bundle of banknotes from a user.” See Resps. Br. at 37. The
corresponding structure is an insertion opening (i.e., element 102), including such
elements as an insertion case, an opening, and a shutter for opening/closing the insertion
case. See JX-0001 (‘235 Patent) at col. 3, Ins. 34-39 (“The bundle insertion opening 102
enables a user to deposit or receive a bundle of banknotes such as cashes and cheques.
Such a bundle insertion opening 102 may include an insertion case for holding a bundle
of banknotes that have been inserted or will be returned, a shutter for opening/closing the

insertion case, and the like.”); CX-0274C (Howard WS) at Q/A 87, 92-93.

6. “a bundle separator”

Below is a chart showing the parties’ proposed claim constructions.

“a bundle separator””

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: separating the bundle of banknotes

into individual sheets and automatically
transferring the separate banknotes with
predetermined time intervals.

Structure: insufficient structure disclosed.

See Compls. Br. at 20-21; Resps. Br. at 18-19.
Complainants argue that the disputed claim term “a bundle separator” should be
given its plain and ordinary meaning.” Compls. Br. at 20-21. Respondents argue that

this claim term is a means-plus-function element to be construed in accordance with 35

U.S.C. § 112, 9 6. Resps. Br. at 18-19.
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For the reasons discussed below, the administrative Jaw judge has determined that
the claim term “a bundle separator” should be given its plain and ordinary meaning. The
- disputed term is not a méans-plus-ﬁtnction limitation.

A person of ordinary skill in the art would find that this phrase denotes a
particular structure, i.e., the physical portion of a cash-and-check depositing module that
is comprised of well-known components in the art that handle separating media. The |
separation of media is a well-established technique, and bundle separators are used in
many industries to perform the common function of separating individual sheets from a
stack of sheets. A person of ordinary skill in the art would thus construe this term
according to its plain and ordinary meaning. See CX-0274C (Howard WS) at Q/A 95.

Under Williamson, it must be determined “whether the words of the claim are
understood by peréons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349, Dr. Howard described how “a
bundle separator” would have a structural meaning to a person of ordinary skill in the art,
and would refer to thé physical portion of a cash-and-check depositing module that is
| comprised of well-known components, such as driven rollers, in the art that handle
sepérating individual media. Id. at Q/A 97-98. The claim also confers additional
~ structure in the form of describing how the “bundle separator” ‘interacts with other
claimed elements. Id. As can be seen, claim 1 discloses that the bundle separator‘ must
be coupled to the bundle insertion unit, thus requiring well-known components to
interface with the pdrtioq of the cash-and-check depositing module (discussed above) that
handles bundle insertion. Further, as already discussed, bundle separating is a well-

established technique in many applications, and bundle separators are used throughoﬁt
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many industries to separate individual sheets. Dr. Sturges admitted that evidence shows

that “bundle separator” connotes structure. Sturges Tr. at 544.

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“a bundle separator” is a means-plus-function element, the ‘235 patent discloses the
required structure. Contrary to respondents’ arguments, “a bundle separator” limitation
has corresponding structure in the ‘235 specification. Under § 112, q 6 treatment, the
claimed function is “separating the bundle of banknotes received at the bundle insertion
unit into individual sheets and transferring each of the individual sheets with a
predetermined time interval.” The corresponding structure is “a separator (i.e., element
104) coupled to the bundle insertion unit.” See CX-0274C (Howard WS) at Q/A 96, 100-
02; JX-0001 (‘235 Patent) at col. 2, Ins. 32-34; Fig. 2; Abstract; col. 3, Ins. 43-47, coi. 7,

Ins. 19-25.

7. “coupled to”

Below is a chart showing the parties’ proposed claim constructions.

- “coupled to”

Complainants’ Construction Respondents’ Construction

“operatively connected either directly or  |plain and ordinary meaning
indirectly”

See Compls. Br. at 22; Resps. Br. at 37-39.
Complainants argue that the disputed claim term “coupled to” should be

construed to mean “operatively connected either directly or indirectly.” Compls. Br. at
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22. Respondents argue that this claim term should be given its plain and ordinary
meaning. Resps. Br. at 37-39.

As discussed below, the administrative law judge has determined that the claim
term “coupled to” should be given its plain and ordinary meaning, and the plain and
ord‘inary meaning of that cléim term is “operatively connected either directly or
indirectly.”

The léngﬁage of claim 1 supports complainants’ proposed construction. Claim 1
teaches that the term “coupled to” emphasizes an operative connection, i.e., So asto .
permit the coupled components to interoperate, and includes both direct and indirect
physical connections. See CX-0274C (Howard WS) at Q/A 103-04. Claim 1 applies the
“coupled to” relationship to two elements, the “abnormal sheet unloading transfer unit,”
and the “ﬁrst gate.” See JX-0001 (‘235 Patent) at_col.'lO, Ins. 19-21, 31-35. These |
elements, although operatively connécted, are not in direct physical connection. See id.
at Fig. 2. Dr. Howard described how, in view of this, a person of ordinary skill in the art
would embrace Hyosung’s proposal. See CX-274C (Howard WS.) at Q/A 104.
Respondents’ proposed construction of plain and ordinary meaning, without more, does

not explain the technical meaning of “coupled to.” See id. at Q/A 105.
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8. “a main transfer unit”

Below is a chart showing the parties’ proposed claim constructions.
g p prop

“a main transfer unit”.

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: horizontally transfer the individual

sheets of the banknotes along the main
transfer path

Structure: guide walls, transfer rollers, and a
driver motor ‘

See Compls. Br. at 22-23; Resps. Br. at 10.

Complainants argue that the disputed claim term “a main transfer unit” should be
given its plain and ordinary meaning. Compls. Br. at 22-23. Respondents argue that this
claim term is a means-plus-function element to be construed in accordance with 35
U.S.C. § 112, 9 6. Resps. Br. at 6-10.

For the reasons discussed below, the administrative law judge has determined that
the claim term “a main transfer unit” should be given its plain and ordinary meaning.

The disputed term is not a means-plus-function limitation. A person of ordinary
skill would find that this phrase denotes a particular structure, i.e., the structure in an
ATM that transfers the media through the module. In general, the main transfer unit is
the motorized pathway that carries inserted media one-by-one ffom the point where it
was separated through the rest of the device. See CX-0274C (Howard WS) at Q/A 109-
10.

Under Williamson, it must be determined “whether the words of the claim are

understood by persons of ordinary skill in the art to have a sufficiently definite meaning
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as the name for structﬁre.” Williamson, 792 F.3d at 1349. Dr. Howard described how “a
main transfer unit” would necessarily have a structural meaning to a person of skill, and
would refer to the physical portion of a cash-and-check depositing module that is
comprised of well-known components in the art for transferring banknotes laterally
within the module’s body. 1d. at Q/A 112-13. The claim also confers additional structure
in the form of describing how the “main transfer unit” interacts with other claimed |
elements. Claim 1 discloses that the .b.undle separator must be “coupled to” the main
transfer unit, thus requiring well-known components to interface with the portion of the
cash-and-chgck depositing module (discussed above) where the bundle will be separated
into individual notes. |

Structure under § 112, 9 6 treatment:

In therevent the Commission agrees with respondents that the disputed claim term
“a main transfer unit” is a means-plus-function elefnent; the ‘235 patent discloses the
re;juired structure. Under § 112, 9 6 treatment, the claimed function is “horizontally
transferring the individual sheets of the banknotes along ‘a'main transfer path.” The
corresponding structure is “main transfer path.(i.é., element 106a) having guide walls,
transfer rollers, and a driving motor.” See CX-O274C (Howard WS) at Q/A 111, 115,
116; JTX-0001 (‘235 Patent) at col. 3, Ins. 48-55; Fig. 2; col. 7, Ins. 19-25; col. 8, Ins. 12-
14. The parties do-not seem to be in disagreement as to either the corresponding structure

" or function. See Resps. Br. at 10.
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9. “horizontally transfer the individual sheets of the banknotes
along a main transfer path” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

_ “horizontally transfer the individual sheets of the banknotes along a main
' - ' transfer path” ' -

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning “transfer in a direction perpendicular to the
force of gravity”

See Compls. Br. at 23-25; Resps. Br. at 16-18.

Complainants argue that the disputed claim term “horizontally transfer the
individual sheets of the banknotes along a main transfer path” should be given its plain
and ordinary meaning. Compls. Br. at 23-25. Respondents argue that this claim term
should be construed to mean “transfer in a direction perpendicular to the force of
gravity.” Resps. Br. at 16-18.

For the reasons discussed below, the administrative law judge has determined that
the claim term “horizontally transfer the individual sheets of the banknotes along a main
transfer path” should be given its plain and ordinary meaning.

A person of skill would understand that the act of horizontally transferring a sﬁeet
within such a module could include various deviations from horizontal. See CX-0274C
(Howard WS) at Q/A 118-19. As described by Dr. Howard, respondents’ proposal is
overly restrictive. Id. at Q/A 120. Its phrase “in a direction perpendicular to the force of
gravity” has no support in the 235 patent. Id. The ‘235 patent describes main transfer
unit 106 as “horizontally trémsfer[ring] the banknotes one by one;” the figures clearly

depict that this “horizontal transfer” includes portions in other directions. See JX-0001
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(‘235 Patent) at col. 3, Ins. 48-55. Figure 2 depicts main transfer unit 106 carrying
banknotes “up” and “back,” so that they enter verifying unit 110, as well as carrying
banknotes “down” and “back” so that they enter temporary standby unit 120. See JX-
0001 (‘235 Patent) at Fig. 2. Respondents’ proposed construction would improperly
exclude these teachings, and would purport to limit the élaims to configurations in which
the main transfer unit only runs in a single direction.

| Further, reading the prosecution history of the ‘235 patent confirms that the term
“horizontal” as used in the ‘235 patent need not be perfectly lateral across the machine, or
lateral across the machine at all times. See CX-0274C (Howard WS) at Q/A 120. During
prosecution, the examiner rejected the pending claims based on figure 2 of Hnbmeier.
See JX-0002 (‘235 Patent File History) at 000119-120; see also CX-0284 (Hobmeier).
The examiner étated, “Hobmeier discloses . . . amain trnnsfer unit . . .Ec.on:ﬁgure-d to
hdrizontally transfer the individual sheets of the banknotes along a main transfer path.”
JX-0002 (‘235 Patent File History) at 000119-120. Figure 2 of Hobmeier shows a main
transport path that does not remain “perpendicular to the force of gravity,” as respondents
. contend. See CX-0284 (Hobmeier) at Fig. 2; see also CX-0274C (Howard WS) at Q/A
120. Further, respondents’ approach is inconsistent with the unde-r_standing that a person
~ of skill in the art would apply based on his experience in the ﬁeld.. Id. Respondents have
failed to provide any support or rationale for the assertion that “[t]he 235 patent claims
require the entire main path to be horizonta 7 See RX-0409C '(St:urges RWS) at Q/A
237, 558, 560. Dr. Sturges’s attempt to inject this limitation finds no support in the
patént. Further, he concludes that ‘235 patent teaches multiple main transfer paths, in

order to exclude any portion he deems non-horizontal. See RX-0409C (Sturges RWS.) at
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Q/A 727, see also Sturges Tr. 563-564. Dr. Sturges’s analysis does not comport with the
understanding of one of ordinary skill in the art. CX-0277C (Howard RWS) at Q/A 53- |
54. It is also inconsistent with claim 1, which requires that the check standby bg “placed
in” the main transfer path. See JX-0001 (‘235 Patenf) at col.10, Ins. 50-51. In the same
way that a pebble “placed in” a sidewalk does not divide the sidewalk into two separate
sections, the check standby unit’s position “placed in” the main transfer path does not
justify Dr. Sturges’s attempt to exclude vertical portions of the “main transfer path” so as

to support his hyper-restrictive interpretation of “horizontal.”

10.  “a verifying unit”

Below is a chart showing the parties’ proposed claim constructions.

~“a verifying unit” - e -

Complainants’ Construction _ Respondents’ Construction

plain and ordinary meaning Function (a): verify the authenticity or

abnormality of each of the banknotes by
acquiring features information on each of the
banknotes;

Function (b): produce a verification result
indicating the authenticity or abnormality of
each of the banknotes;

Function (¢): perform tripartite detection of
overlapping of the individual sheets using
three different sensors.

Structure: insufficient structure disclosed.

See Compls. Br. at 25-28; Resps. Br. at 6-12.
Complainants argue that the disputed claim term “a verifying unit” should be

given its plain and ordinary meaning. Compls. Br. at 25-28. Respondents argue that this
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- claimtermis a means;plus-fllnction elemént to be construed in accordance with 35
U.S.C. § 112, 9 6. Resps. Br. at 6-12.

For the reasons discussed below, the administrative law judge has determined tﬁat
the claim term “a verifying unit” should be given its plain and ordinary meaning.

‘The disputed term is not a means-plus-function limitation. A person of skill in the
art would understand that the structure in an ATM that contains the sensors and apparatus

“to validate the media is the verifying unit. | In general, the verifying unit refers to the
portion or portions of the module that contain the necessary sensors and hardware for
validation of banknotes. Further, note verification is a well-established technique, and
verifying units are used in many industries to perform the common function of
authenticating notes énd/or d‘étecting abnormalities in inserted media. One of ordinary
skill would have appreciated that the reference to “three different sensors” necessarily
denoted structure, as the universe of potential sensors to be used in this capacity is finite
(including, e.g., ultrasonic sensors, cameras, photosensors, Hall sensors, MICR heads).
See CX-0274C (Howard WS) at Q/A 121-22.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how ““a
verifying unit” would necessarily have a structural meaning to such a person, and would
refer to the physical portion of a cash-and-check depositing module that is comprised of
well-known components in the art for verifying banknotes. See CX-0274C (Howard WS)
at Q/A 125. The claim also confers additional structure in the form of describing how the

“verifying unit” must be “installed on the main transfer path.” See JX-0001 (‘235 Patent)
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~atcol. 10, In. 4. Toa person of skill in the art, this would fufther require well-known
components to interface with the portion of the cash-and-check depositing module
(discussed above) that transports media through the module. Further, note verification is
a well-established techﬁique, and verifying units are used in many industries to perform
the common functioﬁ of autheﬁticating notes and/or detecting abnormalities in inserted
media. One of ordinary skill would have appreciated that the reference to “three different
sensors” necessarily denoted structure, as the universe of potential sensors to be used in
this capacity is finite (including, e.g., ultrasonic sensors, cameras, photosensors, Hall
sensors, MICR heads).

During prosecution, applicants made express that they were not styling their claim
~ in such a way as to merely claim according to an intended use, or function, for the
“verifying unit.” See JX-0002 (‘235 Patent File History) at 000266 (adding “configured
to verify” and “conﬁgured to produce” a verification result). The applicants wrote that,
in view of these amendments, the limitations “no longer recite[ ] any limitations that
amount to statements of intended use.” Id. at 000261 (“An agreement was reached that
claims 1, 2, 4, 6 and 7, as amended herein, no longer recites any limitations that amount-
to statement of intended use.”).

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“a verifying unit” is a means-plus-function element, the ‘235 patent discloses the required

structure.
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Contrary to respondents’ arguments, the limitation has corresponding structure in
the <235 description. Under § 112, Y 6 treatment, the three claimed functions and
corresponding structure are:

First Function: “verifying the authenticity or abnormality of each
of the banknotes by acquiring features information on each of the
banknotes” '

Second Function: “producing a verification result indicating the
authenticity or abnormality of each of the banknotes”

Third Function: “performing tripartite detection of overlapping of
the individual sheets using three different sensors”

Corresponding structure (first function): a CIS having scanning
surfaces, a pressurizing device, and information reader (i.e.,
element 110a); cash verifier and detection sensors including light
emitting sensors, magnetic sensors, ultra violet sensors, and
infrared sensors (i.e., element 110b); MICR 'sensors having a
magnetic recognition head and a pressurizing device (i.e., element
110c); and plural notes detection sensors including CIS and MICR
(i.e., element 110d) ' :

Corresponding structure (second function): a CIS having
scanning surfaces, a pressurizing device, and information reader
(i.e., element 110a); cash verifier and detection sensors including
light emitting sensors, magnetic sensors, ultra violet sensors, and
infrared sensors (i.e., element 110b); MICR sensors having a
magnetic recognition head and a pressurizing device (i.e., element
110c¢); and plural notes detection sensors including CIS and MICR
(i.e., element 110d) :

Corresponding structure (third function): a CIS having
scanning surfaces, a pressurizing device, and information reader
(i.e., element 110a); MICR sensors having a magnetic recognition
head and a pressurizing device (i.e., element 110c); and plural

‘notes detection sensors including CIS and MICR (i.e., element
110d).

See CX-0274C (Howard WS) at Q/A 123. Each function is recited in claim 1, and
respondents do not substantively dispute these functions. Id. at Q/A 126-27; JX-0001
(‘235 Patent) at col. 10, Ins. 4-13. Dr. Howard described how the patent teaches
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corresponding structure of each of these functions, i.e., use of a CIS having scanning
surfaces, a pressurizing device, and information reader (i.e., element 110a); MICR
sensors having a magnetic recognition head and a pressurizing device (i.e., element
110c); and plural notes detection sensors including CIS and MICR (i.e., element 110d).
See JX-0001 (‘235 Patent) at Fig. 2, col. 3, In.b63 —col. 4, In. 9; col. 4, Ins. 10-19; col. 4,
Ins. 30-37; col. 4, Ins. 49-53; col. 4, In. 60 — col. 5, In. 6; col. 9, Ins. 34-44; see also CX-
0274C (Howard WS) at Q/A 128-29. Respondents’ attempts to exclude some or all of
these disclosures as structure for the “verifying unit” is improper, as the patent expressly
describes each of these as performing overlap detection. See JX-0001 (‘235 Patent) at
col. 4, Ins. 45-64; CX-0274C (Howard WS) at Q/A 129. This further demonstrates the

terms’ definiteness under a § 112, § 6 treatment.

11. “to perform tripartite detection of overlapping of individual
sheets in the main transfer unit using three different sensors”
(claim 1)

Below is a chart showing the parties’ proposed claim constructions.

“to perform trlpartlte detectlon of overlappmg of md1v1dual sheets in the main
transfer unit using three different sensors '

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning “to detect whether two or more banknotes are
overlapping in the main transfer unit using
three different types of data sensed from
three different types of sensors”

See Compls. Br. at 28-30; Resps. Br. at 12-15.
Complainants argue that the disputed claim term “to perform tripartite detection

of overlapping of individual sheets in the main transfer unit using three different sensors”
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should be given its plain and ordinary meaning. Compls. Br. at 28-30. Respondents
argue that this claim term should be construed to mean “to detect whether two or more
banknotes are overlapping in the main transfer unit using three different types of data
sensed from three different types of sensors.” Resps. Br. at 12-15.

For the reasons discussed below, the administrative 1aw judge has determined that
the claim term “to perform tripartite detection of overlapping of individual sheets in the
main transfer unit using three different sensors” should be given its plain end ordinary
meaning.

A person of skill in the art would understand the phrase. See CIX-027’4C (Howard
WS) at Q/A 130-31. Respondents’ proposai is inconsistent with the interpretation that a
person of ordinary skill in the art would apply. Id. at Q/A 132. Diebold’s proposal
unnecessarily ineorporates the term “banknotes” into the term being interpreted; the term
being interpreted uses the term “sheets” which, would have been readily understandable.
Second, respondents’ proposal improperly includes a requirement of detecting overlap
“using three different types of data sensed from three different types of sensors.” Reading
the limitation either alone or in view of the specification and ﬁle hrstory, the phrase does
not req1:1i_re using three differenr types of data sensed frem three different types of sensors
to deterrnine an overlap condition. The patent describes using three different sensors for
overlap detection. Id.; IX-OOOI (°235 Patent) at coi. 4, Ins. 45-48 (plural notes detection
sensor),' col. 4, In. 66 —col. 5, In. 3. (CIS and MICR). Any one of these can determine
oVerlap._ See Howard Tr. 303. Even if the patent taught using all three for a single
overlap determination, a person of ordinary skill in the art would not read such teaching

as imposing a limitation on claim 1. See CX-0274C (Howard WS) at Q/A 132. Further,
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one of ordinary skill in the art would have understood that, if the pétentee wanted to limit

the claim so aé tb ‘require the use of three diffé_rent types of sensors to determine an

overlap condition (as opposed to simply three different sensors), the patentee could have
“done so. Id.

Further, this limitation was added during prosecution to overcorﬁe various prior
art references—Hobmeier, Ina, and Baker—none of which disclosed using more than one
sensor to fora single overlap determination. See CX-0284 (Hobmeier), CX-0322 (Ina);
CX-0323 (Baker). Thus, one of ordinary skill would not view the addition of “different
'sensors” to require, as respondents propose, different types of sensors. See CX-0274C
(Howard WS) at Q/A 132.

As Dr. Howard further discussed at the hearing, U.S. Patent No. 7,637,422 (“the |
‘422 patent”) (incorporated by refer.ence‘ at JX-0001 (‘235 Patent) at col. 5, Ins. 5-6), like
the ‘235 patent, indicates that overlapping notes rﬁay_ be detected by any bne of a CIS,
MICR, or plural notes detection. sensor. See RX-0526 (‘422 Patent) col. 7, Ins. 17-23;
Howard Tr. 303. The patent further notes that the presence of plural cheque leaves cvan
be detected by the CIS sens‘or‘ détecting the size or similar attributes, the MICR detecting
magnetic characteristics, or the plural cheque leave mechanism detecting the thickness of

| the media. See RX-0526 (‘422 Patent) col. 6, Ins. 33-40. Lastly, the sensors “may be
arranged in any order along the cheque moving path.” Id. at col. 7, Ins. 31-34. Dr.
Sturges offers no reason why one would read_fhese disclosures as limiting or even
describing the tripértite detection discussed in the 235 pateﬁt. |

Further, respondents argue that é brief reference in an interview summary to

“three different sensors,’5 and the absence of such disclosure in the prior art, supports
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their interpretation of the claim. See JX-0002 (‘235 Patent File History) at 000357. The
examiner’s statement that none of the art “disclosed using more than one sensor” is not
inconsistent with Hyosung’s interpretation; nothing therein requires the “three different

types of data sensed from three different types of sensors.”

12.  “an abnormal sheet branch transfer unit” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

“an abnormal sheet branch transfer unit”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning This is a means-plus-function element to be

construed in accordance with 35 U.S.C. §
112, 9 6.

Function; transfer the abnormal banknotes
verified by the verifying unit.

Structure: guide walls, transfer rollers, and a -
driving motor

See Complsv. Br. at 30-31; Resps. Br. at 37-39.

Complainants argue that the disputed claim term “an abnormal sheet branch
transfer unit” should be given its plain and ordinary meaning. Compls. Br. at 30-31.
Respondents argue that this claim term is a means-plus-function element to be construed
in accordance with 35 U.S.C. § 112, § 6. Resps. Br. at 37-39.

The administrative law judge has determined that the claim term “an abnormal
sheet branch transfer unit” should be given its plain and ordinary meaning. A person of
skill in the art would understand that a structure in an ATM that transfers media that are

not suitable for deposit due to being abnormal (i.e., that have failed verification) through
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thé module is an abnormal sheet branch transfer unit. In general, an abnormal sheet
~ branch transfer unit is the motorized pathway that carries abnormal media that failed
verification. See CX-0274C (Howard WS) at Q/A 133-34.

Under Williamson, it mﬁst be determined “whether the words of the claim are
undefstood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “an abnormal sheet branch transfer unit” would n‘ecessarilyv have a structural
meaning to a person of ordinary skill in the art, and would refer to the physical portion of
a cash-and-check depositing module that is comprised of well-known components in the
art for transferring media detected as abnormal down a branch path within the module.
| Id. at Q/A 137. The claim also confers additional structure iﬁ the forﬁq of describing
how the “abnormal sheet branch transfer unit” interacts with lother‘ claimed ¢lements.
~ Claim 1 emph_asizes that the abnormal sheet branch transfer unit must have “an abnormal
sheet branch transfer path branched from the main transfer path.” See J X-OOOI (°235
Patent) at col. 10, Ins. 14-18. This confirms st_ructural requirements for the “abnormal
sheet branch transfer unit,” including by requiring well-known components to interface
with the portion of the cash-and-check depositing unit that transports niedia through the
rﬁodule-. See CX-0274C (Howard WS) at Q/A 137.

During prosecution, applicants made express that they were not styling their claim
in such a way as to merely claim according to an intended use. /d. Applicants modified
their claim to add the phras_é ‘;conﬁgured‘to transfer.” See JX-0002 (‘235 Patent File
History) at 000266. The‘ap.)plicants expressly wrote that, in view of these amendments,

the limitations “no longer recite[ ] any limitations that amount to statements of intended -
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use.” Id. at 261. This further confirms that the limitation is structural in nature. See also
id. at Office Action of Oct. 17,2012, at 000290-303; Amdmt. of Feb. 12, 2013, at
000359-360; Notice of Allowance, at 000378-380 (subsequent history, raising no
functional claiming issues).

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“an abnormal sheet branch transfer unit” is a means-plus-function element, the 235
patent discloses the required structure. The parties are in agreement that, if § 112,96
applies the claimed function is “transferring abnormal banknotes verified by the verifying
unit” and the structure is “guide walls, transfer rollers, and a driving motor for transfer

paths.” See Resps. Br. at 37-39; CX-0274C (Howard WS) at Q/A 135.

13. “an abnormal sheet unloading transfer unit” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

“an abnormal sheet unloading transfer unit”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning This is a means-plus-function element to be

construed in accordance with 35 U.S.C. §
112, 9 6.

Function: to return the abnormal banknotes to
the user via the bundle insertion unit.

Structure: guide walls, transfer rollers, and a
driving motor.

See Compls. Br. at 31-32; Resps. Br. at 37-39.
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Complainants argue that the disputed claim term “an abnormal sheet unloading

transfer unit” should be given its plain and ordinary meaning. Compls. Br. at 31-32.

- . Respondents argue that this claim term is a means-plus-function element to be construed

in accordance with 35 U.S.C. § 112, 9.6. Resps. Br. at 37-39.

The administrative law judge has determin.ed that the claim term “an abnormal
sheet unloading transfer ﬁnit” should be given its plain and ordinary ineaning. A person
of ordinary skill in the art would understand that a struéture inan ATM thét transfers
media that are not suitable for deposit due to being abnormal (i.e., that Have failed
Veriﬁcaﬁon) back to the user is an abnormal sheet unloading tranéfer unit. In general, an
abnormal sheet unloading transfer unit is the motorized bathWay that carries abnormal
media that failed verification to the insertiQn unit for return to the user. See CX-0274C
(Howard ‘WS) at Q/A 152-53.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufﬁciently déﬁnite meaning '
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “an abnormal sheet unloading transfer unit” would necessarily have.él structural
meaning to a person of ordinary skill in the art, and would refer to the.ph'ysical portion of
a cash-and-check depositing module that is comprised of well-known components in the
art for transferring media detected aé abnormal to é location where thé‘y can be unloaded
~ (i.e., returned to the user). Id. at Q/A 156. The claim also confers additional structure in

the form of describing how the “abnormal sheét branch unloading transfer unit” interacts
with other claiméd elements. The claim emphasizes.that the abnormal sheet unloading

unit must be “coupled to the first gate,” and must have “an abnormal sheet unloading
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transfer path,” further confirming structure for this term. Id.; JX-0001 (‘235 Patent) ét
ol 10, Ins. 22-25.

During prosecution, applicants made it clear that they were not wording their
claim merely to claim an intended ﬁse. See CX-0274C (Howard WS) at Q/A 1.56.
Applicants modified their claim to add the phrase “configured to transfer.” See JX-0002
(235 Patent File History) at 000266. The applicants expressly wrote fhat, in view of
- these amendments, the limitations “no‘ lqnger recite[ ] any 1iniitations that amount to
statements of intended use.” Id. at 000261. This further confirms that the limitation is
structural in nature. See also id. at Office Action of Oct. 17,2012, at 000290-303;
Amdmt. of Feb. 12, 2013, at 000359-360; Notice of Allowance, at 000378-380

(subsequent history, raising no functional claiming issues).

Structure under § 112, ¢ 6'treatment:

In the event the Commission agrees with respondents that the disputed claim term
“an abnormal sheet unloading transfer unit” is a means-plus-function element, the 235
patent discloses the required structure. The pérties are in agreement that, if § 112, ‘ﬂ'6
applies, the claimed function is “returning the abnormal banknotes to the user” and the

structure is “guide walls, transfer rollers, and a driving motor for transfer paths.” See

. Resps. Br. at 37-39; CX-0274C (Howard WS) at Q/A 154.

14.  “an authentic cheque transfer unit” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.
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- “an authentic cheque transfer unit” -

Complainants’ Construction Respondents’ Construction

-

This is a means-plus-function element to be
construed in accordance with 35 U.S.C. §
112, 96.

plain and ordinary meaning

Function; transfer at least one authentic
cheque verified by the verifying unit.

Structure: guide walls, transfer rollers, and a
driving motor.

See Compls. Br. at 32-34; Resps. Br. at 37-39.

Complainants argue that the disputed claim term “an authentic c-heque transfer

* unit” should be given its plain and ordinary meaning. Compls. Br. at 32-34.
Respondents argue that this claim term is a means-plus-function element to be construed
in éccordance with 35 U.S.C. § 112, § 6. Resps. Br. at 37-39.

" The administrative law judge has determined that the claim term “an authentic
cheque transfer unit” should be given its plain and ordinary meaning. A person of
ordinary skill in the art would understand that a structure in an ATM that transfers media
that are checks suitable for deposit (i.e., verified checks) through the rest of the device is
the authentic check transfer unit. In general, an authentic check transfer unit is the
motorized pathway that carries verified checks for deposit. See CX-0274C (Howard WS)
at Q/A 164-65.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning

as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
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phiase “an authentic chequé transfer unit” would necessarily have a structurél méaning té
a skilled artisan, and would refer té the physical portion of a bash-and-chéck depositing
module that is comprised of well-known components in the art for transferring media
detected as authentic cheques to a location where they can be stored (i.e., the authentic
cheque étoragé cassette). See id. at Q/A 168. The claim also confers additional structurev
in the foﬁn of desqribing how the “abnormal sheet branch unloading transfer unit”
interacts with other claime‘d. elements. The claim emphasizes that the authentic cheque
tfan_sfer unit must be “coupled to an end of the main transfer path,” and must have “an
authentic cheque transfer path,” further conﬁﬁning structure for this term. See JX-0001
(‘235 Patent) at col. 10, Ins. 26-30.

During prosecution, applicants made it clear that they were not wording their
clajm merely to claim an iﬁtended use. See CX-0274C (Howard WS) at Q/A 168.
Applicants modified their claim to add the phrase “conﬁgured to transfer.” See JX-0002
| (‘2-35 Patent File History) at 000266. The applicants expressly wrote that, vin view of
these amendments, the limitations “no longer recite[ ] any limitations tilat amount to
~ statements of intended use.” Id. at 000261. This further confirms that the limitation is
structural in néture. See also id. at Office Action of Oct. 17,2012, at 000290-303;
Amdmt. of Feb. 12, 2013, at 00‘0‘3‘59-360; Notice of Allowance, at 000378-380
(subseqqent history, raising no. functional claiming issues):

Structure under § 112, 4 6 treatment:

In the event the Commission agrees with respondénts that the disputed claim term
~ “an authentic cheque transfer unit” is a means-plus-function element, the ‘235 patent

discloses the required structure. The parties are in agreement that, if § 112, § 6 applies,
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the claimed function is “transferring at least one authentic cheque in the bundle of
banknotes verified by the verifying unit” and the structure is “guide walls, transfer
rollers, and a driving motor for transfer paths.” See Resps. Br. at 37-39 ; CX-0274C

(Howard WS) at Q/A 166. .

15. “an authentic cash transfer unit” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

“an authentic cash transfer unit” - -

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning This is a means-plus-function element to be

construed in accordance with 35 U.S.C. §
112,96.

Function: transfer authentic banknotes other
than cheques verified by the verifying unit.

Structure: guide walls, transfer rollers, and a
driving motor.

See Compls. Br. at 34-35; Resps. Br. at 37-39.

Complainants argue that the disputed claim term “an authentic cash transfer unit”
should be given its plain and ordinary meaning. Compls. Br. at 34-35. Respondents
argue that this claim term is a means-plus-function element to be construed in accordance
with 35 U.S.C. § 112, 9 6. Resps. Br. at 37-39.

The administrative law judge has determined that the claim term “an authentic
cash transfer unit” should be given its plain and ordiﬁary meaning. A person of ordinary
skill in the art would understand that a structure in an ATM that transfers media that are

cash suitable for deposit (i.e., verified cash) through the rest of the device is the authentic
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cash transfér unit. In general, an authentic cash transfer unit is the motorized pathway
that carries verified cash for deposit. See CX-0274C (Howafd WS) at Q/A 173-74.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” WilliamSoﬁ, 792 F.3d at 1349. Dr. Howard described how the
. phrase “an authentic cash transfer unit” would necessaril:y have a struétural meéning toa
skilled artisan, aﬁd would refer to the physical portion éf a cash-and-check depositing
module that is comprised of well—kno?vn components in the art for transferring media
detected.as authentic banknotes other than cheques to a location where they can be stored
| (i.e., the authentic cash storage cassette). See id. at Q/A 177. The claim also confers
~ additional stﬁcture in the form of deécribing how the authentic cash transfer unit must be
“coupled to an end of the main transfer path,” and must have “aﬁ authentic cash transfer
path,” further confirming structure for this term. See JX-0001 (‘235 batent) at coi. 10,
Ins. 31-35. | |

During prosecution, applicants made it clear that they were not wording their
claim mere‘ly to claim an intended use. See CX-0274C (Howard WS) at Q/A 177.
Applicants modified their claim to add the phrase “conﬁgurgd to transfer.” See JX-0002
(‘235 Patent File His’iory) at 000266. The applicants expreésly wrote that, in view of
these amendments, the limitations “no longer recite[ ] any limitations that amount to
statements of intended use.” Id. at 000261. This further confirms that_ the limitation is
structural in nature. See also id at Office Action of Oct. 17,2012, at 000296-303;
Amdmt. of Feb. 12, 2013, at 000359-360; Notice of Allowance, at 000378-380

(subsequent history, raising no functional claiming issues).
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Structure under § 112, 9 6 treatment:

In the évent the Commission agrees with respondents that the dispﬁted claim term
“an authentic cash transfer unit” is a means-plus-function element, the ‘235 patent
discloses the required structure. The parties are in agreement that, if § 112, § 6 applies,
the claimed function is “transferring authentic banknofes other than cheques verified by
the verifying unit” and the structure is “gui.de walls, transfer rollers, and a driving motor

for transfer paths.” See Resps. Br. at 37-39; CX-0274C (Howard WS) at Q/A 175.

16.  “asecond gate configured to route the at least one cheque
transferred by the main transfer unit to the authentic cheque
transfer path and configured to route the banknotes
transferred by the main transfer path to the authentic cash
transfer path”

Below is a chart showing the parties’ proposed claim constructions.

“a second gate configured to route the at least one cheque transferred by the
main transfer unit to the authentic cheque transfer path and configured to
route the banknotes transferred by the main transfer path to the authentic cash

- - transfer path” ' :

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning “gate positioned at the rear end of the main
transfer path which selectively routes verified
cheques to an authentic cheque transfer path
and routes verified cash to an authentic cash
transfer path”

See Compls. Br. at 35; Resps. Br. at 32-34.

Complainants argue that the disputed claim term “a second gate configured to
route the at léast one cheque transferred by the main transfer unit to the authentic cheque
transfer path and configured to route the banknotes transferred by the main transfer path

to the authentic cash transfer path” should be given its plain and ordinary meaning.
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Compls. Br. at 35. Respondents argue that this claim term should be construed to mean
“gate positio-ned at the rear end of the main transfer path which selectively routes veriﬁed
cheques to an authentic cheque transfer path and routes verified cash to an authentic cash
transfer path.” Resps. Br. at 32-34.

The administrative law judge has determined that while the claim term “a second
gate configured to route the at least one cheque transferred by the main transfer unit to
the authentic cheque transfer path and configured to route the banknotes transferred by
the main transfer path to the authentic cash transfer path” is léngthy, it should nonetheless
be given its plain and ordinary meaning.

A person of ordinary skill in the art would find the phrase understandable, and
requiring no further elaboration. See CX-0274C (Howard WS) at Q/A 183.

Respondents’ proposed construction as inconsistent with the interpretation of a person of
ordinary skill because it unnecessarily inserts the phra§e “verified cash” in a manner

unsupported by the Speciﬁcétion. See CX-0274C (Howard WS) at Q/A 182-84.

17. “a cheque standby unit”

Below is a chart showing the parties’ proposed claim constructions.

©“a cheque standby unit” -

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: hold the at least one authentic
cheque to return the at least one authentic
cheque to the user responsive to user
instructions cancelling depositing of the at
least one authentic cheque.

Structure: Insufficient structure disclosed.

See Compls. Br. at 35-37; Resps. Br. at 6-12.
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Complainants argue that the dispﬁted claim term “a cheque standby unit” should
be given its plain and‘ordinary meaning. Compls. Br. at 35-37. Respondents argue that
this claim term is a means-plus-function element to be construed in accordance with 35
U.S.C. § 112, 9 6. Resps. Br. at 6-12.

For the reasons discussed below, the administrative law judge has deterrhined that
the claim term “a cheque standby unit” should be given its plain and ordinary meaning.
A person of o.rdinary skill in the ért would understand that a structufe in an ATM that
temporarily holds checks pending the customer confirming the deposit is the cheque
standby unit. In general, a cheque standby unit is the escrow that tempofarily holds
checks. See CX-0274C (Howard WS) at Q/A 185-86.

| Under Williamson, it must be determined “whether the words of the claim are

' undefstood by persons of ordinary skill in the art to ha\./'e. a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “a cheque standby unit” would necessarily have a structural meaning to such a

. person, and would ref¢r to the physical portioﬁ of a cash-and-check depositing module
that is comprised of well-known components for holding cheques in a standby
configuration pending user confirmation of tﬁe deposit. Id. at Q/A 189. The claim also
confers additional structure in the form of describing how the “cheque standby unit” must
be “placed in the main transfer path between the first gate and the second gate.” See JX-
0001 (‘235 Patent) at col. 10, Ins. 50;55.

During prdsecution, applicants made it clear that they were not wording their

claim merely to claim an intended use. See CX-0274C (Howard WS) at Q/A 189.

Applicants modified their claim to add the phrase “configured to hold.” See JX-0002
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(°235 Patent File Hintory) at 000267. The applicants wrote that, in view of these
amendments, the limitations “no longér recite[ ] any limitations that amount to statements
of intended use.” Id. at 000261. This further confirms that the limitation is structural in
nature. See also id. at Office Action of Oct. 17, 2012, at 000290-303; Amdmt. of Feb.
12, 2013, at 000359-360; Notice of Allowance, at 000378-380 (subsequent history,

raising no functional claiming issues).

Structure under § 112, € 6 treatment:
In the event the Commission agrees witn respondents that the disputed claim term
“a cheque standby unit” is a means-plus-function element, the 235 patent discloses the
requiréd structure. Contrary to respondents’ arguments, the limitation has corresponding
structure in the ‘235 description, and so surviyes a definiteness challenge. Under § 112,
96 treatment, the claimed function is “holding the at least one authen_tic cheque to return
the at least one authentic cheque to the user responsive to receiving user instructions
cancelling depositing of the at least one authentic cheque,” and the corresponding
structure is “stacking and temporary storage of media.” See CX-0274C (Howard WS) at
-Q/A 187, 190-93. Respondents do not substantively disagree as to the function being
claimed. A person of ordinary skill in the art would find correspnnding structure in the
‘235 patent. Id. at Q/ a 192. Figure 2 of the ‘235 patent teaches a cheque standby unit
120 that temporarily stores at least one authentic cheque by holding it in position on the
belt. See JX-0001 (‘235 Patent) at Fig. 2. A person of ordinary dkill in the art would also
understand the stacking and temporary storage of media in figure 2. Id. at col. 2, Ins. 65-
66; col. 3, Ins. 36-37; col. 5, 1ns. 40-54. That further demonstfates the term’s definiteness

. under a § 112, q 6 treatment.
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18. “placed in the main transfer path between the first gate and
the second gate” : '

Below is a chart showing the parties’ proposed claim constructions.

. “placed in the main transfer path between the first gate and the second gate”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning “formed on the main transfer path after the
first gate and before the second gate”

See Compls. Br. at 37; Resps. Br. at 34-36.

Complainants argue that the disputed claim term “placed in the main transfer path
between the first gate and the second gate” should be given its plain and ordiﬁary
meaning.” Compls. Br. at 37. Respondents argue that this claim term should be
construed to mean “formed on the main transfer path after the first gate and before the
second gate.” Resps. Br. at 34-36.

As discussed below, the administrative law judge has determined that the claim
term “placed in the rr-lainl transfer path between the first gate and the second gate” should
be given its plain and ordinary meaning.

A person of ordinary skill wouid find the phrase readily understandable, and
requiring no elaboration. See CX-0274C (Howard WS) at Q/A 194-95. Respondents’
proposal is inconsistent with the interpretation that a person of ordinary skill in the art
would apply, at least because it improperiy inserts the confusing term “formed,” which is
both unnecessary and unsupported by the limitation. See id. at Q/A 196. At the hearing,
respondents’ expert Dr. Sturges opined that the patent requires a main transfer path that is

divided into two, perfectly horizontal sections. See Sturges Tr. 562-563. To the contrary,
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the €235 patent makes clear that the cheque standby unit ‘(the structure being addressed by
this limitation) is “placed in” (not “formed on”) a singular main transfer path, which has

both horizontal and vertical sections. Id.

19.  “a depositing controller”

Below is a chart showing the parties’ proposed claim constructions.

“a depositing controller”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: (i) transfer the authentic banknotes
to the main transfer path but the transfer
abnormal banknotes to the abnormal sheet
branch transfer path based on verification
result;

(ii) transfer each of the individual sheets in
the banknotes determined to be a cheque to
the authentic cheque transfer path and the
banknotes other than the cheque to the
authentic cash transfer path based on the
verification result.

Structure: Insufficient structure defined

See Compls. Br. at 38-39; Resps. Br. at 19-22.

Complainants argue that the disputed claim term “a depositing controller” should
be given its plain and ordinary meaning.” Compls. Br. at 38-39. Respondents argue tﬁat
this claim term is a means-plus-function element to be construed in accordance with 35
U.S.C. § 112, 96. Resps. Br. at 19-22. |

For the reasons discussed below, the administrative law judge has determined that

the claim term “a depositing controller” should be given its plain and ordinary meaning.
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A person of ordinary skill would find the phrase understandable, and requiring no
elaboration. See CX-0274C (Howard WSj at Q/A 200-01.

Undver Williqmson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1_349.. Dr. Howard described how a
“depositing controller” would necessarily have a structural meaning to such a person, and
| would refer to the physical portion of a cash-and-checkdepoéiting module that is
- comprised of well-known components in the art for controlling the mechanical operations
of the module. Id. at Q/A 204. For example, the claim describes, in specific terrﬁs, a
precise algorithm that must bé used to control the operation of the device. Id. That is,
the depositing controller must “transfer the authentic banknotes to the main traﬁsfer path
but transfer abnormal banknotes to the abnormal shéet branch transfer path based on the
verification result,” and must also “traﬂsfer each of the individual sheets in the banknotes
determined to be a cheque to the authentic cheque transfer path and the banknotes other
than the cheque to the authentic cash transfer path based on the verification result.” See
JX-0001 (‘235 Patent) at ch. 10, Ins. 56-65. At the hearing, Dr. Sturges acknowledged
that this amounted to a recitation of steps, and that the “depositing controller” is not just
any processof, but a processor specifically ‘for'performing these steps. See Sturges Tr.
550, 552-553 (“Yes, I would agree with that, sure.”); see also Howard Tr. 234-235
(discussing the steps the depositing controller would need to perform). Such recitation of
stéps provides more than sufficient structure to inform a person of skill as to the structuré

required for the “depositing controller.” See CX-0274C (Howard WS) at Q/A 204.
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Further, claim 1 recites how the controller is “connected to” other structural elements,
further establishing structure. Id.

Structure under § 112, ¥ 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“a depositing controller” is a means-plus-function element, the ‘235 patent discio'ses the
required structure. Contrary to respondents’ arguments, the limitation has corresponding
structure in the 235 patent, and so survives deﬁniteneés review. Under § 112,96
treatment, the two claimed functions and corresponding structure are :

First Function: “transferring the authentic banknotes to the main
transfer path but transferring abnormal banknotes to the abnormal
sheet branch transfer path based on verification result”

Second Function: “transferring each of the individual sheets in the
banknotes determined to be a cheque to the authentic cheque
transfer path and the banknotes other than the cheque to the
authentic cash transfer path based on the verification result”

Corresponding structure (first function): depositing controller
(i.e., element 140), carrying out the algorithm described in the

claim -

Corresponding structure (second function): depositing
controller (i.e., element 140), carrying out the algorithm described
in the claim.

See CX-0274C (Howard WS) at Q/A 202. This extends directly from claim 1, as
discussed above, as well as from the written description, which teaches a depositing
controller 140 for performing each of the functions identified. See JX-0001 (‘235 Patent)
at col. 6, Ins. 35-48, Ins. 52-57, Figs. 1 and 2.. A person of ordinary skill in the art would |
- not need to refer to any algorithm to understand the structure being used to perform these
functions, but it should be noted for completeness that the claim language itself teaches

such an algorithm, as do the cited specification sections. See CX-0274C (Howard WS) at
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Q/A 207. Further, the 235 patent describes the actions that the various components
controlled by the “depositing controller” must undertake, and in so doing further
discloses the algorithm required for t;1is term. See JX-0001 (‘235 Patent) at col. 7, Ins.
49-60 (describing how the first gate (controlled by the _depositiné controller as described
at col. 6, 1ns. 38-40) appropriately directs authentic & abnormal notes); col. 8, Ins. 16-23,

42-48 (describing how the second gate (also controller by the depositing controller)

appropriately directs cash and cheques).

20. “individual sheets in the banknotes” (claim 1)

Below is a chart showing the parties’ proposed claim constructions.

. “individual sheets in the banknotes”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning " |indefinite

See Compls.l Br. at 40; Resps. Br. at 102.

Complainants argue that the disputed claim term “individual sheets in the
banknotes” should be given its plain and ordinary meaning. Compls. Br. at 40.
Respondents argue that this claim term is indefinite. Resps. Br. at 102.

The administrative lawjudge has determined that the claim term “individual
sheets in the banknotes” should be given its plain and ordinary meaning. ‘

A person of skill in the art would understand the phrase. See CX-0274C (Howard
WS) at Q/A ‘212-13. A person of ordinary skill in the art would have no difﬁculty
concluding that the reference to “individual sheets in the banknotes determined to be a
cheque” to mean each of the banknote sheets that has been determined, upon use of the

75




Case: 17-2553 Document: 1-2 Page: 158 Filed: 09/15/2017
PUBLIC VERSION

- claimed apparatus, to be authentic cheques. See JX-0001 (‘235 Patent) at col. 10, Ins. 61-
63 (describing “transfer[ring] each of the individual sheets in the banknotes determined to
be a cheque to the authentic cheque transfer path). That is the meaning that a person of
ordinary skill in the art v;lould readily apply, and is the plain and ordinary meaning of the
term at issue. For the éame reasons, such a person would have no difficulty determining

the scope of the limitation. See CX-0274C (Howard WS) at Q/A 214.

21. “an auto-alignment unit” (claim 2)

Below is a chart showing the parties’ proposed claim constructions.

“an auto-alignment unit”

Complainants’ Construction Respondents’ Construction
plain and ordinary meaning Function: align the banknotes while
" |transferring the banknotes on the main
transfer path.
Structure: Insufficient structure disclosed.

 See Compls. Br. at 40-41; Resps. Br. at 6-12.

Complainants argue that the disputed claim term “an auto-alignment unit” should
be given its plain and ordinary meaning. Compls. Br. at 40-41. Respondents argue that
thi}s claim term is a means-plus-function element to be construed in accordance with 35
U.S.C. § 112, 96. Resps. Br. at 6-12.

For the reasons discussed below, the administrative law judge has determined that
the claim term “an auto-alignment unit” should be given its plain ahd ordinary meaning.
A person of ordinary skill in the art would understand that the structure in an ATM that
aligns the banknotes while they traverse the main transfer path is the auto- alignment

unit. In general, an auto-alignment unit refers to the portion or portibns of the module
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. containing driven rollers and sensors for aligning banknotes. See CX-0274C (Howard

WS) at Q/A 215-16.
Under Williamson, it must be determined “whether the words of the claim are

| understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “an auto-alignment unit” would necessarily have a structural meaning to such a
person, and would refer to the physical portion of a cash-and-check depositing module

_that is comprised of well-known components in the art for aligning banknotes. Id. at Q/A
219. The claim also confers additional structure in the form of describing how the “auto- /
alignment unit” must be “provided on the main transfer path.” See J X-0001 (°235 Patent)
at col. 10, In. 66 —col. 11, In. 2. To a person of skill in the art, this would further confirm
the structural requirements for the “auto-alignment unit,” inéludihg by requiring well-

- known componénts to interface with the portion of the cash-and-check depoéiting module

that ;[ransfers the bankhotes. See CX—O274C (Howard WS) at Q/A 219. Dr. Sturges

agreed that the evidence demonstratés that the; term “alignment unit” connoteé structure.

See Sturges Tr. at 542. N

Structure under § 112, 9 6 treatment:

Inthe event the Commission agrees with respondents that the disputed claim term
“an auto-alignment uﬁit” is a means-plus-function element, the ‘235 patent discloses the
required structure. Contrary to respondents’ arguments, the limitation has corresponding
structure in thé *235 description, and so survives definiteness review. Under § 112, 46
treatment, the claimed function is “aligning the banknotes while transferring the

banknotes on the main transfer path,” and the corresponding structure is “alignment unit
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(i.e., element 108), with rollers to align and transfer.” See CX-0274C (Howard WS) at
Q/A:217. There seems to be no substantivé dispute between the parties as to the claimed
function. Id. at Q/A 221. As to the corresponding structure, figure 2 of the 235 patent
teaches an auto-alignment unit 108 that aligns the banknotes while transferring the
banknotes on the main transfer path. Id at Q/A 222; JX-0001 (‘235 Patent) at Fig. 2; see
also id. at col. 2, Ins. 36-39; col. 3, Ins. 48-55, col. 3, Ins. 56-62. Further, inasmuch és the
alignment unit in the ‘235 patent performs alignment while notes are being transferred, a
person of ordinary skill would also understand that the structures commonly associated
with transfer paths in the ‘235 patent were used to perform the function, e.g., rollers to
align and transfer. See id. at Fig. 2, col. 1, Ins. 48-50; col. 2, Ins. 44-4‘7; col. 3, Ins. 49-55;
CX-0274C (Howard WS) at Q/Av222. This further demonstrates the term’s definiteness

under § 112, q 6 treatment.

22, “plural banknotes detection part” (claim 3) -

Below is a chart showing the parties’ proposed claim constructions.

“plural bénknotes-detection part”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaniﬁg Function: detect overlapped individual sheets
based on a thickness of banknotes

Structure; insufficient structure disclosed

See Compls. Br. at 42-43; Resps. Br. at 22-23. .
Complainants argue that the disputed claim term “plural banknotes detection part”

should be given its plain and ordinary meaning. Compls. Br. at 42-43. Respondents
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argué that this claim term is. a rheans-blus-functioh element to be construed in accordance
witﬁ 35 U.S.C. § 112, 6. Resps. Br. at 22-23.

The administrétive law judge has determined that the claim term “plural
banknotes detection part” should be given its plain and ordinary meaning. A person of
ordinary skill in the art would understand that:the structure in an ATM that contains the
‘ sensors‘én.d.apparatus that sense more than one media passiﬁg through the module ata
timé is the plural banknotes detection part. In general, the plural banknotes detection part
refers to the portion or poﬁions of the module that contain the necessary sensors and
hardware capable of identifying plural banknotes.  See CX-0274C (Howard WS) at Q/A
227-28.

Under Williamson, it must be détermined “whether the wqrdé of the claim are
understood by persons of ordinafy skill in the art to have a sufficiently definite _meaning
‘as the- name for structure.”. Williamson, 792 F.3d at 1349. Dr. Howard described th the
pflrase “plural banknofes detection part” would necessarily have a structural meaniﬁg to -
such a person, and would refer to the physical porﬁon of a cash-and-check dépositing
module that is comprised of well-known compone:nts in the art for the detecﬁoﬁ of plural
banknotes. Id. at Q/A231. The claim also confers additional structure in the fofm of
describing how the “plural bankn0t¢s>detecti(‘)n i)art” interacts witfl other claimed
elements. Id. Claim 1 discloses that “verifying unit” (which includes the additional
limitations recited in claim 3) must be “installed on the main transfer path.” JX-0001
(‘235 Patent) at c:o.l. 11, Ins. 3-15. To a person of skill in the art, this would further
confirm the structural requirements for the “plural banknotes detection part,” including

by requiring well-known components to interface with the portion of the cash-and-check
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depositing module that transfers the banknotes. See CX-0274C4(H0ward WS) at Q/A
231. Assuch, § 112, § 6 treatment is unwarranted.

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“plural banknotes detection part” is a means-plus-function element, the ‘235 patent
discloses the required structure. Contrary to respondents’ arguments, the limitation has
corresponding structure in the 235 _description, and so survives deﬁniteness review.
Under § 112, 9 6 treatment, the claimed function is “detecting overlapping individual
sheets based on a thickness of the banknotes,” and the corresponding structure is “plural
notes detection sensors, e.g., an infrared sensor that detects thickness, a magnetic sensor,
a light emitting sensor, a UV sensor.” Id. at Q/A 229. There is no substantive dispute
between the parties as to the claimed function. Id. at Q/A 232-33. As to the
corresponding structure, figure 2 of the ‘235 patent teaches plural notes detection part
110d. See JX-OOOl (°235 Patent) at Fig. 2; see also id. at col. 3, In. 63 — col. 4, lﬁ. 9; col.
4, Ins. i0-19; col. 4, Ins. 30-37 (“the detection sensors may inciude at least one among a
light emitting sensor, a magnetic sensor, a UV sensor, an infrared sensor and thé like™);
col. 4, Ins. 45-48 (“[T]he infrared sensor detects . . . characteristics thereof such as
thickness . . . .”); col. 4, In. 60 — col. 5, In. 6; col. 9, Ins. 34-44.

The ‘-235 pétent describes the light emitting sensor, magnetic sensor, UV sensor,
and infrared sensor as species of “detection sensors.” Id. at col. 4, Ins. 34-48. Thus a
person of ordinary skill would understand the ‘235 patent’s instruction that the plural'
banknotes detection part 110d “detects whether or not two or more banknotes are

overlapped” to mean that it does so using, e.g., one or more of the previously-described
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“detection sensors.” See id. at col. 4, Ins. 60—-64. Further, one of ordinary skill would
understand the 235 pafent’s instruction that such be performed “preferably . . . by way of
detecting a thickness of the banknotes” to clearly refer to the species of “detection
sensors” expressly described as detecting thickness, i.e., the infrared sensors described
above. See CX-O274C (Howard WS) at Q/A 234. Further, a person of ordinary skill

| would understand that a CIS, MICR, or pressurizing device may also detect a thickness of
potentially-overlapping notes. Id. This further demoﬁstrates the terms’ definiteness

under a § 112, 6 treatment. See also id. at Q/A 235.

23. “based on a thickness of the banknotes” (claim 3)

Below is a chart showing the parties’ proposed claim constructions.

“based on a thickness of the b‘ahknotes}’?

Complainants’ Construction Respondents’ Construction
plain and ordinary meaning “based on a measurement of the thickness of
the banknotes”

| See Compls. Br. at 44; Resps. Br. at 36-37.

Complainants argue that the disputed claim term “based on a thickness of the
banknotes” should be given its plain and ordinary meaning. Compls. Br. at 44.
Respondents argue that this claim term should be construed to mean “based on a
measurement of the thickness of the banknotes.” Resps. Br. at 36-37.

For the reasons discussed below, the administrative law judge has determined that
the claim term “based on a thickness of the banknotes” should be given its plain and

ordinary meaning.
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‘ A person of ordinary skill in the art would understand the term’s meaniﬁg,
| requiring no elaboration. See CX-0274C (Howard WS) at Q/A 236-37. Respondents’

. proposal is inconsistent with the interpretation that person of ordinary skill in the art
would apply, at least because it improperly inserts an extensive set of requirements that
are not present in the claitﬁ. For example, respondents’ proposed construction
unnecessarily replaces the reference fo “banknotes” With. a reference to “sheets,” which is
not the ﬁnderstanding that a person of ordinary skill in the art would apply. Resbondents’
proposed construction also unnecessarily adds the requirement that “a measurement” of
the thickness be taken, while the claim requires only that it be based on the thickness of
banknotes. Dr. Sturges admitted that sensors, such as in infrared sensor, are capable of
measuring thickness through signal attenuation. See RX-O409C (Sturges RWS) at Q/A
24_(;‘[T]he signal is dampéned slightly by the prcsehcé of the sheet between the emitter
and receiver.”); see also RX-0410C (Langhuber RWS) at Q/A 32 (“Depending on the

-attenuation of the signal received, the CCDM Vé is able to tell if there is a single piece of

~ media or more than one piéce of media.”) Respondents’ construction would disallow, for

example, an infrared sensor that detecté two overlapped notes by ﬁleaSuring the

attehuation in the strength of a signal as it passes through overlaﬁped notes versus a

single note. See CX-0274C (Howard WS) at Q/A 238.
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24. “a cash verifying part for verifying authenticity or abnormality
of the banknotes by sensing characteristics of the banknotes”
(claim 3)

Below is a chart showing the parties’ proposed claim constructions.

“a cash verifying part for verifying authenticity or abnormality of the
' “banknotes by sensing chargctéristic_s of the banknotes” -

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: verifying authenticity or
abnormality of the banknotes by sensing
characteristics of the banknotes.

Structure: a light emitting sensor, a magnetic
sensor, an UV sensor, or an infrared sensor.

See Compls. Br. at 44-46; Resps. Br. at 23-25.

Complainants argue that the disputed claim term “a cash verifying part for
verifying authenticity or abnormality of the banknotes by sensing characteristics 6f the
banknotes” should be given its plain and ordinary meaning.” Compls. Br. at 44-46.
Respondents argue that this claim term is a means-plus-function element to be construed
in accordance with 35 U.S.C. § 112, § 6. Resps. Br. at 23-25.

The administrative law judge has determined that the claim term “a cash verifying
part for verifying authenticity or abnormality of the banknotes by sensing characteristics
of the banknotes” should be given its plain and ordinary meaning. A person of skill in
this art would understand that the structure in an ATM that contains the sensors and
apparatus to validate the authenticity of cash is the cash verifying part. In general, the
cash verifying part refers to the poﬁion or portions of the module that contains the
necessary sensors and hardware for validation of cash. See CX-0274C (Howard WS) at

Q/A 239-40.

83




Case: 17-2553 Document: 1-2 Page: 166 Filed: 09/15/2017
PUBLIC VERSION

Under Williarﬁson, it must be determined “Whether the words éf the claim are
understood by‘ pérsons of ordinary skill in the art to have a sufﬁéienﬂy definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “a cash verifying part for verifying authenticity or abnormality of the banknotes
by sensing characteristics pf the banknotes” would ﬁecessarily have a §tructura1 meaning
to such a person, and would refer to the physical pénion of a cash-and-check depositing
module that is comprised of well-known components in the art for V‘erifying banknotes’
authentiéity/abnormality based on previously-known sensors. Id. at Q/A 243. The claim
also confers additional structure in the form of describing how the “plural banknotes
detection part” interacts with other claimed elements. As can be seen, claim 1

: eniphasizes that “verifying unit” (which includes the additioﬁal l-imitations recited in
claim 3) must be “installed on the ma:in tlfansfer i)éth.” See J X-0001 (235 Patent) at col.
11, Ins. 3-15. To a person of skill in the art, this would further conﬁrin the stmctura_l

" requirements for the “cash verifying part for verifying authenticity or abnormality of the

banknotes by 'sen.sing characteristics‘of the banknotes,” including by requiring well-

| | known components to interface with the portion of the cash-and-check depo.sitir.lg module

| that transfers the banknotes. See CX-0274C (Howard WS) at Q/A 243. Thus, §112,96

treatment is unwarranted. | |

Structure under § 112, € 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
““a cash verifying part for verifying authenticity or abnormality of the banknotes by
sensing characteristics of the banknotes” is a means-plus-function element, the 235

patent discloses the required structure. Under § 112, 6 treatment, the claimed function

84



Case: 17-2553  Document: 1-2 Page: 167 Filed: 09/15/2017
PUBLIC VERSION

is “verifying authenticity or abnormality of the banknotes by sensing characteristics of
the banknotes,” and the corresponding structure is “a cash verifier, and detection senslors
includi'ng _light emitting sensors, magnetic sensors, ultraviolet sensors, and infrared
sensors.” See id. at Q/A 245. There seems to be no substantive dispute between the
parties as to the claimed function. See id. at Q/A 244-245. Asto 'the corresponding
structure, figure 2 of the ‘235 patent teaches cash verifying unit 110b. See JX-0001 (‘235
Patent) at Figs. 1 and 2, col. 4, Ins. 30-48; col. 7, Ins. 33-35; col. 9 Ins. 15-22; CX-0274C
(Howard WS) at Q/A 246. The ‘235 patent specifically describes the use of this cash
verifier and detection sensors including light emitting sensors, magnetic sensors,
ultraviolet sensors, and infrared sensors. See id.; CX-0274C (Howard WS) at Q/A 246-

47.

25. “a communication controller” (claim 6)

Below is a chart showing the parties’ proposed claim constructions.

“a communication controller” B

Complainants’ Construction . Respondents’ Construction

plain and ordinary meaning Function: communicate with a host computer.

Structure: Insufficient structure disclosed

See bompls. Br. at 46-47; Resps. Br. at 19-21.

Complainants argue that the disputed claim term “a communication controller”
should be given its plain and ordinary meaning. -Compls. Br. at 46-47. Respondents
argue that this claim term is a means-plus-function element to be construed in accordance

with 35 U.S.C. § 112, 9 6. Resps. Br. at 19-21.
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The administrative law judge has determined that the claim term “a
communication controller” should be given its plain and ordinary meaning. A person of
ordinary skill in the art would find this phrase readily understandable, and requiring no |
further elaboration. See CX-0274C (HoWard WS) at Q/A 248-49.

Under Williamson, it must be deteﬁnined “whether the words of the cléim are
understood by persons of ordinary skill in the art to have a sufﬁciehtly definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “a communication controller” would necessarily have a structural meaning to a
person of ordinary skill in the art, and would refer to the physical portion of a cash-and-
check depositing module that is comprised of well-known components in the art for
communicating with other computers. Id at Q/A 252. The claim also confers additional
structure in the form of describing hbw the “plural commﬁnication controller” interacts
with other claimed elements. As cdn be seen, claim 6 emphasizes that the
~ “communication controller” mu..st be “connected” to the “host computer.” See JX-0001
(‘235 Patent) at col. 11, In. 23 —col. 12, In. 2. To a person of skill in the art, this would
further confirm the structul_ral requirements for the “communication controllér.” See CX-
0274C (Howard WS) at Q/A 252. For these reasons, means-plus-function treatment is
unwarranted.

Structure under § 112, € 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“a communication controller” is a means-plus-function element, the ‘235 patent discloses
the required structure. Contrary to respondents’ arguments, the limitation has

corresponding structure in the ‘235 patent, and so survives definiteness review. Under
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§ 112, 9 6 treatment, the claimed function is “communicating with a host computer,” and
the corresponding structure is “a communication controller (i.e., element 146)‘ having a
transmitter and a receiver.” See id. at Q/A 250. There seems to be no dispute as to the
claimed function. Id. at Q/A 253-54. As to the structure, the patent teaches the use of a
comrﬁunication éontroller (i.e., element 146) having a transmitter and a receiver. Id. at
Q/A 255; see, e.g., JX-0001 (‘235 Patent) col. 6, Ins. 58-67; Figs. 1 and 2. A person of
ordinary skill in the art would not need to refer to any algorithm to understand the
structure being used to perform this function, but for completeness that the claim
language itself teaches such an algorithm, as do the cited specification sections. See CX-
0274C (Howard WS) at Q/A 255. This further demonstrates the term’s definiteness

under § 112, § 6 treatment.

26. “a central controller” (claim 6)

Below is a chart showing the parties’ proposed claim constructions.

“a central controller”

Complainants’ Construction. Respondents’ Construction

plain and ordinary meaning Function: control the memory, depositing
controller, and communication controller.

Structure: Insufficient structure disclosed.

See Compls. Br. at 47-48; Resps. Br. at 19-22.

Complainants argue that the disputed claim term “a central controller” should be
given its plain and ordinary meaning. Compls. Br. at 47-48. Respondents argue that this
claim term is a means-plus-function element to be construed in accordance with 35

U.S.C. § 112, 9 6. Resps. Br. at 19-22.
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For the reasons discussed below, the administrative law judge has determined that
the claim term “a central controller” should be given its plain and ordinary meaning.
Under Williamson, it must be detérmined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning .
as the name for structure.” Wi’lliamson, 792 F.3d at 1349. A person of ordinary skill in
the art would find the phrasé' readily understandable, and requiring no further elaboration.
See CX-0274C (Howard WS) at Q/A 260-61. Dr. Howard described how the phrase “a
central controller” would necessarily have a structural meaning to a person of ordinary
~skill in the art, and would refer to the physicai portion of a cash-and-check depositing
" module that is comprised of well-known components in the art for providing basic
control to memories, depositing controllers, and the communication controller. See CX-
0274C (Howard WS) at Q/A 264.

Structure under § 112, 9 6 treatment:

In the eQent the Commission agrees with respondents that the disputed claim term
“a cehtral controller” is a means-plus-function element, the ‘235 patent discloses the
required strﬁcture. Contrary to respondeﬁts’ arguments, the limitation has corresponding. |
structure. in the ‘235 patent, and so éurvives definiteness review. Under § 112,96
treatment, the claimed function is “controlling the memory, the depositing controller, and
the communication controller;” .the corresponding structure is “a central controller (ie.,
elemernt 144).” Id. at Q/A 262. There seems to be no dispute as to the claimed function.
Id. at Q/A 265-66. As to the structure, the patent teaches the use of a communication
controller (i.e., element 146) having a transmitter and a receiver. See JX-0001 (‘235

Patent) at col. 7, Ins. 1-2; Fig. 1; CX-0274C (Howard WS) at Q/A 267. A person of
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ordinary skill in the art would not need to refer to any algorithm to understand the
structure being used to perform this function; but, for completeness, the claim language
itself teaches such an algorithm, as do the cited specification sections. See CX-0274C

(Howard WS) at Q/A 267. The term is definite under § 112, § 6 treatment.'®

27. “a user input unit” (claim 6)

Below is a chart showing the parties’ proposed claim constructions.

“a user inpuf unit”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: receive information from the user.

Structure: a key panel or a touch panel.

See Compls. Br. at 48-49; Resps. Br. at 10-11.

Complainants argue that the disputed claim term “a user input unit” should be
given its plain and ordinary meaning. Compls. Br. at 48-49. Respondents argue that this
claim term is a means-plus-function element to be construed in accordance with 35
U.S.C.§ 112, 96. Resps. Br. at 6-12.

The administrative law judge has determined that the clairﬁ term “a user input
unit” should be given its plain and ordinary meaning. A person of ordinary skill would
find this understand that the structure in an ATM that user interacts with to perform a

deposit is the user input unit. In general, the user input unit refers to the portion or

'6 Respondents argue that claim term “depositing controller” is a means-plus-function
element to be construed in accordance with 35 U.S.C. § 112, 9 6. They argue that
“insufficient structure” is defined. See Resps. Br. at 21. However, this claim term is not
one of the 27 disputed claim terms, but respondents nonetheless argue that it is indefinite.
See Joint Outline at 2-5. In any event, this claim term is discussed in the validity section
of this ID. See id. at 5.
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“portions of the module that coﬁtains the touchscreen monitor and/or keypad for user
input. See CX-0274C (Howard WS) at Q/A 269-70.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “a user input unit” would necessarily have a structural meaning to a pefson of
ordinary.skill in the art, and would refer to the physical portion of a cash-and-check
depositing module that is comprised of well-known components in the art for permitting
a user to provide input. See CX-0274C (Howard WS) at Q/A 271, 273.

Structure under § 112, 4 6 treatment:

In the event the Commission agrees with respondents that fhe disputed claim term
“a user input unit” is a means-plus-functiofl element, the ‘235 patent discloses the
required structure.‘ Under § 112, ] 6 treatment, the claimed function is “receiving
information from _the user;” the claimed structure is “a key panel and/or a touch panel.”
See id. at Q/A 271. There seems to be no dispute as to the claimed function. Id. at Q/A
274-75. A pérson of ordinary skill iﬁ the art would find cofresponding structure in the
235 patgnt. Id at Q/A 27\6. As can be seen, the patent teaches the use of a key panel
and/or touch panel. See JX-0001 (‘235 Patent) at col. 7, Ins. 3-5; Fig. 1; CX-0274C
(Howard WS) at Q/A 276.‘ The parties do not seem to be in disagreement as to either the

corresponding structure or function. See Resps. Br. at 10-11.
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28. “an authentic cheque incoming unit” (claim 8)

Below is a chart showing the parties’ proposed claim constructions.

“an authentic cheque incoming unit”

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning Function: temporarily hold an individual
sheet of the at least one authentic cheque
transferred along the authentic cheque
transfer path.

Structure: Insufficient structure disclosed.

See Compls. Br. at 49-50; Resps. Br. at 6-12.

Complainants argue that the disputed claim term “an authentic cheque incoming
unit” should be given its plain and ordinary meaning. Compls. Br. at 49-50.
Respondents argue that this claim term is a means-plus-function element to be construed
in accordance with 35 U.S.C. § 112, § 6. Resps. Br. at 6-12.

The administrative law judge has determined that the claim term “an authentic
cheque incoming unit” should be given its plain and ordinary meaning. A person of
ordinary skill in the art would understand that the structure in an ATM that collects
checks and temporarily holds is the authentic cheque incoming unit. In general, an
authentic cheque incoming unit is the portion or portions of the module that collect the
checks prior to placing them into storage. See CX-0274C (Howard WS) at Q/A 296-97.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the

claim term “an authentic cheque incoming unit” would necessarily have a structural
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| meaning to such a person, and would refer to the physical portion of a cash-and-check
depositing module that is comprised of well-known components in the art for accepting
incoming checks. The claim also emphasizes that the “authentic cheque incoming unit”
must be “disposed at a rear end side of the authentic cheque transfer path.” See JX-0001
(°235 .Péltent) at col. 12, 1Ins. 13-14. To a person of skill in the art, this would further
confirm the structural requirements for the “authentic cheque incoming unit,” including
by requiring well-known compoﬁeﬁfs_ to interface with the portion of the cash—and-check
depositing module (discussed above) that transfers cheques verified by the verifying unit.
See CX-0274C (Howard WS) at Q/A 300. For theée reasons., means-plus-function

treatment is unwarranted.

Structure under § 112, 9 6 treatment:

In the event the CommisSion égregé with respondents that the disputed claim term
. “an authéntic cheque incoming unit” is a means-plus-function element, thé ‘235 patent
discloses the fequired'structure. Contrary to respondents’ arguments, the limitation has
corresponding structure in fhe ‘235 patent, and so survives definiteness review. Under

§ 112, 9 6 treatment, the claimed function is “témpbrarily holding an individual sheet of
the at least one authentic cheque transferred along the authentic cheque transfer path;” the
corresponding structure is “authentic cheql_;e incoming unit 128, and stacking and
temporary storage of media.” Id at Q/A 298. There seems to be no dispute as to the
claimed function. Id. at Q/A 301-02. As to the structure, the patent teaches an authentic
cheque incoming unit 128, and stacking and temporary storage of media. See JX-0001

(‘235 Patent) at Fig. 2; col. 2, Ins. 65-66; col. 3, Ins. 36-37; col. 5, Ins. 40-54; col. 8, Ins.
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16-24; col. 6, Ins. 4-7; col. 8, Ins. 32-41;.CX-O274C (Howard WS) at Q/A 303-04. This

further demonstrates the term’s definiteness under a § 112, 9§ 6 treatment.

29. “configured to store the individual sheet of the at least one
authentic cheque responsive to the individual sheet of the at
least one authentic cheque being held by the authentic cheque

" incoming unit” (claim 8)

Below is a chart showing the parties’ proposed claim constructions.

“configured to store the individual sheet of the at least one authentic cheque
responsnve to the 1nd1v1dual sheet of the at least one authentic cheque being held
‘by the authentlc cheque incoming unlt” o

Complainants’ Construction Respondents’ Construction

plain and ordinary meaning indefinite

See Compls. Br. at 50-51; Resps. Br. at 102-03.

Complainants argue that the disputed claim term “configured to store the
individual sheet of the at least one authentic cheque responsive to the individual sheet of -
the at least one authentic cheque being held by the authentic cheque incoming unit”
should be given its plain and ordinary meaning. Compls. Br. at 50-51. Respondents
argue that this claim term is indefinite. Resps. Br. at 102-03.

The administrative law judge has determined that the claim term “configured to
store the individuaI. sheet of the at least one authentic cheque responsive to the individual
sheet of the at least one authentic cheque being held by the authentic cheque incoming
unit” should be given its plain and ordinary meaning. A person of ordinary skill in the art
would find this phrase understandable, and requiring no further elaboration. See CX-

0274C (Howard WS) at Q/A 308-09. A person of ordinary skill in the art would
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understand that the limitation describes storing each sheet that the authentic cheque

incoming unit holds, i.e., that when the condition of an authentic cheque being held in the

~ authentic cheque incoming unit occurs, the device is configured to store said sheet. See

id at Q/A 310.

30. Agreed Claim Constructions

Each of the parties provided a table showing the claim terms that are not disputed

and their proposed constructions.

Complainants argue: “The parties agree to the following constructions: -

“transfer each of the individual sheets with a
predetermined time interval” '

(plain and ordinary meaning)

“abnormal banknotes verified by the verifying unit”

“banknotes verified as abnormal
during the verification process”

“abnormal sheet unloading transfer path”

(plain and ordinary meaning)

“abnormal sheet branch transfer path”

(plain and ordinary meaning)

“a first gate configured to selectively route the
verified banknotes to the abnormal sheet branch
transfer path or the main transfer path”. '

“a first gate configured to
selectively route the banknotes
verified as abnormal to the
abnormal sheet branch transfer
path or the banknotes verified as
authentic to the main transfer
path”

“responsive to receiving user instructions cancelling

depositing of the at least one authentic cheque”

(plain and ordinary meaning)

““connected to the first gate, the second gate and the
- verifying unit”

“operatively connected to the first
gate, the second gate, and the
verifying unit”

“configured to align the banknotes while
transferring the banknotes on the main transfer

(plain and ordinary meaning)

-_path”
“host computer” (plain and ordinary meaning)
“a deposit display unit” (plain and ordinary meaning)

“a receipt output unit”

(plain and ordinary meaning)

“disposed at the rear end side of the authentic
cheque transfer path”
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See Compls. Br. at 51.

Respondents argue: “In the interest of streamlining the issues of this Investigation

for the ALJ, Diebold has agreed to the constructions proposed by Hyosung for several of

the claim terms. Below is a chart illustrating the claim constructions that are agreed to by

the parties and the claim terms that need no construction.” Resps. Br. at 37. The table is

reproduced below.

JYETccdConstructions

“abnormal banknotes verified by the
verifying unit”

banknotes verified as abnormal during the
verification process”

“transfer each of the individual sheets
with a predetermined time interval”

Plain and ordinary meaning

“abnormal sheet branch transfer path”

Plain and ordinary meaning

“abnormal sheet unloading transfer
path”

Plain and ordinary meaning

| “a first gate configured to selectively
route the verified banknotes to the
abnormal sheet branch transfer path
or the main transfer path”

“a first gate configured to selectively route the
banknotes verified as abnormal to the abnormal
sheet branch transfer path or the banknotes
verified as authentic to the main transfer path”

“responsive to receiving user
instructions cancelling depositing of
the at least one authentic cheque”

Plain and ordinary meaning

“connected to the first gate, the
second gate and the verifying unit”

operatively connected to the first gate, the
second gate, and the verifying unit

“configured to align the banknotes
‘| while transferring the banknotes on
‘the main transfer path”

Plain and ordinary meaning

“host computer”

Plain and ordinary meaning

“disposed at the rear end side of the
authentic cheque transfer path”

Plain and ordinary meaning

“a deposit display unit”

Plain and ordinary meaning

| “a receipt output unit”

Plain and ordinary meaning

(ClaimyLenmyLhadNcedsNoJEonsiruction
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“coupled to” Plain and ordinary meaning

~ Agreed Proposed Functions and Structures

“bundle insertion unit” This is a means-plusnction element to be
construed in accordance with 35 U.S.C. § 112,

q6.

Function: receive a bundle of banknotes from a
user

Structure: an insertion case, an opening, and a
shutter for opening/closing the insertion case

“an abnormal sheet branch transfer This is a means-plus-function element to be
unit” construed in accordance with 35 U.S.C. § 112, §
6.

Function: transfer the abnormal banknotes
verified by the verifying unit.

Structure: guide walls, transfer rollers, and a
driving motor

“an abnormal sheet unloading This is a means-plus-function element to be
transfer unit” construed in accordance with 35 U.S.C. § 112, §
' 6.

Function: to return the abnormal banknotes to the
user via the bundle insertion unit.

Structure: guide walls, transfer rollers, and a
driving motor.

“an authentic cheque transfer unit” This is a means-plus-function element to be
construed in accordance with 35 U.S.C. § 112,
6.

Function: transfer at least one authentic cheque
verified by the verifying unit.

Structure: guide walls, transfer rollers, and a
driving motor.

“an authentic cash transfer unit” This is a means-plus-function element to be
construed in accordance with 35 U.S.C. § 112, 4
6.

Function; transfer authentic banknotes other than
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bheques verified by the verifying unit.

Structure: guide walls, transfer rollers, and a
driving motor. ‘

See Resps. Br. at 37-39.

B.  'Infringement Analysis of the 235 Patent

As discussed above, complainants assert independent apparatus claim 1 and
dependent claims 2, 3,6, 8,and 9 of the 235 patent. See Compls. Br. at 52-107.
Complainants argue: “Diebold directly infringes claims 1, 2, 3, 6, 8, and 9 by making,

-using, and selling the ATM products identified below. Diebold also contributorily
infringe's those same claims via its importation of CCDMv?2 modules, including, e.g., the

upper units, lower units, cassettes, thereof.” Compls. Br. at 51.

1. Applicable Law
a. Direct Infringement

Under 35 U.S.C. §271(a), direct infringement consists of making, using, offering
- torsell, or selling a patenteci invention without consent of the patent owner. The -
complainant in a section 337 investigatinn bears the burden of proving infringement of
the asserted patént claimé by a “preponderance of the evidence.” Certain Flooring
Products, Inv. No. 337-TA-443, Comm’n Notice of Final Determination of No Violation
of Section 337, 2002 WL 448690, at *59, (Mar. 22, 2002); Enercon GmbH v. Int’l Trade
Comm’n, 151 F.3d 1376 (Fed. Cir. 1998).

Literal infringement of a claim occurs when every limitation recited in the claim

appears in the accused device, i.e., when the properly construed claim reads on the
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accused device exactly.” Amhil Enters., Ltd. v. Wawa, Inc., 81 F.3d 1554, 1562 (Fed.
Cir. 1996); Southwall Tech. v. Cardinal IG Co., 54 F.3d 1570, 1575 (Fed Cir. 1995).

If the accused product does not literally infringe the patent claim, infringement
might be found under the doctrine of equivalénts. “Under this doctrine, a product or -
process that does not literally infringe upon the express térms of a patent claim may
nonetheless be found to infriﬁge if there is ‘equivalence’ between the elements of the
accused product or process and the claimed elements of the patented-invention.” Warner- |
Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17, 21 (1997) (citing Graver
Tank & Mfg: Co. v. Linde Air Products Co., 339 U.S. 605, 609 (1950)). “The
determinatiop of equivalence should be applied as an objective inquiry on an

| element—by-elemcht basis.”18 Id. at 40.

"‘Ap element in the accused produét is equivalent.to a claim limitation if the
differences between the two are inéubstantial. The analysis focuses on whether the
element in the accused device ‘performs substantiaily the same .func‘tion in subsfantially
the same way to obtain the same result’ as the claim limitation.” AquaTex Indus. v.
Techniche Solutions, 419 F.3d 1374,. 1382 (Fed. Cir. 2005) (quoting Graver T ahk, 339

U.S. at 608); accord Absolute Software, 659 F.3d at 1139-40."

17 Each patent claim element or. limitation is considered material and essential. London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). If an accused device

* lacks a limitation of an independent claim, the device cannot infringe a dependent claim.

See Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 1546, 1552 n.9 (Fed. Cir. 1989).

¥ «“Infringement, whether literal or under the doctrine of equivalents, is a question of
fact.” Absolute Sofiware, Inc. v. Stealth Signal, Inc., 659 F.3d 1121, 1130 (Fed. Cir.
2011).

19 “The known interchangeability of substitutes for an element of a patent is one of the
express objective factors noted by Graver Tank as bearing upon whether the accused
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Prosecution history estoppel ‘c.ar‘l prevent a patentee from relying on fhé doctrine
of equivalents when the patentee relinquished subject matter during the prosecution of the
patent, either by amendment or argument. AquaTex, 419 F.3d at 1382. In particular,
“[t]he- doctrine of prosecution history estoppel limits the doctrine of equivalents when an-
applicant makes a narrowing amendment for purposes of patentability, or clearly and
unmistakably surrenders subject matter by arguments made to an éxaminer.” Id.

(quoting Salazar v. Procter & Gamble Co., 414 F.3d 1342, 1344 (Fed. Cir. 2005)).

b. Indirect Infringement: Contributory Infringement

Sectioﬁ 271(c) of the Patent Act provides: “Whoever offers to sell or sells within
the United States or imports into the United States a componént of a patented machine,
manufacturé, combination or corpposition, ora material or apparatus for use in practicing
“a patented process, constituting a material part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such patent, and not a
“staple article or comrﬁodity of commerce suitable for substantial noninfringing use, shall
be liable as a contributory infringer. 35 U.S.C. § 271(c).

Section 271(c) “covers both contributory infringement of system claims and

method claims.”?’: Arris, 639 F.3d at 1376 (footnotes omitted). To hold a component

device is substantially the same as the patented invention. Independent experimentation
by the alleged infringer would not always reflect upon the objective question whether a
person skilled in the art would have known of the interchangeability between two
elements, but in many cases it would likely be probative of such knowledge.”

- Warner-Jenkinson, 520 U.S. at 36.

20 «“Claims which recite a ‘system,” ‘apparatus,” ‘combination,’ or the like are all
analytically similar in the sense that their claim limitations include elements rather than
method steps. All such claims can be contributorily infringed by a component supplier.”
Arris, 639 F.3d at 1376 n.8.
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supplier liable for con;[ributory infringement, a patent holder must Shdw, inter alia, that
(a) the supplier’s product waé used to commit acts of direct infringement; (b) the
product’s use constituted a material part of the invention; (c) the supplier knew its
product was especially made or especially adapted for use in an infringement” of the
patent; and (d) the product is not a staple article or commodity of commérce suitable for

substantial noninfringing use. Id.

2. Accused Products and Importation

Complainants argue: “Diebold directly infringes claims 1, 2, 3, 6, 8, and 9 by
making, using, and selling the ATM products identified below: Diebold also
contributorily infringes those same claims v:ia‘its importation of CCDMv?2 modules

- including, e.g., | 1.7 _Compls. Br. at 52 (citations omitted).
Complainants argue:

The Diebold Accused Products are the ActivMedia versions of
Diebold’s 77xx products (7700, 7780, 7790) and its Diebold 9900
ActivMedia sidecar. The evidence establishes how Diebold assembles -
each of the accused ActivMedia ATM products—the ATMs discuss
above—at issue in this case at its facility in Greensboro, NC. Diebold
sells such products assembled in its Greensboro facility to various
customers in the United States, and delivers the same products to such
customers.

Diebold acquires [

~ ] in Greensboro, at which point Diebold is engaged
in the manufacture (and, subsequently, sale) of a patented article. Diebold
sells Accused Products assembled in its Greensboro facility to various
‘customers in the United States, and delivers Accused Products to such
customers.

Compls. Br. at 52-53 (citations omitted).
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As noted by complainants, the Diebold Accused Products (hereinafter, “Accused
Products™) are the ActivMedia versions of Diebold’s 77xx products (7700, 7780, 7790)
and its Diebold 9900 ActivMedia sidecar. See Compls. Br. at 4-5, 52-53; CX-0274C
(Howard WS) at Q/A 313; CX-0182C (Diebold 7500 Spec Sheet) at NH_989-00068619;
CX-0185C (Diebold 7700 Spec Sheet) at:NH_989-00068621. The evidence shows how
Diebold assémbles each of the accused ActivMedia ATM products (the ATMs discussed
above) at issue in this investigation .at its facility in Greensboro, North Carolina. See
Cameron Tr. 423, 427. Diebold sells such products assembled in its Greensboro facility
to various customers in the United States, and delivers the same products to such
customers. See CX-0274C (Howard WS) at Q/A 350; CX-0269C (Cameron Dep. Tr.)
32, 98-100, 130-131; see also CPX-0007C (Spreadsheet, Cameron. Ex. 6); CPX-0009C
(Spreadsheet, Cameron Ex.. 8); CX-0270C (Nieding Dep. Tr.) 85-91; CX-0119C
(Spreadsheet (Neiding Dep. Ex. 2)) and CPX-OOOZC (ActivéMedia spreadsheet); CX-
0120C (Spreadsheet, Neiding Ex. 3); CX-0121C (Spreadsheet, Neiding Ex. 4); CX-
0122C (Spreadsheet, Neiding Ex. 5); CX-0128C (Spreadsheet, Neiding Ex. 11). |

Diebold [ R impoﬁs them into the
United States, and incorporates them into the accused ATM products at its facility in
Greensboro, at which point Diebold is engaged in the manufacture (and, subsequently,
sale) of the Accused Products. See CX-0274C (Howard WS) at Q/A 3‘5 1; Cameron Tr.
418 (agreeing that | ] of Diebold 77XX’S sold in 2015 included a CCDMV2);
| 420 ([ - Jof Diebold 77XX’s sold in 2016 included a CCDMv2); CX-0269C |

(Cameron Dep. Tr.) at 17, 69-70. Diebold sells Accused Products assembled in its
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Greensboro facility to various customers in the United Stateé, and delivers Accused
Products to such customers. See Cameron Tr. 418-420.

Respondents’ Arguments Concerning Jurisdiction and Importation

Respondents argue that the Commission lacks jurisdiction over the accused
products because they are not imported. See Resps. Br. at 4.
With respect to jurisdiction, respondents argue: |

The Accused Products in this investigation are Diebold ATMs with
ActivMedia technology sold in the United States. -Specifically, Hyosung
accused Diebold of infringement by the importation of the Diebold 7500,
Diebold 7550, Diebold 7700, Diebold 7780, Diebold 7790, and Diebold
9900 (the “Accused Products™).

The Commission has in rem jurisdiction when infringing articles
are imported, sold for importation, or sold within the United States after
importation by the owner, importer, or consignee. 19 U.S.C. §
1337(a)(1)(B). But the Commission only has jurisdiction over imported
articles or components thereof to the extent those articles or components
thereof infringe the asserted patent. It is well-established Commission law
that for a violation under 19 U.S.C. § 1337(a)(1)(B)(i) based on patent
infringement, the articles must infringe at the time of importation. Certain
Elec. Devices with Image Processing Sys., Components Thereof, and
Associated Software, Inv. No. 337-TA-724, Comm’n Op. at 13-14 (Dec.
21 2011) (“We also interpret the [statutory] phrase ‘articles that — infringe’
to reference the status of the articles at the time of importation. Thus,
infringement, direct or indirect, must be based on the articles as imported
to satisfy the requirements of section 337.”). This is true, as is the case
here, of device claims where specific limitations are not met by the
Accused Products that are imported. Certain Products Containing
Interactive Program Guide and Parental Control Technology
(“Interactive Program Guide™), Inv. No. 337-TA-845, Initial
Determination at 39 (July 2, 2013), aff’d relevant part, Comm’n Op. at 12
(Dec. 11,2013).

But the Accused Products have never been imported into the
United States, by Diebold, or anyone else. On the contrary, they are
assembled in the United States from hundreds of parts, many of which are
off the shelf and domestically sourced. Thus, the Commission does not
have in rem jurisdiction over the Accused Products and the jurisdiction of
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the Commission here is limited to the specific components Hyosung has
identified as being imported by Diebold.

Resps. Br. at 4-5 (certain citations omitted).
Concerning importation, respondents argue:

As noted above, the Accused Products in this investigation are
Diebold ATMs that are not imported into the United States. Hyosung
argues that the Accused Products “principally utilize imported parts”, but
this claim is not true. Diebold provided the sourcing location to the extent
available for the constituent parts for all the Accused Products. Diebold

. witness Shannon Cameron walked through these documents in her witness
statement, explaining how these sourcing documents show the source of
each part for the Accused Products. Each sourcing document shows that
the majority of parts for the Accused Products are domestically sourced.
For example, the sourcing document for the Diebold 7780 reveals that
77% (365 of 472 parts) with known sourcing were sourced in the United
States. Likewise, the Diebold 7790 uses 78% domestic parts (367 of 468).
In fact, all of the Accused Products are principally made of domestically-
sourced parts. Thus, Hyosung’s allegation that the Accused Products
“principally use[]” imported parts is false.

This is far from the situation in Certain Multiple Mode Outdoor
Grills and Parts Thereof, where some respondents unsuccessfully argued
that products imported in an unassembled state do not infringe an '
apparatus claim. Inv. No. 337-TA-895, Initial Determination at 60-63
(Sept. 24, 2014), unreviewed in relevant part, Comm’n Op. (Feb. 20,
2015). Here, only 23% of the parts of the Accused Products are imported.

Hyosung is required to point to imported components that infringe,
directly or indirectly, as imported. Certain Electronic Devices, Inv. No.
337-TA-724, Comm’n Op. at 13-14 (Dec. 21, 2011) (“We also interpret
the [statutory] phrase ‘articles that — infringe’ to reference the status of the
articles at the time of importation. Thus, infringement, direct or indirect,
must be based on the articles as imported to satisfy the requirements of
section 337.”). Importantly, Hyosung does not accuse any component or
combination of components of the Accused Products of directly infringing
the Kwak patent, which is fatal to Hyosung’s allegations of direct
infringement for several claims. Even taking the sum of the components
that are foreign sourced, which are not necessarily imported by Diebold,
the result falls well short of anything that resembles the Accused Product.

* * *
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Knowing it cannot substantiate a Section 337 violation based on

~direct infringement by the Accused Products, Hyosung resorts to a
contributory infringement claim based on the importation of the CCDM
V2 module. The CCDM V2 module is not merely imported in a
disassembled state: it is imported in several components that make up only
partial assembly of the functional device that is accused of contributory
infringement. Moreover, the CCDM V2 as imported lacks the necessary
components for it to operate to accept any notes, transfer notes, or deposit
notes. The imported components lack the pieces needed to install the
CCDM into the ATM, as well as the critical Mayfair software, that
controls all relevant operations of the device, including whether to allow
mixed-bundle deposits, and where to route checks and cash. The Mayfair
software is locally sourced and installed in the United States.

Resps. Br. at 39-41 (certain citations and footnotes omitted).

Contraryl to respondents’ érguments, r¢$pohdents5' importation of CCDMv2
modules establishes Commission jurisdiction; As discussed below, respondents’
: ifhportation of CCDMv2 modules is an act of contributory infringement. Its subsequent
manufacture,' offer for sale, and sale of finished ATMs containihg those modules are acts:
of direct infringement. Such action is sufficient to invoke Commission jurisdiction Qver
both the imported CCDMv2 modules and the. ATMs that contain them. |

Both the Commission and the Federal Circuit have recognized tile Commission’s
authority to block importation of goods found to be contributorily infringing, as well as to
block subsequent post-importation sale of directly-infringing goods that incorporate those
contributorily-infringing products. See Suprema, Inc. v. Int’l Trade Comm’n, 796 F.3d .
1338, 1347-1349, 1352 (Fed. Cir. 2015) (en banc).

In Suprema, the Federal Circuit provided its reasoned discussion concerning

importation and post-importation activities:
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Moreover, Suprema has not shown that the phrase “articles that infringe”
has a clearly established usage limited to product claims or to direct or
contributory infringement, much less a usage that excludes induced
infringement of a method claim. To the contrary, various forms of
shorthand references to devices that infringe have often been used without
such narrowed meaning. We therefore cannot conclude that Congress, in
using the Section 337 phrase, did so with an unambiguous meaning for
how it applies to § 271.

Citing the present-tense use of the verb “infringe” in the phrase “articles
that infringe,” the panel suggested that Section 337 must exclude
inducement of post-importation infringement because the acts that
complete infringement have not all taken place at the time of importation.
Suprema, 742 F.3d at 1358. 1t is true that the direct infringement required
for inducement, see Limelight Networks, Inc. v. Akamai Techs., Inc., —
U.S. , 134 S.Ct. 2111, 2117 & n. 3, 189 L.Ed.2d 52 (2014), will
typically not have taken place at the time of the importation that induces it.
Yet we cannot conclude that Congress unambiguously excluded such

~ induced infringement on the basis of the panel’s reasoning.

For contributory infringement, as for inducement, direct infringement is
necessary and will typically take place later than the accused indirect
infringer’s act. See Aro Mfg. Co. v. Convertible Top Replacement Co., 365
U.S. 336, 341, 81 S.Ct. 599, 5 L.Ed.2d 592 (1961). The panel recognized
that Section 337 could fairly reach contributory infringement. See, e.g.,
Suprema, 742 F.3d at 1361, n. 4. As that recognition confirms, Section
337’s present-tense language is readily susceptible to being read as ’
satisfied by the indirect infringer’s own acts, including importation that is
part of inducement or contribution. See National Presto Indus., Inc. v.
West Bend Co., 76 F.3d 1185, 1194-96 (Fed.Cir.1996) (inducing act must
occur after patent issues to support inducement liability; not enough that
induced act occurs after issuance); Standard Oil Co. v. Nippon Shokubai
Kagaku Kogyo Co., Ltd., 754 F.2d 345, 348 (Fed.Cir.1985) (“[L]iability
[arises] as of the time the [inducing] acts were committed, not at some
future date determined by the acts of others.”) (emphasis omitted).

Reading the statute unambiguously to require that infringement occur at
the time of importation would have produced absurd results under the pre—
1994 version of § 271(a). Such a reading would mean that Congress, when
it enacted the language at issue in 1988, excluded even the ordinary case
of direct infringement. At that time (before 1994), § 271(a) did not define
importing a patented invention (or the offer to sell a patented invention) an
infringing act. Section 271(a) only covered making, using, and selling, and
those actions had to occur in the United States. 35 U.S.C. § 271(a) (1988).
At least for ordinary importations involving goods that enter the United
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States for a later use or sale, none of the activities encompassed by the
former § 271(a) would have occurred in the United States at the time of
importation. If Congress meant to forbid the Commission from looking
past the time of importation in defining Section 337’s reach, Section 337
would not have reached even garden -variety direct infringement. Even if
Section 337(a)(1)(B)’ s clause covering post-importation sales allowed
assessment of infringement after importation, Section 337 would not have
covered the ordinary case of post-importation use without post-
importation sales. We cannot attribute that result to Congress.

The panel also reasoned that Section 337’s remedial provision allowing
for an exclusion order demonstrates that Section 337’s “focus is on the
infringing nature of the articles af the time of importation.” Suprema, 742
F.3d at 1358-59 (emphasis added). Section 337 refers to the
Commission’s authority to issue an exclusion order against “the articles
concerned.” Id. at 1359 (quoting Section 337(d)(1)). The panel asserted
that the “articles concerned” “would be, of course, the aforementioned
‘articles that ... infringe a valid and enforceable United States patent.” Id.
(quoting Section 337(a)(1)(B)(i)). The panel thus interpreted Section 337
subsections (d)(1) and (a)(1)(B)(i) as referring to the same “articles.”

The panel’s reasoning evidences a misunderstanding of enforcement
statutes like Section 337. The “articles” of subsections (a) and (d)(1) are
not the same. Subsection (a) defines unfair trade acts. When the
Commission determines that one of these unfair trade acts has occurred, it
provides injunctive relief to prevent future unfair trade acts according to
subsection (d)(1). An exclusion order issued under subsection (d)(1) does
not affect the articles that gave rise to the unfair trade act, e.g., the '

~ “articles that infringe.” Those articles have already been imported, and
thus cannot be excluded from entry into the U.S. Rather, like all forms of
injunctive relief, an exclusion order prevents future illegal acts from
occurring by, for example, preventing similar articles from entering the
U.S.

Accordingly, we hold that Congress has not directly answered whether
goods qualify as “articles that infringe” when the Commission has found
that an importer used such goods, after importation, to directly infringe at
the inducement of the goods’ seller.

Suprema, 796 F.3d at 1347-1349 (footnotes omitted) (emphasis added).
The Federal Circuit provided additional reasoning:

The technical interpretation adopted by the panel weakens the
Commission’s overall ability to prevent unfair trade acts involving
infringement of a U.S. patent. The panel’s interpretation of Section 337
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would eliminate relief for a distinct unfair trade act and induced
infringement. There is no basis for curtailing the Commission’s gap-filling
authority in that way. Indeed. the practical consequence would be an open
invitation to foreign entities (which might for various reasons not be
subject to a district court injunction) to circumvent Section 337 by
importing articles in a state requiring post-importation combination or
modification before direct infringement could be shown.

Suprema, 796 F.3d at 1352 (emphasis added).

The Federal Circuit concluded: “We hold that the Commission’s interpretation
that the phrase ‘articles that infringe’ covers goods that were used by an importer to
* directly infringe post-importation as a result Qf the seller’s inducement is reasonable.”
Suprema, 796 F.3d at 1352-1353. Thus, it is clear that the Commission has the authority ’
to block importation of goods found to be contributorily infringing, as well as to block
subsequent post-importation sale of directly-infringing goods that inCIOrporate those

contributorily-infringing products.

30 Direct Infringement -

As discussed above, complainants assert independent apparatus claim 1 and
dependent claims 2, 3, 6, 8, and 9 of the ‘235 patent. See Complé. Br. at 52-107.
Asserted claims 1, 2, 3, 6, 8, and 9 of the 235 patent read as follows:

1. A cash and cheque automatic depositing apparatus for
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user; '

a bundle separator coupled to the bundle insertion unit -
and configured to separate the bundle of banknotes
received at the bundle insertion unit into individual
sheets and transfer each of the individual sheets with a
predetermined time interval;
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a main transfer unit coupled to the bundle separ'a.ltor' and
configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and

* configured to verify authenticity or abnormality of each

~ of the banknotes by acquiring features information on
each of the banknotes, the verifying unit configured to

- produce a verification result indicating the authenticity .
or abnormality of each of the banknotes, the
verification unit further configured to perform tripartite
detection of overlapping of the individual sheets in the
main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the
main transfer path, the abnormal sheet branch transfer
unit configured to transfer abnormal banknotes verified
by the verifying unit;

a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
- the main transfer path; '

an abnormal sheet unloading transfer unit coupled to
the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and
configured to return the abnormal banknotes to the user;

an authentic cheque transfer unit coupled to an end of
the main transfer path, the authentic sheet transfer unit
having an authentic cheque transfer path and configured
to transfer at least one authentic cheque in the bundle of
banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the
main transfer path, the authentic cash transfer unit
having an authentic cash transfer path and configured to
transfer authentic banknotes other than cheques verified
by the verifying unit;

a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path;

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least

108



Case: 17-2553 Document: 1-2 Page: 191  Filed: 09/15/2017
| PUBLIC VERSION

one authentic chequé transferred by the authentic
cheque transfer unit;

-an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit;

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one
authentic cheque; and

a depositing controller connected to the first gate, the
second gate and the verifying unit, the depositing
controller configured to transfer the authentic banknotes

" to the main transfer path but transfer abnormal
banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a
cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash

~ transfer path based on the verification result.

2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-
alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

3. The apparatus of claim 1, wherein the verifying unit
includes:

a plural banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes;

a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;

a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics
of the banknotes; and
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an MICR (Magnetic Ink Character Recognition)
module for acquiring magnetic ink character
information printed on the at least one cheque.

6. The apparatus of claim 1, further comprising:

a memory configured to store various information
acquired by the verifying unit;

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory,
the depositing controller, and the communication
controller;

a user input unit configured to receive information from
the user;

a deposit display unit configured to display information
to the user; and

a receipt output unit configured to output a receipt to
the user. :

8. The apparatus of claim 1, further comprising:

an authentic cheque incoming unit disposed at a rear
end side of the authentic cheque transfer path and
configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path,

wherein the authentic cheque storage cassette is

configured to store the individual sheet of the at least

one authentic cheque responsive to the individual sheet

of the at least one authentic cheque being held by the
“authentic cheque incoming unit.

9. The apparatus of claim 1, further comprising:

an authentic cash temporary storage provided at a rear
end side of the authentic cash transfer path and
configured to stack and-temporarily hold the authentic
banknotes other than cheques transferred along the
‘authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage.
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JX-0001 (235 Patent) at col. 9, In. 58 — col. 10, In. 65; col. 10, In. 66 —col. 11, In. 15;

col. 11, In. 23 —col. 12, In. 2; col. 12, Ins. 12-32.

a. Independent Claim 1
For the reasons discussed below, complainants have shown that the accused

products infringe asserted independent claim 1.

Limitation l[pre'amble]. “A cash and cheque automatic depositing
apparatus for automatically depositing a bundle of banknotes
including at least one cheque” - '

As discussed above in the claim cohstfucﬁon section, the administrative law judge
determined that (1) the claim term “banknotes™ should be construed to mean “cash,
checks, or both éash and checks”; and (2) the claim term “a bundle of banknotes
including at least one cheque” should be given its plain and ordinary meaﬁihg, i.e.,the
bundle of banknotes must include at least one check. Thus, an apparatus that processes a
bundle of checks or a mixed bundle including at least one check WOLﬂd satisfy the
limitation. Under the correct claim cc;hstruction of the disputed terms, the Accused
Products practice this limitation. The evidence shows that the Accused Products satisfy
this limitation. For example, doc_umeﬁtary evidence shows that the Accused Products are
ATMs equipped with functionality, such as a CCDMv2 module, for receiving a bundle of "
banknotes including at least one check. See CX-0274C (Howard WS) at Q/A 361-63;
CX-0117C (Wincor Nixdorf CCDM V2 Service Manual); CX-0115C (Wincor Nixdorf
CCDM:V2 OEM Service Manual) at 989DBITC0005346. |

Additionally, the Accused Products are ATMs with functionality for receiving

and depositing a mixed bundle of cash and checks. That is, they are equipped to receive
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]. See CX-0274C Howard
WS at Q/A 358-60; CX-0163C (Wincor Nixdorf CCDMv2 Service Manual) at
989DBITC0004711; CX-0163C (Wincor CCDMV2 Service Manual) at
989DBITC0004715; CX-01 17C (Wincor CCDMv2 Service Manual) at WN019256; CX-
0115C (Wincor CCDMv2 OEM Service Manual) at 989DBITC0005333. Respondents’
witnesses conﬁrm this aspect of thé Accused Products’ operation. See Dunlap Tr. 380;

. CX-0268C (Dunlap Dep. Tr.) at 88.

Limitation 1[a]. “a bundle insertion unit configured to receive the
bundle of banknotes from a user”

As discussed above in the claim construction section, the administrative law judge
determined fthat the claim term “a bundle insertion unit’_’. should be construed to mean “a
unit for the deposit or receipt of a bundle of banknotes,” wherein banknotes are cash,
checks, or both cash aﬁd checks. Under this correct claim construction of the disputed
term, the Accused Products practice this limitation.

The Accused Products practice this limitation because they include an [.1 I
" which is configured to receive a bundle of miged banknotes from a user. Each Accused
Product has an [ ] that allows a us'ér to deposit a bundle of cash, checks, or both
cash and checks. See CX-0274C (Howard .WS.) at Q/A 368. The document bundles
entered into the [

]. See CX-0186C (Diebold ActivMedia Spec Sheet) at

NH_989-00068616; CX-0182C (Diebold 7500 Spec Sheet) at NH_989-00068619; CX-

0185C (Diebold 7700 Spec Sheet) at NH_989-00068621; CX-0164C (MMA Module
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‘ Overview) at 989DBITC00043 50. Depictions of the transport paths that inserted media
takes through the CCDMv2 show the media bundle being received at the [ }- See
e.g., CX-0274C (Howard WS) at Q/A 365; CX-0115C (Wincor Nixdorf CCDM V2 OEM
Service Manﬁal) at 989DBITC0005348 and 5426; CX-0163C (Wincor Nixdorf CCDM
V2 Service Manual) at 989DBITC0004773; CX-0164C (MMA Module Overview) at

* 989DBITC0004350. | |

The evidence.cited above also deménstrates that the Accu.s‘ed Products satisfy that
lifnitation under Hyosung’s proposed construction. See CX-0274C (Howard WS) at Q/A
367. |
" In the event the Commission agrees with respondents that the disputed claim term
“a bundle insertiqh unit” is a means-plus-function element, the evidence nonetheless
~shows that the Aécused Products satisfy limitation 1[a]. Th@ Accusedv Products’ | / ]

‘ (discﬁssed above) performs the same function using the same structures identified in the |

“235 patent corresponding to this limitation. See CX-0274C-(Howard \'A)) at Q/A 369.

The cash slot in the [ ] of the CCDMv?2 performé_the function of “receiving the

bundle of banknotes from a user,” using the structure (or equivalent, insubstantially-

different_strgcture) identified in the ‘235 patent, iqcluding an [
| 1- Sée CX-0115C

(CCDM V2 OEM Service Manual) at 989DBITC0005346 and 5348. |
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Limitation 1{b]. “a bundle separator coupled to the bundle insertion
unit and configured to separate the bundle of banknotes received at
the bundle insertion unit into individual sheets and transfer each of
the individual sheets with a predetermined time interval”

As discus‘sed above in the claim construction section, the administrative law judge
determined that the claim term “a bundle separator” should be given its plain and
ordinary meaning. Additionally, the administrative law judge has determined that the
claim term “coupled to” should be given its plain and ordinary meaning, and the plain
and ordinary meaning of th_eit claim term is “operatively connected either directly or
indirectly.”

The Accused Products practice this limitation. The Accused Pr_oducts each

include a [ ]. After a bundle of mixed banknotes is
inserted into [ ], the bundle separator centers the bundle and separates the
bundle, [ | | | ]. See CX-0190C (Opteva Project); CX-0164C

| (MMA Module Overview) at 1; CX-0163C (Wincor Nixdorf CCDM V2 Service Manual) |

at 989DBITC000479. The bundle separétor is coupled to the bundle insertion unit (i.e.,

[ ). See CPX-0005C (ActivMedia Overview) at 989DBITC0071434.
Additionally, the transfer of hotes occurs | } and maintains a
o | ]. The documentary evidence, such as CX-0138C

~ (Wincor Nixdorf CCDM V2 Description & Device Specification) at 989DBITC003862,

Dr. Howard’s testing (CX-0274C (Howard WS) at Q/A 371), and respondents’ witnesses

confirm this"‘fact. See Hagen Tr. 438-440; see also CX-0271C (Hagen Dep. Tr.) at 31-33.
Further, to thé extent [ : ] of the Accused Products

is held not to literally practice this limitation under respondents’ construction, the

114



Case: 17-2553 Document: 1-2 Page: 197  Filed: 09/15/2017
PUBLIC VERSION

limitation is practiced by equivalence, i.e., [ ] performs the
same function (separating the bundle of banknotes into individual sheets and fransferring
each individual sheet with a predetermined time interval) in the same way ([
]) with the same result ([
| D) as required by the limitation

under respondents’ interpretation. See CX-0274C (Howard WS) at Q/A 374.

means-plus-function:

In the eve’n‘; the Commission agrees with respondents that the disputed claim
terms “bundle separator” and “bundle insértion unit” are means-plus-furiction elements,
the evidence nonetheless shows that the Accused Products satisfy limitation 1[b].

Shouid § 112, 9 6 apply, the Accused Products’ sgparation unit performs the same
functioh using the same structure as the structures identified above in the ‘235 patent
corresppnding to this limitation. The separation unit in the [ ] of the CCDMv?2
performs the function of “separating the bundle of banknotes received at the bundle
insertion unit into individual sheets and transferring each of the individual sheets with a B
predetermined time interval” and does so using the structure (or equivalent,
insubstantially different structure) identified in the. ‘235 patent (i.e., a separator coup}_ed
to the bundle insertion unit). See CX-0117C (Wincor Nixdorf CCDM V2 Service |
Manual) at WN019414-16. To the extent the [ ] is held to not
be literélly identical to the structure identified in the ‘235 patent, the [ - |

| ] is equivalent, i.e., it performs the same function (separating the bundl¢ of banknotes
received at the bundle insertion unit into individual sheets and transferring each of the

individual sheets with a predetermined time interval) in the same way ([
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D. See generally CX-
0274C (Howard WS) at Q/A 375. |
Iﬁfringement analysis for the disputed claim term “bundle insertion unit” was
discussed above in the section concerning limitation 1[a]. See CX-0274C (Howard WS)
at Q/A 376.
Limitation 1[c]. “a main transfer unit coupled to the bundle separator

and configured to horizontally transfer the individual sheets of the
banknotes along a main transfer path”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a main transfer unit” should be given its plain and
ordinary meaning.
| _The Ac;cused Products practigé this limitation. Thé Accused Producfs include a
maiﬁ trénsfer i)ath comprising tfénsfer channels, belts, follers, and wheéls. The main
transfer path is driven by one 6r more métors within the Accused Products. Further, the
main transfer path is coupled to the bundle separator in the [ ]. Lastly, the main
transfer path in the Accused Products transfers the banknotes in a horizontal or
substantially horizontal manner. Se_e CX-0117C (Wincor Nixdorf CCDM V2 Service
Manual) at WN019328; see also CX-0274C (Howard WS) at Q/A 378.

To the extent the Accused Products do not literally practice this limitation, they
practice it under the doctrine of equivalents. The Accused Products perform substantially
the same function (i.e., transferring each banknote along the transfer path), in
substantially the same way (i.e., the transfer path is horizontal or substantially horizontal

for a substantial portion of the transfer path), with substantially the same result (i.e.,
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transferring each individual banknote through the device for deposit processing). See
CX-0274C (Howard WS) at Q/A 380.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim
terms “main transfer unit” and “bundle separator” are means-plus-function elemerits, the
evidence nonefheless shows that the Accused Products satisfy this limitation.

Under the vapplication of § 112, 9 6, the Accused Products’ main transfer path
performs the same function using the same structure (or equivalent, insubstantially-
different structures) as the structures identified above in the ‘235 patent corresponding to
this limitation. The transfe.r path of fhe Accused Products uses the same structures

| identiﬁed in the ‘235 patent—{
]to Flrive the banknote—to perform the same function—
“horizentally tfansferring the individual sheets of the banknotes along a main transfer
_path.” See CX-0274C (Howard WS) at Q/A 382; CX-0117C (CCDM V2 Service
Manual) at WN019302-03, 9338, 9345-9350); CX-0 1‘3 8C (CCDM V2 Specification) at
989DBITC003859.

To the extent the Accused Products’ niqin transfer path is held to not be literally

. identical to the strlllcture‘identiﬁed in the ‘235 pateht, the path is equivalent—i.e., it |
performs the same function (horizontally transferring the individual sheets of the
banknotes along a mairi tranefer path) in the same way (]|

]) with the same result (substantial horizontal transfer of notes along a
| main transfer path). See CX-0117C (CCDM V2 Service Manual) at WN019302-03; CX-

0274C (Howard WS) at Q/A 382.
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Infringement analysis for the disputed claim term “bundle separator” was
discussed above in the section concerning limitation 1[b]. See CX-0274C (Howard WS)

at Q/A 383.

Limitation 1{d]. “a verifying unit installed on the main transfer path

and configured to verify authenticity or abnormality of each of the

banknotes by acquiring features information on each of the

banknotes, the verifying unit configured to produce a verification

result indicating the authenticity or abnormality of each of the

banknotes, the verification unit further configured to perform

tripartite detection of overlapping of the individual sheets in the main
transfer unit using three different sensors”

As discussed above in the claim construction seétion, the administrative law judge
determined that each of the claim term “a verifying unit” and the claim term “to perform
tripartite detection of overlapping of the individual sheéts in the main transfer unit using
three different sensors” should be given its plain and ordinary meaning.

The Accused Products practice this limitation. The Accused products contain a

verifying unit installed on the main transfer path comprised of [

] components in the CCDMv2 module that are configured to verify the authenticity
or abﬁofmality of each banknote, produce a veriﬁ’cationrresult indicating the authenticity
or abnormality of each banknote, and perform tripartite detection of overlapping sheets in
the maiﬁ transfer unit using thre_e'different sensors. See CX-0186C (Dieboic_l ActivMedia
Spec Sheet) at NH_989-00‘O686;16_; CX-0165C (Wincor_ Nixdorf CCDM V2 Operating
Manual) at 989DBITCOOO3891—92; CX-0163C (Wiﬁcor Nixdérf CCDM V2 Service
Manual draft) at 989DBITC0004724; CPX-0005C (ActivMedia Module Overview) at

989DBITC0071434; CX-0164C (MMA Module Overview) at 989DBITC0004350.
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The sensors residing in and around the | ~ ] corhponents
of the CCDMv2 module verify the authenticity or abndrmality of each sheet in the mixed
bundle of banknotes. The CCDMv2 documentation refers to thé combination of the
[ ]. See CX-0274C
(Howard WS) at Q/A 385.

The [ ] contains [ '] for detectiﬁg |
abnormalities in passing media. See CX-0115C (Wincor Nixdorf CCDM V2 OEM
Service Manual) at 989DBITC00005447; see also id. at 989DBITC0005451. The
[ o - ] captures an image of the checks and determines whether the
sheet is a cash, check, or unfit media. Unfit media may include media other than cash or
checks‘a‘s well as damaged banknotes. The | | ] alsé con_taﬁns':Hall
sensors for [ v | | ‘ | | N ]

Similarly, the [ ] contains a number of sensors for verifying the
authenticity or abnormality of the individual banknotes. The [ ] céntains a
[ ] for verifying the authenticity of checks. See CX-0117C (Wincor
~ CCDMv2 Service Manual August 2015) at WN019304; CX-0115C (Wincor Nixdorf
CCDM V2 OEM Service Manuai) at 989DBITC00005346. The CCDMV2’S [

] also contains CIS sensors for capturing images [

]. See CX-0117C (Wincor CCDMv2 Service Maﬁual August 2015) at
WNO019304; CX-0115C (Wincor Nixdorf CCDM V2 OEM Service Manual) at
989DBITC00005451. The [ ] also contains a [

]- The [ ] contains other sensors, [
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] sensors, and infrared. sensors, for verifying the authenticity of each
individual banknote. See generally CX-0274C (Howard WS) at Q/A 386.
| These sensors in and around the Move TCM and Move SB components produce
verification results that indicate the authenticity or abnormality of each sheet in the mixed
bundle of banknotes. The transmitted light camera in the Move TCM component
generates a result indicating whether the banknote is a cash, check, or unfit media. If the
Move SB determines that the banknote is not a valid cash or check, it generates a result
indicating tﬁat the abnormal banknote be transferred to the rejection path. See CX-0274C
(Howard WS) at Q/A 387.
At leaét three different sensors in and around the 10 unit, Move TCM, and Move
SB components perform tripartite detection of overlapping sheets in the main tfansfer
path. o |

Ultrasonic Sensor

The CCDMVZ includes an ultrasonic sensor at the boundary between the I/0 unit |
and the Move TCM. Respondents agree that the ultrasonic sensor detects overlapping
" notes.

As notes are separated they are transferred from the I/O unit,‘ passed the ultrasonic
sensor, and into the Move TCM. As the media passes the ultrasonic sensor, the sensor
emits ultrasonic signals that pass through the media and are detected by a receiver on the
opposite side. The ult_rasonié sensor repeats this process multiple times as the media
passes, thus testing fnultiple sections of the passing sheet. This allows it to detect

overlapping notes even when they are not perfectly overlapped (i.e., overlapped at every
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point of ineasurerrient). See CX-0163C (Wincdf Nixdorf CCDM V2 Service Manual) at
989DBITC0004767. | | |
- Hall Sensors
The CCDMv2 includes [ ] Hall sensors in the |
]. As notes pass from the | ] into the [ ], they pass
ﬁnder movea‘ble rollers. See CX-0274C (Howard WS) at Q/A 390. As the sheets pass,
they [ | | | o ],' Id. The Hall sensor detects thev

change and uses it to measure the | ]. Id Ifthe |
|- 1d.; see also Hagen Tr. 447 (“Q: . .. [
1 A | 172! CX-0332C

(Hagen Dep. Tr.) 33.

Photo Sensors

The CCDMv2 includes a number of photo sensors throughout the main transport
path, including a number of sensors in the [ ] One symptom of
_overlapped notes; particularly when partially overlapped, is that the media will appear
“1 ].” See, e.g., Hagen Tr. 442 (“Q: . ... [Y]ou testified that [ | conditioﬁ

generally describes an overlap of notes, correct? A: Yes, I testified to that.”)** The photo

2! Mr. Hagen wrote errata that in fact substantively altered his testimony. See generally
CX-0333C (Hagen errata). Mr. Hagen also modified subsequent responses involving the
“Hall sensors detecting overlapped notes and thickness. See Hagen Tr. 448-449.

22 Mr. Hagen wrote errata to his deposition testimony which substantively altered his
" testimony, and is directly contradicted by the evidence. Both Dr. Howard and Dr.
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sensors in the CCDMV2 detect “[ ]” conditions by meiasuring the difference
between [
]. See Picone Tr. 469 (agreeing that the CCDMv2 uses
‘photo sensors to generate the [ A D. Using the [
], the system is capable of measuring the [

1 Langhﬁber Tr. at 372. Ifthe | . ], the
system registers an error. See CX-0274C (Howard WS) at Q/A 391; see also Langhuber
Tr. 372 (4]

]); CX-0332C (Hagen Dep. Tr.) at 37.

MICR Sensors |

The CCDMv2 includes MICR sensors for reading the magnetic characters on
passing media. M_ost, if not all, CCDMv2 modules include a | ] with
[ _ ] the transport path. When two checks are
oriented exactly the same and perfectly overlapped their MICR lines could fall directly -
on top of one another. See CX-0274C (Howard WS) at Q/A 392. In such a situation, the
MICR sensors would be unable to read a single MICR line and generate an error. Id.
Additionally, when two checks are perfectly overlapped but oriented 180 degrees from
one another, the [ ] will detect two distinct and legitimate MICR.lines. 1d
The MICR sensors will generate an error in this scenario as well. Id. |

Further, Dr. Howard perforrned a perspnal inspection of a Diebold 7700 equipped

with an ActivMedia module; in North Canton, Ohio, on July 21-22, 2016, and has

Sorenson agree that the CCDMv2 source code uses the | ] to detect
“@ I” conditions. See CX-0274C (Howard WS) at Q/A 406; Sorensen Tr. 479-480.
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testified in detail how that inspection further confirmed that the Accused Devices practice
this limitation in the manner set fort:h abové. See CX-0274C (Howard WS) at Q/A 393.
Over the course of thét inspection, Dr. Howard confirmed that the unit, in operation,
employéd multiple sensors in evaluating inserted media, and that at least the four sensors
identiﬁéd byv Hyosung were capable of detecting overlap conditions in inserted media.
CX-0274C (Howard WS) at Q/A 394. |

t)r. Howard’é test protocol need not include (iocumentation (e.g., photographing)
of every operation conducted with the inspected device. Inasmuch as his goal was not tb
establish a quantitative record conceming the machine’s performance, but only to
confirm which sensors could be used to detect overlap, comprehensive photography was
unnecessary.

Ultrasonic Sensor

Dr.v Howard confirmed the Product’s ability to defect overlap conditions in
inserted media using at leaét an ultrasonic sensor. See id. at Q/A 397. Dr. Howard
inserted a mixed check/cash bundle'including “double che;:k” 1001, prepared prjor to the
inspection, and five unaltered twenty-dollar bills. The Accused Product dre:w the mixed
bundle in via the cash slot énd after processing returned double éheck 1001, via the cash
slot, while retaining the five unaltered twenty-dollar bills. The Product’s diagnostic
screen displayed text indicating that double check 1001 had been rejected due to the
condition WRONG_THICKNESS. See CX-0291C (Inspection photograph); CX-0292C
(Inspectibn photograph); CX-0293C (Inspection pﬁqtograph).

Related to this test, Dr. Howard also reviewed the “Error Stacks” in the Accused -

Product. The error stacks list errors generated by the product by year, month, day, and
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tinﬂestamfx Based: on his observations, and on his knowledge of the Accused Products,
Dr. Howard concluded that the observed behévior, i.e., detection/rejection of double
check 1001, was caused by the ultrasonic sensor (along with various associated logic

* such as the device software and/or firmware) detecting an' overlap condition in double
check 1001. See CX-OY2‘7‘4CY(Howard WS) at Q/A 397; see also CX-0294C (Inspection
photograph); CX-0295C (Inspection photograph); CX-0296C (Inspection photograph).

Hall Sensors | .

Dr. Howard confirmed the Product’s ability to detect overlap conditions in
inserted media using at least one Hall sensor. Dr. Howard irisertéd a rhixed check/caéh
bundle including double check ldOl, discussed previously, a single, unaitered check, and
an unaltered twenty-dollar bill. None of the inserted media had any staples or clips. The
Product drer the mixed bundle in via th¢ cash slot and then it vretumed double check
1001; also via the cash slot. The Pro'ciuct retained the unaltéred' check and the twenty-
dollar bill. After removal of the double check 1001 from the cash slot, the Accused
Product’s diagnostic screen displayed text indicating that double check 1001 had been
| ‘rejected due to the conditiqn CLAMP DETECTED. See CX-0297C (Inspection
| | photograph). | |

Based on these observations, and on his knowledge of the Accused Products, Dr.
Howard concluded that the observed behavior, i.e., detection/rejection of double check
1001, was caused by a Hall sensor (along with various associated logic such as the device
software and/or firmware) detecting an overlap condition in double check 1001. In this

“case, the overlap condition was detected by the sensor detecting that the inserted media -

" had the wrong thickness.
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The error code | ] indicates that said detection was by a
[ | | . 1
discussed above. Dr. Howard previously ran this test many times with a single stapled
check and received the same error message received due to the presence of a staple.
Based on the évidence reviewed and related evidence in this case Dr. Howard testified
that the [ ].is the source of the | ] error codé. See CX-
0117C (Winc:0r Nixdorf CCDM V2 Service Manual) at WN019319. This is consisté:_nt
with his experience and understanding of the cvapabilities of Hall sensors and with the
record already discussed. See CX-0274C (Howard WS) at Q/A 398.

Photo Sensors

Dr. Howard confirmed the Product’s ability to detect overlap conditions in
inserted media using at least one or more photo sensors. Dr. Howard inserted a mixed
check and cash bundle including “Pa;tially overlapping” check 1668 and five unaltered
twenty-dollar bills. See CX-0298C (Inspection photograph); CX-0299C (Inspection
photograph). The Product returned partially overlapping check 1668, along with two of
the unaltered twenty-dollar bills, also via the ca:sh élot, while retaining three. of the
unaitered fwenty—dollar bills. The Product display_ed error text as ‘[ | : 1.
CX-0300C (Inspection phofograph); CX-0301C (Inspection photograph).

Based on these observations, and on his knowledge of the Accused Products, Dr.
HoWérd concluded that the observed behavior, i.e., detection/rejection of partially
overlapping check 1668, was caused by one or more photo sensors (along with various
associated logic such as the device software and/or firmware) detecting an overlap

condition in partially overlapping check 1668. In this case, the overlap condition was
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detected by the photo sensors detecting that the inserted media had gréater fhan the
maximum permissible length. Dr. Howard testified that such was consistent with his
experience and undefstanding of the capabilities of photo sensors and with the record
alréady discussed. Id.

MICR Sensors

Dr. Howard also confirmed the Product’s ability to detect overlap conditions in
inserted media using at least the MICR heads. See CX-0274C (Howard WS) at Q/A 400.
Dr. Howard inserted “double check™ 2156 into the cash slot. “Double check™ 2156 was
prepared by Vadhering two checks in such a way that MICR information was on both long
edges. See CX-0274C (Howard WS) at Q/A 400. The Accused Product generated an
error indicating abnormal MICR information. Based on thesé observations, and on his
knowledge of the Accused Products, Dr. Howard concluded that the observed behavior,
i.e., failure of the MICR reading operation, were caused by the MICR heads (along with
various aésociated logic such as the device software and/or firmware) detecting an
overlap condition in double check 2156. See id. at Q/A 400. In this case, the overlap
condition was detected by the MICR heads (along with various associated logic such as
the device software and/or firmware) determining that it was impossible to get reliable
MICR recognition from the overlapped sheets. See CX-0302C (Inspection photograph);
CX-0303C (Inspection photograph); CX-0304C (Inspection photograph).

Dr. Howard confirmed that, in some circumstances, the ultrasonic sensor may fail
to detect overlapping media, and that such media may reach the MICR heads as well as
any other sensors in the path between the cash slot and the escrow. See id. at Q/A 402.

Dr. Howard inserted a bundle including “partially skewed” check 2118. CX-0305C

126



Case: 17-2553 Document: 1-2 Page: 209  Filed: 09/15/2017
PUBLIC VERSION

(Inspection photogréph); CX-0306C (Inspection photograph). All Iﬁedia was transferred
to the Escron, despite the overlap present in check 2118. See VCX-03 07C (Inspectioﬂ
photograph). The bundle included ten notes, but f[he Product’s counted only ni;le. See
CX-0274C (Howard WS) at Q/A 402.

Based on these observations, and}on knowledge of the Aécused Products, Dr.
Howard concludgd' ;that the observed behavior, i.e., the product’s transport to éscrow:of
all media, inciuciing partially-skewed check 2118, demonstrated that the ultrasonic éensor
is not a foolproof means of detecting overlap conditions in inserted media. Dr. Howard
further concluded that, in the event that the ultrasonic sensor fails to detect an overlap
condition in inserted media, the media may reach the MICR heads. See CX-0274C
(Howardv WS) at Q/A 402. | | |

To ensure that the abovg tests were repeatable, Dr. Howard ran édaitional tests ,
with double checks 1001, 2156, 2118. CX-O308C (Inspection photograph); CX-0309C
(Inspection photograph). He repeated these test many times, and in most of the runs,
these thfeé test “double checks” were successfully placed into escrow. See CX-0274C
(Howard WS) at Q/A 403.

As mentioned above, checks 2156, 2118 and 21 19 génerally failed the MICR
reader test, when using the “Test MICR-Reader” test mode available in T/SOP. The
resulting overlapped check 2119 shows that the account number on the check was
- improperly read by the MICR sensor. See Exhibit CX-0311C (Inspection photograph).

The abo.ve tests run over two days on the Diebold ATM in North Canton, Ohio, |
demonstrated that overlapped banknotes can be ildentiﬁed and detected by three or more

different sensors: the ultrasonic double-detect sensor, a Hall sensor, one or more photo-
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N | : ]. See CX-0274C (Howard WS) at Q/A
403. |

Source Code

The source code further confirms infringement. See CX-0274C (Howard WS) at
Q/A 404. As previously explained, the accused CCDMv2 module uses at ieasf three
different sensors [ | lto
perforrh tripartife. .detection of ovérlapping sheets in the main transfer path, including at

least the |

I-
The ultrasonic sensor detects either a | 173
Dr. Sturges and Mr. Langhuber’s testimony confirms that the CCD.M\./Z utilizes: [
] to indicate detecting | o ) ]- | .See :RX-O409C
(Sturges RWS) at Q/A 275-76? RX-0410C (Langhuber RWS) at Q/A 144. Wincor
documentation explaining its source code confirms that _the ultrasonic sensor is used to

detect [ ]. See CX-0274C (Howard WS) at Q/A 405; CPX-0028C (CCDMv2

Source Code) at WNI_SC00005.

The CCDMv2 source code also includes a file called [ ] that
contains a function labeled [ ] See CPX-0028C (CCDMv2 Source Code) at
WNI_SC00019. The [ ' - ] function is used to determine if the ultrasonic sensor .
has [ _:- ) If the [

2 Dr. Sturges acknowledges that the ultrasonic sensor in the Accused Devices is known
as the “ | 17 See RX-0409C (Sturges RWS) at Q/A 259.
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. See CX-0274C (Howard WS) at Q/A 405.
The CCDMv?2 also includes one or more photo sensors that detect overlapping
notes when | - : : ].” See CPX-OO28C
(CCDMV2 source code) at WNI_SC.00012. The source code explains that “[

].” See CPX-0028C (Wincor Source

Code) at WNI_SC00078. The [ ] contains the function [ I
which “[ : ). See id at WNI_SC00023-24.
This function uses the | ] photo sensor to measure the | ]. See CX-

© 0274C (Howard WS) at Q/A 406; see also Sorensen Tr. 479. The software measures the

[

1. Id |

17 Id |

].” See CPX-0028C (CCDMvV2 Source Code) at
WNI_SC00024. The system will generate the “[
]” errors. Ultimately, once the media has been detected as

[too long], the system will throw an error. See CX-0274C (Howard WS) at Q/A 406.

* * *

Dr. Sturges’s opinions rebutting Dr. Howard’s testing and describing his own

testing are insufficient, at least in part, because they rely on undisclosed conversations
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with Mr. Langhuber. See RX-0409C (Sturges RWS) at Q/A 193, 252, 254, 273. Dr.
Sturges did not providé details regarding any conversétions. Dr. Sturges criticizes Dr.
Howard’s testing methods. Dr. Sturges fails to support his conclusion that Dr. Howatd;s
test media did not-adequately replicate or simulate overlapping conditions. See RX-
0409C (Sturges RWS) at Q/A 156-68.*

means-plus-function:

In the event the Commission agrees With respondetlts that the disputed claim term
“verifying unit” is a means-plus-function element, the evidence nonetheless shows that
the Accused Products satisfy this limitation.

The Accused Products’ separation unit performs the same function using the Esame
structure as the structures identified in the 235 patent corresponding to this limitatiqn.
The Accused Produbts’ I/0 Unit, Move TCM, and Move SB, containing the ultrasottic
sensor, Hall sensors, photo sensors, and MICR sensors, perform the function of |
“verifying the authenticity or abnormality of each of the banknotes by acquiring features
information on each of the banknote; / producing a verification resuit iﬁdicating the
authenticity or abnormality of each of the banknotes / performing tripartite detection of
overlapping of the individual shetats using three different sen'sor"s’.’.using the same
.structure as the structures identified in the ‘235 patent corresponding to this limitation.

The 235 pateht recites CIS, MICR, and ultraviolet sensors in the verifying unit.

The CCDMv?2 contains CIS, MICR, and ultraviolet sensors in the Move SB component

- 2 Dr. Sturges ultimately performed tests on the Accused Product, but (1) he did not test
all the cases described by Dr. Howard, including shifted or shingled overlaps, and (2) he
did not test his own criticisms against Dr. Howard’s methods. See RX-0409C (Sturges
RWS) at Q/A 169. '
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| for verifying the authenticity or abnormality of each bankrllote and produce a Vériﬁcation
result. Additionally, the ‘235 patent discloses detecting overlapped notes ﬁsing a plural
notes detection part, a MICR for detecting magnetic character abnormalities, and CIS
sensors for detecting overlaps via measuring the size of the passing media. The

CCDMvV2 includes [

]- See generally CX-0274C (Howard
WS) at Q/A 413. Additionally, the Hall sensors detect overlapped notes based on
[ " ]. Id Seeid at Q/A 414. |
Limitatidn 1[e]. “an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the main

transfer path, the abnormal sheet branch transfer unit configured to
- transfer abnormal banknotes verified by the verifying unit”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “an abnormal 's‘heet branch transfer unit” should be given

| its plain and ordinary meaning.

The Accused Products practice this limitation. The Accused Products each
" include a [ : ] that branches from the main transfer path and transfers
notes that h.ave been verified as abnormal by the | ]. Seeid.
at Q/A 416; CX-01 17C'(Wincor Nixdorf CCDM V2 Service Manual) at WN019328-29;
CX-0115C (Wincor Nixdorf CCDM V2 OEM Service Manual) 989DBITC0005426; see
also CX-0164C (MMA Module Overview) at 989DBITC0004350; CX-0115 (Wincor

Nixdorf CCDM V2 OEM Service Manual) at 989DBITC0005400.
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Specifically, the Accused Products include a [ ] containing a
reject path comprising Belts, rollers, and a transfer channel that is driven by one or more.
See CX-0115C (Wincor Nixdorf CCDM V2 OEM Service Manual) at
989DBITC0005433. The Accused Products also contain [ ] that routes individual
banknotes that héve been |

] from the main transfer path into the | | ] for
transfer along the Reject path. See génerally CX-0274C (Howard WS) at Q/A 416, 418.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“abnormal sheet branch trahsfer unit” is a means-plus-function element, the evidencé
nonetheless éhows that the Accused Products satisfy this limitation.

Should § 112, 9 .6 épply to this term, the Accused Products meet this_ limifation
using structures that perform the same function of “transferring abnormal banknotes
verified by the verifying unit,” and do so using the same structure (or equivalent,
insubstantially-different structure) identified above in the ‘235 patent (i.e., an abnormal |
sheet branch transfer path (i.e., element 114a) having guide walls, .transfer rollers, and a
driving motqr). See generally CX-0274C (Howard WS) at Q/A 421. The Reject transfer
~ path of the Accused Products comprises a transfer channel with guide walls, belts, and
driving wheels and one or more motors to drive the banknc;tes. See generally id.

' Limitation 1[f]. “a first gate configured to selectively route the

verified banknotes to the abnormal sheet branch transfer path or the
main transfer path”

The Accused Products practice this limitation. The Accused Products each

include a gate (| D, identified as | ], that routes banknotes
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verified as auther_lﬁc by the sensors in thg: verifying unit along the main transfer path and
into the | | ] and banknotes verified as abnormal by the sensors in the verifying
' unit along tﬁe Reject transfer path and into the | ]. See CX-0274C
(Howard WS) at Q/A 423-424; see also CX-0165C (CCDM V2 Operating Maﬁual) at
989DBITC0003913; CX-0117C (CCDM V2 Service Manual) at WN019304; CX-0115C
(CCDM V2 OEM Service Manual) at 989DBITC0005402. The [ ] directs notes that
have been identified as abnormal, and thus unfit for deposit, to the | | .
Likewise, the [ | in the CCDMv2. directs notes that have been identified as authentic,
meaning suitable for deposit, along the méin transfér path to the | ]

Limitation 1[g]. “an abnormal sheet unloading transfer unit coupled

to the first gate, the abnormal sheet unloading unit having an

abnormal sheet unloading transfer path and configured to return the
abnormal banknotes to the user” '

As discussed above in the claim c:onstruction section, the administrative .law judge
determi}led that the claim term “an abnormal sheet unloading transfer unit” shouid be
~ given its plain and ordinary meéning-. |
The Accused Products practice this limitation. The Accused Products ¢ach

include a | ] comprising a Reject transfer path that is connected to the | I
See CX-0164C (MMA Module Overview) at 989DBITC0004350; CX-0165C (Wincor
‘Nixdorf CCDM V2 Operating Manual) at 989DBITC0003913. The [ [
includes a [ ] comprising belts, rollers, and a tranéfer channel that is
“driven by one or more motors. See CX-0115C (Wincor Nixdorf CCDM V2 OEM
Service Manuél) at 989DBITC0005530. The transfer path in the [ ]is

/

coupled to the first gate via the transport path that leads from the first gate, along the
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abnormal sheet branch transfer path, and into the [ ]. Banknotes
verified as abnormal are routed from the first gate and into the Reject transfer path. The
abnormal banknotes are then transferred along the [ ] into the |

. ] and returned to the user. See CX-0115C (Wincor Nixdorf CCDM V2 OEM Service
Manual) at 989DBITC0005348; CX-0117C (Wincor Nixdorf CCDM V2 Service |
Manual) at WN019328-29; CX-0274C (Howard WS) at Q/A 430-31.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“abnormal sheet unloading transfer unit” is a means-plus-function element, the evidence .
nonetheless shows that the Accused Products satisfy this limitation. The Reject transfer
path of the Accused Products comprises the same structures identified in the 235 patent,
including a transfer channel with guide walls, belts, driving wheels, and one or more
motors to drive the banknotes. Such structure performs the same function of
“transferring abnormal banknotes verified by the verifying unit” identified in the ‘235
patent. Se¢ CX-0274C (Howard WS) at Q/A 432-33.

Limitation 1[h]. “an authentic cheque transfer unit coupled to an end

of the main transfer path, the authentic cheque transfer unit having

an authentic cheque transfer path and configured to transfer at least

one authentic cheque in the bundle of banknotes verified by the

verifying unit”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “an authentic cheque transfer unit” should be given its
plain and ordinary meaning.

The Accused Products practice this limitation. The Accused Products each

include a check transfer path comprising transfer channels, belts, rollers, and wheels,
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which are driven by one or more motors within the A(_:cused:ProdLicts:. Further the check
transfer path is located at the end of the main transpdﬁ béth. ‘In the Accused Products, an
individual Banknote that has been verified as an authentic check and confirmed for
deposit will be routed into the check transfer path. See CX-0117C (Wincor Nixdorf
CCDM V2 Service Manual) at WN019328-29. See CX-0274C (Howard WS) at Q/A
435. The authentic checks are transferred to a [ ] See CX-0165C
(Wincor Nixdorf CCDM V2 Operating Manual) at 989DBITC0003891; CX-0164C
(MMA Module Overview) at 989DBITC0004350; CX-0163C (Wincor Nixdorf CCDM
V2 Service Manual draft) at 989DBITC0004724; CX-0115C (Wincor Nixdor‘f CCDM
V2 OEM Servicé Manual) at 989DBITCQOOS404-06. Further, Dr. Howard inspected an .
Accusﬁed Product and verified that the machine does in fact use |
I Sée Howard Tr. 339. | |

' Responder;ts have failed to establish that the CCDMv?2 is used in any
configuration other than with a [ _ |
When given a Diebold ATM to test, Dr. Sturges did not attempt to discover the défault
éperation of the device. Even if the CCDMv2 is used with a different configuration, fhat
is irrelevant. The machineb itself would still contain .each and every structure necessary to
practice the entire claim. See CX-0274C (Howard WS) at Q/A 435-38; Dunlap Tr. at

408-409 (“A: Yes, the hardware is the same regardless of how the banks run it.”).

means-plus-function:
In the event the Commission agrees with respondents that the disputed claim |

terms “authentic cheque transfer unit” and “a verifying unit” are means-plus-function
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elements, the evidence nonetheless shows that the Accused Products satisfy this
limitation. :

The authentic check transfer path of the Accused Products performs the same
function of “transferring at least one authentic cheque in the bundle of banknotes verified
by the verifying unit” using the sémé structure (or equivalent, insubstantially-different
structure) identified in the ‘235 lpatent (‘i, e., the technology used in the main transfer path,
such as guide walls, transfei r_ollérs, and a driving motor). CX-0115C (Wincor Nixdorf
CCDM V2 OEM Service Manual) at 989DBITC0005404-06; CX-0274C (Howard WS)
at Q/A 439.

Infringement analysis for the disputed claim term “a verifying unit” was discussed
above in the section concerning limitation 1{d]. |

Limitzition 1[i]. “an authentic cash transfei‘ uiiit coupled to the end of

the main transfer path, the authentic cash transfer unit having an

authentic cash transfer path and configured _tb transfer authentic
banknotes other than cheques verified by the verifying unit”

As discussed above in the claim constmction sectiori, the administrative law judge
detérmined that the claim term “an authentic cash transfer unit” should be given its plain
and ordinary meaning.

The Accused Products practice this limitation. The Accused Products each
inclﬁde a cash transfer path comprising transfer channels, belts, roilers, anci wheels,
which are driven by one or more motors. Furthér-the cash transfer path is loi:ated at t}ie

end of the main transport path. See CX-0117C (CCDM V2 Service Manual) at

"~ 'WNO019328-29. The CCDMv?2 will transfer authentic cash into the cash transfer path and = - |

toa]| ]. See CX-0274C (Howard WS) at Q/A 442; CX-0165C
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(Wincor Nixdorf CCDM V2 Operating Manual) at 989DBITC0003891; CX-0164C
(MMA Module Overview) at 989DBITC0004350; CX-0163C (Wincor Nixdorf CCDM
V2 Service Manualv draft) at 989DBITC0004724; CX-0115C (Wincor Nixdorf CCDM
V2 OEM Service Manual) at 989DBITC0005404-06; CX-0268 (Dunlap Dep. Tr.) at 228.

Respondents failed to establish that thé CCDMV2 is used in any configuration
other than with a [ N ]. When given a
Diebolci_ ATM to test, Dr. Sturges did not attempt to discover the default operation of the
device. Even if the CCDMV2 is used with a different configuration, that is irrelevant.
The machine itself would still contain each and every structure necessary to practice the
entire claim. See CX-0274C (Howard WS) at Q/A 442-45; Dunlap Tr. 408-409 (“A:
Yes, the hardware is the same regardless of how the banks run it.”).

means-plus-function:

In the event the Commission agrees with respondents that the dispufed élaim
terms “authentic cash transfer unit” and “a verifying unit” are means-plus-function
elements, the evidence nonetheless shows that the Accused Products satisfy this
limitation. |

The Accused Products’ authentic cash transfer ﬁnit practices this limitation under
a means-plus-function analysis. The authentic cash transfer path of the Accused Products
| performs the function of ‘_‘transferring authentic banknotes other than cheques verified by

the verifying unit” using the étmcture identified in the ‘235 patent (i.e., the technology
“used in the main transfer path, such as guide wélls, transfer rollers, énd a driving motor).
See CX-0274C (Howard WS) at Q/A 446; CX-01 1:5C (CCDM V2 OEM Service Manual)

at 989DBITC0005404-06.
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Infringement analysis for the disputed claim term “a verifying unit” was discussed
above in the section concerning limitation 1[d]. See CX-0274C (Howard WS) af Q/A
447. .

Limitation l[j]. “a second gate configured to route the at least one

cheque transferred by the main transfer unit to the authentic cheque

transfer path and configured to route the banknotes transferred by
the main transfer unit to the authentic cash transfer path”

As discussed above in the claim construction section, the administrative law judge
detenﬂined that the claim term “a second gate configured to route the at least one cheque
transferred by the main transfer unit...” should be given its plain and ordinary meaning.

The Accused Products practice this limitation. The Accused Products each

inclﬁde a gate (alsQ called [ ]) labeled [ ] that routes banknotes verified as
| authentic checks by the sensors in the verifying unit into the authentic check path and
' baﬁknotes verified as authe_ntic: ;:cash by the sensors in the veﬁfying unit into the authentic
cash path. See CX;O274C (Howard WS) at Q/A 449-51; CX-0117C (Wincor Nixdorf
CCDM V2 Service Manual) at WN019328-29; see also CX-0165C (CCDM V2
Operating Manual) at 989DB'ITC0003914; CX-0115C (CCDM V2 OEM Service
Manual) at 989DBITC0005404-O6; CX-OI 176 (CCDM V2 Service Manual) at
WN019307-08, WNO1 9320. | |
Limitation 1[k]. “an authentic cheque storage cassette coupled to the.
authentic cheque transfer unit, the authentic cheque storage cassette

configured to store therein the at least one authentic cheque
transferred by the authentic cheque transfer unit”

As discussed above in the claim construction section, the administrative law judge

has determined that the claim term “coupled to” should be given its plain and ordinary
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meaning, and the plain and 6rdinary rﬁeéning of that claim term is “operatively connected
either directly or indirectly.”

The Accused Products practice this limitation. The Accused Products each
include a [ | ]- See also CX-0165C (Wincor Nixdorf CCDM V2
Operating Manual) at 989DBITC0003891, 3914; CX-0163C (Wincor Nixdorf CCDM V2
Service Manual draft) at 989DBITC0004724. The | } is coupled to
the end of the authentic check transfer path, which transfers authentic checks into the
[ ]. See CX-0115C(CCDM V2 OEM Service Manual) at

989DBITC0005404; CX-0117C (CCDM V2 Service Manual) at WN019328-29. The
| evidence shows that one of the | ] is for checks, and [ ]isfor cash.

Respondents have not established that they alter the Ac‘tiVMedia module to
operate in anyway other than indicated by the evidence. When given a Diebold ATM to |
test, Dr. Sturges did not attempt td discover the default operation of the device. Even
under réspondents’ hypothetical use case,‘ the machine itself contains each and every
structure necessary to practice the entire claim. See CX-0274C (Howard WS) at Q/A
454-57. |

means-plus-function:

In the ‘evenbt the Commission agrees with respondents that the disputed claim term
“authentic cheque transfer unit” is a means-plus-function element, the evidence
nonetheless shows that the Accused Products satisfy this limitation. Infringement
analysis for the disputed claim term “authentic cheque transfer unit” was discussed above

in the section concerning limitation 1[h]. See CX-0274C (Howard WS) at Q/A 458.
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Limitation 1[1]. “an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store therein the
authentic banknotes other than cheques transferred by the authentic
cash transfer unit”

As discussed above in the claim constructioﬁ section, the administrative law judge
has determined that the claim term “éoupled to” should be given its plain and ordinary
meaning, and the plain and ordinary meaning of that claim term is “operatively connected
either directly or indirectly.”

The Accused Products practice this limitation. The Accused Products each
include a [ ~]. See also CX-0165C (CCDM V2 Operating Manual) at
989DBITCOOO3 891, 3914; CX-0163C (CCDM V2 Service Manual draft) at
989DBITC0004724. The | : _;:] is coppled to the end of the authentic
cash transfer path, which transfers autheﬁtic-caéh into the [ ]. See CX-
0115C (CCDM V2 OEM Service Manual) at 989DBITC0005404; CX-0117C (CCDM
V2 Service Manual) at WN019328-29. The evidence shows that [

: ] is for checks, and [ ] is for césh. |

Respondenté have not established that they alter the ActivMedia module to '
operate in anyway other than depicted by the evidence. When given a‘Diebold ATM to
test, Dr. Sturgevs did not attempf to discover the default operation of thé device. Even in
respondents’ hypothetical use case, the machine itself contains each and‘evvery structure
necessary to practice the entire claiﬁ. S‘ee CX-.0274C (Howard WS) at Q/A 460-63.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term

“authentic cash transfer unit” is a means-plus-function element, the evidence nonetheless
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shows that the Accused Products satisfy this limitation. Infringement analysis for the

disputed claim term “authentic cash transfer unit” was discussed above in the section
. concerning limitation 1[i]. See CX-0274C (Howard WS) at Q/A 464.

Limitation 1[m]. “a cheque standby unit placed in the main transfer

path between the first gate and the second gate, the cheque standby

unit configured to hold the at least one authentic cheque to return the

at least one authentic cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one authentic cheque”

As discuéséd above in the claim construction séction, the administrative law judge
determined that each of the claim term “a cheque standby unit” and the claim term
“placed in the main transfér. path between the first gate énd the second gate” should be
given its plain aﬁd ordinary meaning. |

The Accused Products practice this limitation. The Accused Products each
include an [ ] that is capable ij hOiding (;ne or more checks. See CX-0274C
~ (Howard WS) at Q/A 466. The | ] is located on the main transfer path after
the individual banknotes pass the first gate, meaning it will [

].
Id. 1f the deposit is confirmed, the baﬁknotes will leave the | 1 and proceed to
the second gate to be routed to their respective [ ]- Id. 1f the deposit is panCelled,
the | . ] will transfer the stored banknotes to the Reject transfer path for return
to the user. See CX-0274C (Howard WS) at Q/A 466-69; CX-0115C (CCDM V2 OEM
Service Manual) at 989DBITC0005426-27; see also CX-0163C (CCD_M:VZ Service
Manual draft) at 989DBITCOOO4717, 4724; CX-0115C (CCDM V2 OEM Service
Manual) at 989DBITC0005348; CX-0165C (CCDM V2 Operating Manual) at

989DBITC0003891; CX-0164C (MMA Module Overview) at 989DBITC0004350.
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means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a cheque standby unit” is a means-plus-function element, the evidence nonetheless
shows that the Accused Products satisfy this limitation. As explained previously, the
Accused Products include an Escrow unit that is placed on the main transport path, which
performs the same function as the structure identified in the ‘235 patent. The [

] performs the function of “holding the at least one authentic cheque to return the at
least one authentic cheque to the user responsive to receiving user instructions cancelling
depositing of the at least one authentic chéque,” using the structure (or equivalent,
insubstantially-different structure) identified in the <235 patent (i.e., a portion of the main
transfer path. See CX-0274C (Howard WS) at Q/A 472.

Limitation 1[n]. “a depositing controller connected to the first gate,
the second gate and the verifying unit, the depositing controller -
configured to transfer the authentic banknotes to the main transfer
path but transfer abnormal banknotes to the abnormal sheet branch
transfer path based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a cheque to the
authentic cheque transfer path and the banknotes other than the

cheque to the authentic cash transfer path based on the verification
result”

As discussed above in the claim co‘nstruction section, the adr_ni_nistrétive law judge
determined that each of the claim term “a depositing controller” gnd the claim term
“individual sheets in the banknotes” should be given its plain and ordinary meaning.

The Accused Products practice this limitation. The Accused Products contain a
[ ] that contains the firmware for operating the device. See CX-
0136C (ATM componént image w/ handwritten notes) MP000359. The [

] is connected to the verifying unit via its connection to the [ S
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to the ﬁrst.g'ate via its connection to the Escrovif nnit, and to the second gate via its
connecti(_)n through to the distribution unit controller in the lower modnle. The Master
Controller controls the operation of the Accused Products, including transferring

- banknotes to Escrow or the Reject Path based upon the Veriﬁcation result and transferring
| banknotes to either the Cash or Check cassette based npon the verifying unit’s -
determination of whether each banknote is a cas}i or a check. Langhuber Tr. 365

| (explaining that the CCDMv2 “1nclude[s] a master controller . Which controls the
operation of the machine”), see also CX-0274C (Howard WS) at Q/A 475-77; CX-0115C
(CCDM V2 OEM Service Manual) at 989DBITC0005364, 68, 74; CX-0136C (ATM

component image w/ handwritten notes) at MP000359.

nieans-plus-function:

in the event the Commission agrees with respond.ents that the disputed claim term
“a depositing controller” is a means-plus-function element, the evidence nonetheless
shows that the Accused Products satisfy this limitation. As discussed above, the Accused
Products include a Master controller that, like the controller identified in the ‘235 patent,
is specifically configured to control the depositing operations of the CCDMv2. The ..
 Master Controller performs the functions recited in this limitation using the same |
structure (or equivalent, insubstantially-different structure) as the structures identified in
the ‘235 patent corresponding to this limitation (i.e., depositing controiler'(i. e., element

140 in Fig. 1)). See CX-0274C (Howard WS) at Q/A 478.
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Accordingly, complainants have shown that the Accused Products infringe

asserted independent claim 1.

b. Dependent Claim 2

Asserted dependent claim 2 of the ‘235 patent reads as follows:
2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-

alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

JX-0001 (‘235 Patent) at col. 10, In. 66 —col. 11, In. 2.

As discussed below, the Accused Products practice this claim.
“The apparatus of claim 1, further comprising an auto-alignment
unit provided on the main transfer path, the auto-alignment unit

configured to align the banknotes while transferring the banknotes on
the main transfer path”

As discussed above in the claim construction section, the admi_rﬁs“frative law judge
determinéd that the claim term “an auto-alignment unit” should b:e- given its plain and
ordinary meaning.

c ‘The Accused Products practice this claim. Fof the reasons already discussed, the -
Adcused Products practice every limitation of claim 1; they also practice the additional
limitations of claim 2. See CX-0274C (Howard WS:)' at Q/A 481; CX-0163C (Wincor
- Nixdorf CCDM V2 Service Manual draft) at 989DB>ITC07004724; CPX-0005C
(ActivMedia Module Ovefview) at 989DBITC0071434; CX-0117C (Wincor Nixdorf
CCDM V2 Service Manual) at WN019417-20; CX-0115C (Wincor Nixdorf CCDM V2
QEM Service Manual) at 989DBITC0005436; CX-0166C (Check handling document) at
MP000327. The Accuséd Products contain an alignment unit on the main transfer path

after the [ ] component and before the [ ] component, as shown in
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CPX-0005C (ActivMedia Module OverView) at 989DBITC0071434. The Alignment
unit aligns the individual banknotes before they pass | ]
The Accused Products’ alignment unit aligns the media to the side wall of the transfer
path. See CX-0274C (Howard WS) at Q/A 481-83.

| means-pius-function:

In the event the Commission agrees with respondents that the disputed claim term
“an auto-alignment unit” is a means-plus-function eiement, the evidence nonetheless
shows that the Accused Products satisfy this limitation.

The Accused Products include an alignment unit comprising driving rollers, |
alignment roHers, and at least one motor. CX-bl 17C (CCDMV2 Service Manual August
2015) at WNO 19417-9420 and CX-01 15C (CCDM\}Z OEM Service Manual) at
989DBITC0005436 depict the rollers_and transfer path elements within aliénmeﬁt uhit.
Further, as explained above, the alignmént unit of the Accused Products aligns the
‘individual banknotes as they are transferred along the main transfer path. See CX-0274C

(Howard WS) at Q/A 485.

Accordingly, complainants have shown that the Accused Products infringe

asserted dependent claim 2.
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c. Dependent Claim 3

Asserted dependent claim 3 of the 235 patent reads as follows:
3. The apparatus of claim 1, wherein the verifying unit
includes:

a plural banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes;

a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;

‘a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics
of the banknotes; and

an MICR (Magnetlc Ink Character Recognltlon)
- module for acquiring magnetic ink character
information printed on the at least one cheque.

JX-0001 (‘235 Patent) at col. 11, Ins. 3-15.

As discussed below, the Accused Product_s practice this claim.
Limitation 3[a]. “a plural banknotes detection part configured to

detect overlapped individual sheets based on a thlckness of the
banknotes”

':As d1scussed above in the claim constructlon section, the administrative law judge
determined that each of the claim term “plural banknotes detection part” and the claim
term “based on a thickness of the banknotes™ should be given its plain and ordinary
meaning.

The Accused Products practiée this limitation. The Move TCM module iﬁ the
Accused Products ihcludeé two Hall (effect) sensors that detect overlapped 1;)anknotes by .

thickness.”> The Hall sensors detect.overlapped banknotes by measuring the attenuation

% Dr. Sturges offered no opinions in response to the Hall sensors within the CCDMv2
satisfying this claim limitation. See RX-0409C (Sturges RWS) at Q/A 434-36.
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of [ ]. As media passes through the Hall sensors, the [
], which changes the magnetic properties.
The sensors detect this change and use it to measure the [ I-
See CX-0274C (Howard WS) at Q/A 486-87; CX-0117C (Wincor Nixdorf CCDM V2
Service Manual) at WN019305; see also CX-0271C (Hagen Dep. Tr.) at 39:15-22.
Further, the Accused Products include an ultrasonic sensor at the border‘ between

the [ ] and the [ ]. The ultrasonic sensor is used for [

].” See CX-0274C (Howard WS) at Q/A 389. The [
_ .
See id. at Q/A 488; see also RX-0410C (Langhuber RWS) at Q/A 32 (explaining that
“
].”)The Accused
Products practice this limitation under any of the parties’ proposed claim constructioﬁ
: proposals. See CX-0274C (Howérd WS) at Q/A 489-91.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a plural banknotes detection part” is a means-plus-function element, the evidence
nonetheless éhows that the Accused Products satisfy this limitation.

As diécuséed above, the Accused Products include an ultrasonic sensor and Hall
- sensors for detecting overlapped media. One skilléd in _tﬁe art would understand that
these sensors are in the same category as the sensors‘described by the patent because they

~ would be used to detect similar characteristics, i.e., thickness, in a similar way, |

147



Case: 17-2553 Document: 1-2 Page: 230 Filed: 09/15/2017
PUBLIC VERSION

]. These sensors pefform the same function recited by the ‘235 patent;
detecting overlapped banknotes based upon thickness. See CX-0274C (Howard WS) at
- Q/A 492.

Limitation 3[b]. “a CIS (Contact Image Sensor) for acquiring and analyzing
image information by scanning the banknotes”

As discussed above in the claim construction section, the administrative law judge
determined that the disputed claim term “banknotes” should be construed to mean “cash,
checks, or both cash and checks.” Under the correct claim construction of the disputed
term, the Accused Products practice this limitation.

The Accused Products practice this limitation under any of the parties’ claim
construction proposals. See CX-O274C (Howard WS) at Q/A 495. The Accused Products
contain a [ ] that comprises [ ] contact image sensors (CIS’s)

[ |
], which are used to verify the authenticity of the banknotes. See
CX-0274C (Howard WS) at Q/A 494-97, CX-Oi 17C (Wincor Nixdorf CCDM V2
Service Manual) at WN019304.
Limitation 3[c]. “a cash verifying part for verifying authenticity or

abnormality of the banknotes by sensing characteristics of the
banknotes”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics of the banknotes” should be

given its plain and ordinary meaning.
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The Accused Products practice this limitation under any of the parties’ claim
construction proposals. See id. at Q/A 500. The CCDMv?2 refers to the combination of
the |  1..The[

] contains a | ] that captures an image of the media
and determines whether the sheet is a cash, check, or unfit media. See id. at Q/A 499;
CX-0164C (MMA Module Overview) at 989DBITC0004350. Similarly, the [ 1
contains other sensors, such as pﬁoto sensors and ultraviolét Sensors f(:)r‘verifying‘ the
authenticity‘ of each individual banknote. See CX-0274C (Howard WS) at Q/A 499-502; .
CX-0117C (Wincor Nixdorf CCDM V2 Service Manual) at WN019304, 42-6; CX-0164C
(MMA Module Overview) at 989DBITC0004350.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
;‘a cash verifying part‘for verifying authenticity or abnormality of the banknotes by
sensing characteristics of the banknotes” is a meané-plus—function element, the evidence
nonetheless shdws that the Accused Products satisfy this limitation.

As discussed above with respect tb_ claifh element 1[d], the Accused Products’
practice 'ghislimitaﬁon under a meansjplué-function analysis. See CX-0274C (Howard .
WS) at Q/A 503-04; see also CX-0117C (Wincor Nixdorf CCDM V2 Service Manua]) at
WN019304. |

| ‘Limitation 3[d]. “an MICR (Magnetic Ink Character Recognition)

module for acquiring magnetic ink character information printed on
the at least one cheque”

The Accused Products practice this limitation. The Accused Products includes

MICR sensors within the CCDMv?2 that are used to verify the authenticity or abnormality
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of banknotes by detecting characteristics of the banknotes. See CX-0274C (Howard WS)
at Q/A 505-06; CX-0164C (MMA Module Overview) at 989DBITC0004350; CX-0117C
(CCDM V2 Service Manual) at WN019304.

The parties do not dispute claim construction as to this limitation. See Joint

Outline at 2-5; CX-0274C (Howard WS) at Q/A 507.

Accordingly, complainants have shown that the Accused Products infringe

asserted dependent claim 3.

d. Dependent Claim 6 |

Asserted dépendent claim 6 of the ‘235 patent reads as follows:

6. The apparatus of claim 1, further comprising:

a memory configured to store various information
acquired by the verifying unit;

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory,
the depositing controller, and the communication - -
controller;

a user input unit configured to receive information from
the user;

a deposit display unit configured to display information
to the user; and

a receipt output unit configured to output a receipt to
the user.

JX-0001 (‘235 Patent) at col. 11, In. 23 — col. 12, In. 2.
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_szr the reasons discussed abdve, the Accused Products practice all limitations of
claim 1, from which claim 6 depends. As discussed below, the Accused Products
practice all additional limitations of claim 6.

Limitation 6[a]. “a memory configured to store various information
. acquired by the verifying unit”

The Accused Products practic¢ this limitation. The [

17 See CX-0274C (Howarci WS)at Q/A 508-09; CX-
0138C (CCDM V2 Description & Device Specification) at 989DBITC00003860.. One
skilled in the art would understand that transmitting this'data would necessarily require
memory for storing the data at the receiving location. See CX-0274C (Howard WS) at
Q/A 510. As| |

], that component necessarily includes memory.

Limitation 6[b]. “a communication controller configured to
communicate with a host computer connected therewith”

a As discussed abeé in the claim construction section, the administrative law judge
'v:determined thét the cléim term “a communicatibn controller” should be given its plain
and ordinary meaning.

Tl;e Accused Products practice this limitation. The Accused products include a
communications controller that communicates with a host computer. Specifically, the
~ CCDMv?2 Master Controller Boafd' includes a USB component that is connect to and
communicates with a host cbmputer. See Dunlap Tr. 405-406; CX-0274C (Howard WS)
at Q/A 512-14; see also CX-0115C (CCDM V2 OEM Service Manual) at
989DBITC0005364.
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means-plus-function:

In the event the Commission agreeé with respondents that the disputed claim term
“a communication controller” is a means-plus-function element, the evidence nonetheless
shows that the Accused Products satisfy this limitation.

As discussed above, the Accused Products contain a CCDMv2 module connected
to the other components of the ATM via a USB connection. Such structure performs the
function of “communicating with a hostvc_vomputer” using the same structure (or
eqnivalent, insubstantially-different structure) as the structures identiﬁed in the ‘235
patent corresponding to this limitation (i.e., commnnication controller (i.e., element 146)

having a transmitter and a receiver). See CX-0274C (Howard WS) at Q/A 517.

Limitation 6[c]. “a central controller configured to control the
memory, the depositing controller, and the communication
controller” -

As discussed above in the claim constrnction section, the administrative law judge__
determined that the claim term “a central controller” should be given its plain and
ordinary meaning.

The Accused Products practice this limitation. The ATM sends command to the.. _
CCDMv2 and after processing the mixed bundle of banknotes the' CCDMv2 responds
back. See Dunlap Tr. at 405-406; CX-0115C (CCDM V2 OEM Service Manual) at
989DBITCOOOS364. Additionally, when the CCDMv2 scans and process the checks and.
cash, that information is uploaded to the ATM computer for additional validation, as well
as the information of the media stored in escrow while the CCDMv2 awaits further
instructions regarding whether to deposit the media or return it to the user. See CX-

0274C (Howard WS) at Q/'AVS 18-21. The Accused Products include a central controller
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that controls the memory, depositing controller, and communications controller within
the Products.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim
terms “a central controllér” and “a depositing controller” are means—plus—functioh
elements, the evidence nonetheless shows that the Accused Products satisfy this
limitation. |

The Accused Products include a central controller that performs the function
“covntrolling’ the memory, the depositing controller, and the communication controller,”
using the same structure (or equivalent, insubstantially-different structure) as the
’structur:e identified in the ‘235 patent corresponding to this limitation (z e., central
conﬁoller 144). See CX-0274C :(HoWard WS) at Q/A 522. - |

Infringement analysis for the disputed claim term “a depo‘Sitirig controller” was
discussed above in the section concerning limitation 1[n]. See CX-0274C (Howard WS)
at Q/A 523. Infringemént analysis for the disputed claim term “a communication
controller” was discussed above in the section concerning limitation 6[b]. See CX-0274C

(Howard WS) at Q/A 524.

Limitation 6[d]. “a user input unit configured to receive information
from the user”

As discussed above in the claim construction section, the administrative law judge
“determined that the claim term “a user input unit” should be given its plain and ordinary

- meaning.
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‘:T}ie Accused Products pract_ieethis limitation. The Accused Products have user
inpﬁf devices, sueh asa keypa;i or teuchscreen. See CX-0274C (Howard WS) at Q/A
- 525-28; CX-0182C (Diebold 7500 Spec Sheet) at NH_989-00068619; CX-0185C
(Diebold 7700 Spec Sheetj at NH_989-00068621.

means-plus-function:

In the event the Commission agfees with respondents that the disputed claim term
“a user input unit” is a means-plus‘-functioﬁ element, the evidence _nonetheless shows that
the Accused Products satisfy this limitation.

The accused products include keypad or touchscreen that perferms the function
“receiving information from the user” using the same structure (or equivalent,
insubstantially-different structure) as the structure identified in the ‘235 patent
correspopding to this limitation:'(i. e.’; a key panel end/or a teuch panel). See CX-0274_C |

(Howard WS) at Q/A 529 citing CX-0268 (Dunlap Dep. Tr.) at 243.

Limitation 6[e]. “a deposnt display unit conﬁgured to display
- information to the user” .

As discussed above in the claim constructien section, the administratiive-law judge
determined that the clairri term “a deposit display unit” should be given its plain and
ordinary meaning. Th:e parties do not dispute this. See Joint Outline et 2-5;5Resps. Br. at
| 37-38. | |

The Accused Products practice this limitation. The Accused products include
display screeﬁs for displaying informatioﬁ to the user. See CX-0274C (Howard WS) at
Q/A 530-33;_CX;0182 (Diebold 7500 Spec Sheet) at NH_989-00068619; CX-0185

(Diebold 7700 Spec Sheet) at NH_989-00068621.
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. means-plus-function:

In the event the Commission agrees with respondents that the claim term “a
deposit display unit” is a means-plus-function element, the evidence nonetheless shows
that the Accused Products satisfy this limitation.

The accused produbts include screens for displaying information that pe_rforrh the
function “displaying information fto the user,” using the same structure (or _equi‘valent,
insubstantially-different structure) as the structure identified in the 235 patent
corresponding to this limitation (i.e., display unit (i.e., element 150)). See CX-0274C
(Howard WS) at Q/A 534; CX-0182 (Diebold 7500 Spec Sheet) at NH_989—OOO68619; '
CX-0185 (Diebold 7700 Spec Sheet) at NH _989-00068621.

Limitation 6[f]. “a,'feceipt output unit configured to output a receipt
to the user” : -

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a receipt éutput unit” should be given its plain and |
ordinary meaning. The parties do not dispute this. See Joint Outline at 2-5; Resps. Br. at
37-38.

The Accused Products practice this limitation. The Accused products include a
| receipt printer to print receipts for the user. See CX-0274C (Howard WS) at Q/A 535-38;
CX-0182 (Diebold 7500 Spec Sheet) at NH_989-00068619; CX-0185 (Diebold 7700

Spec Sheet) at NH_989-00068621.
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means-plus-function:

In the event the Commission agrees with respondents that the claim term “a
receipt output unit” is a means-plué-function element, the evidencé nonetheless shows
that the Accused Products satisfy this limitation. |

The accused products include a recfeipt printer that performs the function
“outputting a receipt to the user,” using the same structure (or equivalent, insubstantially-
differeﬁt structure) as the structure identified in the ‘235 patent corresponding to this
limitation (i.e., receipt output unit (element 152)). See CX-0274C (Howard WS) at Q/A
539; CX-0182 (Diebold 7500 Spec Sheet) at NH_989-00068619; CX-0185 (Diebold

7700 Spec Sheet) at NH_989-00068621.

Accordingly, complainants have shown that the Accused Products infringe

asserted dependent claim 6.

e. Dependent Claim 8

Asserted dependent claim 8 of the 235 patent reads as follows:

8. The apparatus of claim 1, further comprising:

an authentic cheque incoming unit disposed at a rear
end side of the authentic cheque transfer path and
configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path,

wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least
one authentic cheque responsive to the individual sheet
of the at least one authentic cheque being held by the
authentic cheque incoming unit.
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IX-0001 (‘235 Patent) at col. 12, Ins. 12-22.

For the reasons set forth above, the .acc:used Products practice each limitation of
claim 1, from which élaim 8 depends. As discussed below, the Accused Products also
practice each additional limitations of claim 8.

Limitation 8[a]. “an authentic cheque incoming unit disposed at a ,

rear end side of the authentic cheque transfer path and configured to

temporarily hold an individual sheet of the at least one authentic
cheque transferred along the authentic cheque transfer path”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “an authentic cheque incoming unit” should be given its
plain and ordinary meaning.

The Accused Prodiicts praétice this limitation. The Accused Prociiicts include a
[ : , ] located at the end of the authentic check
transfer path. See CX-O274C (Howard WS) at Q/A 540-41; CX-0115 (Wincor Nixdorf
CCDM V2 OEM Service Manual) at 989DBITC0005405, 5427-28. The authentic
checks in the mixed bundle of banknotes are transferred into the [

]. See CX-O274C (Howard WS) at Q/A 542. After at least one authentic chéck in the
mixed bundle of banknotes has been transferred to this unit, the [ ]
moves the authentic checks into the [ ]. See Dunlap Tr. 404-405;

: CX40274C (Howard WS) at Q/A 542-44; CX-01 15 (Wincor Nixdorf CCDM V2 OEM

 Service Manual) at 989DBITC0005405, 5427-28.
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means-plus-function:

In the event the Commission agrees with respondents that the dispﬁted claim term
“an authentic cheque incoming unit” is a means-plus-function element, the evidence
nonetheless shows that the Accused Products satisfy this limitation.

The accused products include a temporary stacking structﬁre that performs the
function “tempofaﬁly holding an individual sheet of the at least one authentic cheque
transferred along the authentic cheque transfer path,” using the same structure (or
equivalent, insubstantially-different st?ucture) as the structure identiﬁed in the ‘235
patent correéponding to this limitation. See CX-0274C (Howard WS) at Q/A 546; CX-
0115 (Wincor Nixdorf CCDM V2 OEM Service Manual) at 989DBITC0005405, 5427-
" o . o

Limitation 8[b]. “wherein the authentic cheque stofag’é cassette is

configured to store the individual sheet of the at least one authentic

cheque responsive to the individual sheet of the at least one authentic
cheque being held by the authentic cheque incoming unit”

As discussed above in the cl;ﬁrﬁ construction section, the administrative law judge
determined that the claim term “conﬁgured to store the individual sheet of the at least one
authentic cheque responsive to the individual sheet of the at least one authentic cheque
being held by the authentic cheque incoming unit” should be given its plain and ordinary
meaning. |

The Accuséd Products practice this limitation. The [ ]in the
Accused Products is configured to accept the stack of authentic checks stored in vt.he‘ _
| ] See CX-0274C (Howard WS) at Q/A 547; CX-0115 (Wincor

"Nixdorf CCDM V2 OEM Service Manual) at 989DBITC0005405, 5427-28. As the
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banknotes are processed, the authentic checks are routed and stacked in the femporary
storage above the cassette, until a push bar activates that pushes the stack of authentic

checks from the temporary storage and into the check cassette for storage. See Dunlap

Tr. 404-405; CX-0274C (Howard WS) at Q/A 548-50.

Accofdingly, complainants have shown that the Accused Products infringe

asserted dependent claim 8.

f. Dependent Claim 9

Asserted dependent claim 9 of the 235 patent reads as follows:

9. The apparatus of claim 1_, further comprising:

an authentic cash temporary storage provided at a rear
end side of the authentic cash transfer path and
configured to stack and temporarily hold the authentic
banknotes other than cheques transferred along the
authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage.

JX-0001 (‘235 Patent) at col. 12, Ins. 23-32.

For the reasons set forth above, the Accused Products practice each limitation of
claim 1, from which claim 9 depends. The Accused Products also practice each of the

additional limitaﬁons of claim 9.
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Limitation 9[a]. “an authentic cash temporary storage provided at a
rear end side of the authentic cash transfer path and configured to
stack and temporarily hold the authentic banknotes other than
cheques transferred along the authentic cash transfer path”

* The Accused Products practice this limitation. The Accused Products include a
[ B _ ] located at the end of the authentic cash
transfer path. The authentic cash in the mixed bundle of banknotes are transferred into
the | J. See Dunlap Tr. 404-405; CX;0274C (Howard WS) at Q/A

1551-56; CX-0115 (CCDM V2 OEM Service Manual) at 989DBITC0005405, 5427-28.

Limitation 9][b]. “wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic banknotes other
than cheques held by the authentic cash temporary storage”

The Accused Products practice this limitation. The [ ] in the Accused

Products is configured to accept the stack of authentic cash stored in the |
] Seé CX-0274C (Howard WS) at Q/A 557-58; CX-0115 (Wincor Nixdorf :

CCDM V2 OEM Service Manual) at 989DBITC0005405, 5427-28. Specifically, as the
banknotes are processed, the authentic cash is stacked inthe [ I
and, when device is ready to move the authentic cash to final storage, a push bar activates
that pushes the stack of authentic cash from the [ ~ Jand into the |

] for storage. See Dunlap Tr. at 404-405; CX-0274C (Howard WS) at Q/A 558-

61.

Accordingly, complainants have shown that the Accused Products infringe

asserted dependent claim 9.
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4. Indirect Infringement

Section 271(c) of the Patent Act provides: “Whoever offers to sell or sells within
the United States or imports into the United States a component of a patented machine,
manufacture, combination or composition, or a material or apparatus for use in practicing
a patented process, constitutihg a material part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing use, shall
be liable as a contributory infringer. 35 U.8.C. § 271(c). |

Section 271(c) “covers both contributory infringement of system claims and
method claims.”*® Arris, 639 F.3d at 1376'(footnotes'omitted). To hold é component
supplier liable for contributory infringement, a patent holder must show, inter alia, that
| (a) the supplier’s product was used to commit acts of direct infringement; (b) the
product’s use constituted a material part of the invention; (c) the supplier knew its
product was especially made or especially adapted for use in an infringement” of the
patent; and (d) the product is not a staple article or commodity of commerce suitable for

substantial noninfringing use. Id.

a. Importation

Complainants argue:

Diebold imports CCDMv2 modules, including [

26 «Claims which recite a ‘system,’ ‘apparatus,” ‘combination,” or the like are all
analytically similar in the sense that their claim limitations include elements rather than
method steps. All such claims can be contributorily infringed by a component suppher
Arris, 639 F.3d at 1376 n.8.
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]. Diebold has been aware of the ‘235 patent since no later than
‘February 9, 2016. Any manufacture, use, sale, offer for sale, or

importation of the Accused Products, or of the CCDMv2 modules, since

was presumptively taken with knowledge that such acts were infringing.

#* * *

Any importation by Diebold of the ActivMedia/CCDMv2 module
(including software and/or firmware provided with the '
ActivMedia/CCDMVv2), as well as any sale or offer to sell said module,
would indirectly infringe each asserted claim of the ‘235 patent.[ ] This is
because the ActivMedia/CCDMyv2 forms a material part of the patented
invention, is especially made or especially adapted for use in infringement,
and has no substantial noninfringing users.

Compls. Br. at 103-04 (citations omitted).
Respondents argue:

Knowing it cannot substantiate a Section 337 violation based on
direct infringement by the Accused Products, Hyosung resorts to a
contributory infringement claim based on the importation of the CCDM
V2 module. The [ '

]. Moreover, the CCDM V2 |
] for it to operate to |
]. The imported components lack the pieces needed to install

the CCDM into the ATM, as well as the [ ], that
controls all relevant operations of the device, including whether to allow
[ ]- The

[ ] in the United States.

Resps. Br. at 41 (citations omitted).

Respondents’ arguments concerning importation were addressed above in Section
IV.B.2 of this ID.

Moreover, the evideﬂce shows that respondents import CCDMv2 modules,
including |. : ], for incorporation into Accused Products that they subsequently

-~ sell in the United States. See Cameron Tr. 423-424 (confirming | ]; CPX-
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0004C (Diebold Irnportation Spreadsheet); CPX-0052C (Diebold Importation |
Spreadsheet); CPX-0053C (Diebold Importation Spreadsheet); CPX-0054C (Diebold
Importation Spreadsheet). Respondents then incorporate the [ |
] into the Accused Products. Further, respondents [

], all of which were imported from overseas. See CPX-
0006C (Diebold inventory spreadsheet); CX-0274C (Howard WS) at Q/A 562.
Respondents ha\re been aware of the ‘235 patent since no later than February 9,‘2016,
when the complaint was filed. See CX-0057C (Diebold Supp. Interrog. Resps. (Jul. 20,
2016)), Interrogs. 30-32. Any manufacture, use, sale, offer for sale, or importation of the
Accused Products, or of the CCDMv2 modules, as of February 9, 2016, st

presumptively taken with knoWledge that such acts were allegedly infringing.

b. - Contributory Infringement

Seetion 271(c) of the Patent Act provides: “Whoever offers to sell or sells within
the United States or imports into the United States a cemponent of a patented machine,
manuraeture, combination or composition, or a material or apparatus for use in practicing
a patented process, constituting a material part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing.use, shall
be liable as a contributory infringer. 35US.C.§ 271(c). |

| Section 271(c) “covers both contributory infringement of system cleims and

method claims.”?’ Arris, 639 F.3d at 1376 (footnotes omitted). To hold a component

27 «Claims which recite a ‘system,” ‘apparatus,’ ‘cembination,’ or the like are all
analytically similar in the sense that their claim limitations include elements rather than
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:-' supplier liable for contributory infringement, a patent holder must show, inter alia, that
(a) the supplier’s product was ﬁsed to (;ommit acts of direct infringement; (b) the
product’s use constituted a material part of the invention; (c) the supplier knew its
product was especially made or especially adapted for use in an infringement” of the
patent; and (d) the product is not a staple article or commodity of commerce suitable for
substant1a1 noninfringing use. Id

Any importation by respondents of the ActivMedia/CCDMv2 module (including
software and/or firmware provided with the ActivMedia/CCDMv2), as well as any sale
or offer to sell said module, would indirectly infririge each asserted claim of the ‘235
pa‘tent.28 As discussed below, this is because the ActivMedia/CCDMv2 forms a material
part of the patented invention, is especially me}d'e. or especially adapted for use in

_infringement, and has”rllo substantial noniﬁfrihging users. See Dunlap_Tf. 391
(acknowledging that “the [ » ]” in the Accused
Products); CX-0274C;(Howard WS) at Q/A 567.

As to the ﬁrst requirement of contributory infringement, as discusséd above in
detail, complainants have shown that the Accused Products direcﬂy infringe the asserted

claims.

method steps. All such claims can be contributorily infringed by a component supplier.”
Arris, 639 F.3d at 1376 n.8.

28 Respondents improperly rely on the |
] to show that the CCDMv?2 is not imported. See RX-0409C (Sturges WS) at
Q/A 449. Respondents did not produce this evidence when respondlng to complainants’
discovery requests. Respondents have offered conflicting opinions regarding Whether the
[ ]. Seeid (“[
: ]1....7).
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material part of the patented invention

For reasons discussed above, the ActivMedia/CCDMv2, including any software
and/or firmware provided with the ActivMedia/CCDMV2, forms a material part of the
invention claimed in each asserted claim of the ‘235 patent. As set forth in detail above,

and based on the evidence cited, the ActivMedia/CCDMv2 (and particularly the | |

D, provides the principal structure and/or functionality
underlying the Accused Producfs’ practice of each limitation.. See‘e. g. infringement
sections of this ID for claim elements 1[a], 1[b], 1[d], 1[k], 1[1] (describing how, within
each Accused Product, it is: the ActivMedia/CCDMv2 that principally‘practices each

limitation of the asserted claims). Further, Dr. Howard’s ihspection of a Diebold 7700

with an ActivMedia module installed further confirmed his opinion that [

]. For at least these
reasons, the ActivMedia/CCDMv2 forms a material part of the claimed invention. See
CX-0274C (Howard WS) at Q/A 568.

especially made or especially adapted for use in infringement

The ActivMedia/CCDMv2 module is especially designed to include the patented
structures for mixed-bundle cash-and-check processing, as described above. See e. g

infringement sections of this ID for claim elements 1[a], 1[b], 1[d], 1[k], 1[1] (describing
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how, within each Accused Product, it is the ActiVMedia/CCDMVZ that principally
practices each limitation of the asserted ciaims). Further, the ActivMedia/CCDMV2 is .
especially made for incorporation into automated teller machines such as the Accused |
Products and, once incorporated, will confer on those machines the structures necessary
td practice the patenfed invention. Further, the manufacturer of the
ActivMedia/CCDMv2 module, Wincor-Nixdorf, provides its customers (including
réspondents) with detailed instructions, and ongoing teéhnical support, to assist in the
incorporation of the module into automated teller machines and in how to use the module
so as to gain the benefit of the invention covered by each asserted claim. See e.g. CX-
0115C (CCDMv2 OEM Service Manual August 2015); CX-0274C (Howard WS) at Q/A
569. As discussed, respondents’ continued importation of the ActivMedia/ CCDMv2

(e.g., the | J) was taken with full knowledge that such importation was infringing,

and the reasons therefor, at least as of the date of the complaint in this investigation. |

Respondents argue that they did not know how the CCDMv2 works bécause they
did not make or design it. See Resps. Br. at 43-44. Respondents argue that lack of the
re.quisitevknowledge for a contributory infringement claim was nof cured by-the filing of
the 337 complaint, because the complaint merely provides knoWledge of the patent but
not knowledge of the infringement. Id. For the reasons discussed below, respondents’
arguments are unpersuasive.

First, respondents’ argument that they could nét know how the CCDMv2 module

contributed-to infringement because they do not know how the CCDMv2 works is
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unsubstantiated. As discu‘ssed above in detalil, the evidence establishes that the original
manufacturer of the CCDMv?2 provides all its customers (including Diebold) with
detailed instructions and on-going technical in'struétions in how to use the module to gain
the benefit if the mixed-bundle feature as set forth in the asserted patent claims. Indeed,
: Diebold had access to Mr. Picone, Wincor’s liaison and technical interface‘manager, who
assisted Diebold with the integration of the CCDMV?2 into the Accused Products. See
RX-0416C (Picone RWS) at Q/A 11. Mr. Dunlap acknowledged that Diebold had éccess
to Mr. [ . : : 1
See RX-0515C (Dunlap RWS) at Q/A 10. Thus, respondents’ argument that they could
not possibly understand the CCDMv2 enoug'h:.to know how the module contributes to
infringe\men;c is not credible.

Moreovef, after the filing of the cofnplaint on February 9, 2016, respondents:had
full knowledge as to how the CCDMv2 was especially made or adapted for nse in the
Accused Products because the complaint and attachments explained this in _detail.
Indéed',:the Commission has ruled that, in the contekt of the knowledge réquirement fora
contributory infringementlc;laim, “service of a section 337 coniplaint can b‘e‘ adequate to
pr_(‘)vzidebknowledge of the ésscrted patents. ” Certain Television Sets, Tt élenision
Receivers, Tt eievision Tuners, and Components Thereof, USITC Inv. No. 337-TA-910
(Oct. 30, 2015) at *23 (rulés governing section 337 complaints require “highly detailed
information concerning the asserted patents and complainant’s infringement
allegations™). The record establishes that Hyosung’s complaint included claim charts that
detailedE the bases for the Accused Products’ alleged infringement of the asserted claims

of the ‘235 patent.
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substantial noninfringing uses

The ActivMedia/CCDMv2 lacks substantial noninfringing uses. The evidence
discussed above demonstrates how typical use of the ActivMedia/CCDMv2 module will
involve use of each and every one of the structures described in the various limitations of
the asserted claims. To the extent that a perso'h may elect not to use the “mixed bundle”
* processing capabilities of the ActiVMedia/CCDMv2 module (e.g., if a person inserts a
bundle ;:onsisting only of checks), such would not be a noninfringing use. This is
~ because each of the structures described. in the various limitations of the asserted claims
would still be present and in use, even if, for a given bundle of media, there would not
actually be media passing through sorhe of the recited structures. See CX-0274C
‘ (Howard WS) at Q/A 570.

To the extent that some end-customers of the Accﬁsed ?rdducts may elect to

ignore certain overlap-detectingr features of the ActivMedia/CCDMv2, e.g., |

1,
such a practice is not a substantial noninfringing use. See CX-0274C (Howard WS) at
Q/A 570. The law is clear that the presence of an ability to turn off an infringing feature
is not a “substantial noninfringing use.” Fujitsu Ltd. v. Netgear Inc., 620 F.3d 1321,
1331 (Fed. Cir. 2010); see also Finjan, Inc. v. Secure Computing Corp., 626 F .3& 1197,
1205 (Fed. Cir. 2010) (describing how infringement occurs so long as underlying
capability exists in the product, even if it must be “unlocked”); Koninklijke Philipis N.V.

v. Zoll Med. Corp., Nos. 2014-1764,2014-1791, 2016 WL 4045330 at *17 (Fed. Cir.
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2016) (citing Fujitsu, 620 F.3d at 1331) (noting that the ability to deactivate an infringing

mode does not establish substantial non-infringing uses)).

Respondents argue that certain Accused Products [ | ] limit
customers to depositing checks-only and cash-only in two separate transactions—i.e.,
they do not | i ]. See Resps. Br. at
45. Respondents argue that those maéhines show a substantial non-infringing use of the
CCDMyV2 modules in the Accused Products, and therefore, reSpondents cannot be liable
asa confributory infringer. See id. For the reasons discussed below, respondents’
arguments are unpersuasive.

| The asserted claims of the ‘235 patent are apparatus claims that recite a device
“comprising” certain structﬁ:rai elements. Respbndents fléil. to show that any of the
cl_a'imed structural elements are missing from the Accused Products sold to [
]. Indeed, the only difference between the ATMs sold to | ] and. '

the allegedly infringing ATMs sold to others by respondents, is allegedly [

]. See RX-0515C (Dunlap RWS) at Q/A 66; RX-0410C
(Langhuber RWS) at Q/A 106-09. Thus, even under respondents’ theory, all of the
requisite structural elements (both hardware and software) that practice the Asserted

Claims are literally present [

]. As such, all of the Accused Products sold to [ ], and |
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any other similarly modified Accused Prbducts that may have been sold to dthers,

‘ infringe the asserted clairﬁs of the 235 patent. See Finjan, Inc. v. Secure Computjng
Cérp., 626 F.3d 1197, 1204-05 (Fed. Cir. 2010) (“in the same way that an automobile
engine for propulsion exists in a car even when the car is turned off.”).

It does not matter whether or not all the claimed structural elements are enabled or
turned—on. See id. The accused ATM produéts rﬁerely need to be “reasonably capable of
satisfying the claim limitations, even though it may also be capable of nohinfringing
modes of opération.” Id. Here, the evidence shows that all .of the Accused Products sc;ld
to [ ] are reasonably capable of performing the claimed | ]
feature. One needs only to enable the existing [ | ] feature. Inasmuch as the
Accused Products sold to | ] by réSpondents are i_rifririging uses of the
CCDMy2, f[hose ATMs cannot constitute aé a.substantial noninfringing use.

Moréover, the [ | ] ATMs (and any similarly modified Accused
Products) cannot constitute as a “sub_Stanﬁal noninfringing use” because the ATMs,
according to respondents, merely disable the infringing feature [

J—an approach the Federal Cirquit has repeatedly found cannot be used by a
contributory infringer to avoid liability. See e.g., Zoll Medical Cofp., 2016 WL 4045330 |
at *16-17; Fujitsu, 620 F.3d at 1330-31. Respondents concede that disabling a “separate
and distinct feature” in an accused product cannot be considered‘a substantial non-
infringing use. See Reéps. Br. at 47-48. For example, the invention at issue in Zoll §

. Medical coﬁcemed a lclleﬁbrilla.tor with an automatically initiated self-testing feature. The

alleged infringer argued that manually initiating the self-testing feature was a substantial :

non-infringing use. Respondents concede that Zoll Medical held that “the accused
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feature (automatic testing) was é ‘separate and distinct’ feature from the manual testing
feature,” and “[b]ecause the pafented feature was disabled dgring the alleged non-
infringing use and thus not used, the Federal Circuit held it could not be a ‘non-infringing
use.”” See Resps. Br. at 47.

Respondents argué that this investigation presents a “different fact scenario” ffom
Zoll Medical and other Federal Circuit authority, because the mixed bundle feature is not
“sebarate and distinct” from the cash or check-only modes of operation. Respondents

argue that whenever a CCDMv2 is used to deposit cash-only or checks-only or a mixed

“bundle “[ : : ].” See Resps. Br.
at 49. Inasmuch as no hardware or software is [ . ],” respondents
argue that the entire CCDMV2 is being used in the | ' ] ATMs.
Respondents then conclude that such use of thg CCDMV2 in [ ~ 1ATMs

cannot be viewed as being a “separate and distinct” function from the use of the exact
same CCDMv2 modules in ATMs where they can [

]

Respondents disregard the fact that all the |

] ATMs are |
]. See RX-0515C
(Dunlap RWS) at Q/A 66. The ATMssoldto [ - ] allegedly have such
[
], but prevents the ATM from [ | o ]
See Resps. Br. at 50; Dunlap Tr. 408. Thus, [ ], according to

respondents’ witnesses, control whether the ATM can [
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], as set forth in the asserted claims of the Hyosung patent, or whether the

ATM will |

]. Inasmuch as the
type of ATMs bought by [ ] have software that effectively disables the
infringing mixed bundle feature, use of CCDMv2 modules in [ ] ATMs

cannot qualify as a “substantial noninfringing use.”

Indeed, even where there has been exténsive overlap regarding the patented
feature and the allegedly non-infringing use; the court has found the two features to be
~ “separate and distinct.” See Zoll MedicaZ, 2016 WL 4045330 (Fed. Cir. 2016) at *16 (“In
the cases where we have directly addressed this issue, we have generally béen fairly
liberal in finding the accused components separate.”). For example, as detailed above in
qul Medical , the patented feature mé_rely involved the ‘automatic triggering of a self-test,
as opposed to manually triggering that same self-test. Id. at ¥16-17. Yet, the Federal
Circuit determined thaf these two uses of the accused product were “séparate and
~ distinct” features. Id. (“As to the user-instigated self-tests, a reasonable jury could only
conclude that this is a “separate and distinct” feature from the automatic, periociic self-
test feature.”). Thus, an alleged infringer cannqt mereiy point to some overlap to avoid a
determination that the patented feature is “separate and distincf” from the allegedly

substantial noninfringing use.

Accordingly, complainants have shown that respondents contributorily infringe

the asserted claims of the ‘235 patent.
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C. Dofnestic Industry (Technical Prong)

Complainants assert independent apparatus claim 1 and dependent claims 2, 3, 6,
8, and 9 of the ‘235 patent. See Compls. Br. at 107-55.
Complainants argue:

The evidence presented confirms that Hyosung satisfies the
technical prong of the domestic industry requirement. This is so because
Hyosung manufactures and sells ATMs—the Domestic Industry
Products—that practice the asserted claims of the ‘235 patent.

At a high level, the Domestic Industry Products contain Hyosung’s
Cash & Check in Module (“CCiM”). CX-0274C (Howard WS) at
Q/A575. The CCiM allows a user to deposit a mixed bundle of banknotes,
including at least one check. Id. Thus products including the CCiM
include an apparatus for automatically depositing a bundle of banknotes
including at least one check. Id. The Domestic Industry Products also
include components such as a keypad or touchscreen for entering
commands from the user, a display screen for displaying information to
the user, and a receipt printer for printing a receipt of a transaction. Id. At
Q/A 596. .

Looking to the Domestic Industry Products in more detail, the
CCiM is a module within an ATM. Id. at Q/A 597. It allows users to
insert a mixed bundle of banknotes (both cash and checks) for processing
in one pass. Id. The CCiM includes [ ] units working together
to process the inserted bundles. /d. This module includes numerous
electromechanical components like [ 1
See id. at Q/A 597-98; CX 0156C (Hyosung Chap. 9 CCIM) at NH_972-
00039774.

Compls. Br. at 107.
Respondents argue:

Hyosung alleges that certain ATMs that include a CCiM
(“Domestic Industry Products”) practice the Asserted Claims of the Kwak -
patent. While Hyosung alleges that its ATMs practice the claims, the
focus of the arguments relates to the structure and operation of the CCiM.
There is a significant overlap between the arguments above related to
noninfringement and the arguments related to domestic industry below.
That being said, the specifics of the arguments are different because the
CCiM is not identical to the CCDM. For example, although the CCDM
and the CCiM contain similar types of sensors, Hyosung does not identify
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the same sets of sensors in the CCiM that allegedly perform the tripartite
detection of overlapping of individual sheets. Similar to the CCDM V2,
however, the CCiM does not perform tripartite detection.

In addition to the overlap arguments, Hyosung has failed to satisfy
its burden that several elements of the Asserted Claims are practiced
because, Hyosung and its expert do not submit any evidence, documentary
or otherwise, to show how the CCiM practices certain claim elements. For
example, Hyosung has not submitted any evidence to support its allegation
that the CCiM transfers sheets with a predetermined time interval.

Further, Hyosung’s expert effectively conceded that at least two of the
Domestic Industry Products do not contain an essential element, i.e., a
cash cassette. :

Resps. Br. at 149-50.

1. Applicable Law
A violation of section 337(a)(1)(B), (C), (D), or (E) can be found “only if an
industry in the United States, with respect to the articles protected by the p_afent,
copyright, trademark, ‘mask work, or design céncemed, exists or is in the pfocess of being
established.” 19 U.S.C. § 1337(a)(2). Section 537(a) further provides::

(3) For purposes of paragraph (2), an industry in the United States

shall be considered to exist if there is in the United States, with

respect to the articles protected by the patent, copyrlght trademark,
" mask work, or design concerned— -

- (A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including
engineering, research and development, or licensing.

19 U.S.C. § 1337(a)(3).
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These statutory requirements consist of an economic prong (which requires
certain al.ctivities)29 and a technical prong (which requires that these activities relate to the
intellectual property being protected). Certain Stringed Musical Instruments and
Components Thereof, Inv. No. 337-TA-586, Comm’n Op. at 13 (May 16, 2008)
(“Stringed Musicaz Instruments”). The burden is on the compléihant to show by a
preponderance of the evidence that the domestic industry requirement is satisfied.
Certain Mﬁltimedia Display and Navigation Devices and Systems, Components Thereof,
and Products Containing Samé, Inv. No. 337-TA-694, Comm’n Op. at 5 (July 22, 2011)

(“Navigation Devices”).

2. Domestic Industry Products

- Complainants argue: “The Hyosung Domestic Industry Products include the
MX7600, MX7700, MX7800, MX8200QT, MX8700QT, and MX8800.” Compls. Br. at

108.

3. Independent Claim 1

Asserted independent claim 1 reads as follows:

22 The Commission practice is usually to assess the facts relating to the economic prong
at the time that the complaint was filed. See Certain Coaxial Cable Connectors and
Components Thereof and Products Containing Same, Inv. No. 337-TA-560, Comm’n Op.
at 39 n.17 (Apr. 14, 2010) (“We note that only activities that occurred before the filing of
a complaint with the Commission are relevant to whether a domestic industry exists or is
in the process of being established under sections 337(a)(2)-(3).”) (citing Bally/Midway
Mfg. Co.v. US. Int’l Trade Comm’n, 714 F.2d 1117, 1121 (Fed. Cir. 1983)). In some
cases, however, the Commission will consider later developments in the alleged industry,
such as “when a significant and unusual development occurred after the complaint has
been filed.” See Certain Video Game Systems and Controllers, Inv. No. 337-TA-743,
Comm’n Op., at 5-6 (Jan. 20, 2012) (“[I]n appropriate situations based on the specific
facts and circumstances of an investigation, the Commission may consider activities and
investments beyond the filing of the complaint.”).
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1. A cash and cheque automatic depositing apparatus for
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user;

a bundle separator coupled to the bundle insertion unit
and configured to separate the bundle of banknotes
received at the bundle insertion unit into individual
sheets and transfer each of the individual sheets with a
predetermined time interval;

a main transfer unit coupled to the bundle separator and
configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and
configured to verify authenticity or abnormality of each
of the banknotes by acquiring features information on
each of the banknotes, the verifying unit configured to
produce a verification result indicating the authenticity
or abnormality of each of the banknotes, the '
verification unit further configured to perform tripartite
detection of overlapping of the individual sheets in the

- main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the
main transfer path, the abnormal sheet branch transfer
unit configured to transfer abnormal banknotes verified
by the verifying unit;

a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
the main transfer path;

an abnormal sheet unloading transfer unit coupled to

the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and
configured to return the abnormal banknotes to the user; .

an authentic cheque transfer unit coupled to an end of

the main transfer path, the authentic sheet transfer unit

having an authentic cheque transfer path and configured

to transfer at least one authentic cheque in the bundle of
. banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the
main transfer path, the authentic cash transfer unit
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haVing an authentic cash transfer path and configured to
transfer authentic banknotes other than cheques verified
by the verifying unit;

a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path;

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least -
one authentic cheque transferred by the authentic
cheque transfer unit;

an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit; .

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user -
instructions cancelling depositing of the at least one

- authentic cheque; and '

a depositing controller connected to the first gate, the

" second gate and the verifying unit, the depositing
controller configured to transfer the authentic banknotes
to the main transfer path but transfer abnormal
banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a
cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash
transfer path based on the verification result.

TX-0001 (235 Patent) at col. 9, In. 58 — col. 10, In. 65.
For the reasons discussed below, complainants have shown that the Hyosung

domestic industry products (hereinafter, “Domestic Industry Products™) practice asserted

independent claim 1.
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Limitation l[prealhble]. “A cash and cheque automatic depositing

apparatus for automatically depositing a bundle of banknotes

including at l_east one ¢heque” '

As discussed ébove in the claim construction section, the administrative law judge
determined that (1) the claim term “banknotes” should ‘be construed to mean “cash,
checks, .or both cash and chécks”; and (2) the claim term “a bundle of bénknotes
including at least one cheque” should be given its plain and ordinary meanihg, i.e.,the
bundle of banknotes must include at least one check. Under the correct claim
construction of the disputed terms, the Domestic Industry Products praétice this limitation
of claim 1. Each Domestic Industry Product is an ATM capable of receiving and
depositing a mixed media bundle. Each CCiM included in each Domestic Industry
Product receives a mixed bundle of cash. and checks from a user. The ATM then deposits
the;inserted mixed media from the bundle into the cdnésponding locations in the ATM.
.S-e.e eg CX;OIS 8C (Hyosung MX8800 System Service Manual) at NH_972_00052042-
3.

Additionally, the CCiM service manual describes’ the module’s ability to accept a
mixed bundle of cash and checks through “one single deposit slot.” CX-0158C (Hyosung
MX8800 System Service Manual) at NH_972-00052055, 52405 (noting that a bundle
[ : ] (i.e., cash aﬁd checks)); CX-0274C (Howard WS) at
Q/A 609. |

Thus? in view of this evidence, disputes concerning claim construction do not
affect wﬁether the Domestic Industry Products practice this limitation. See CX-01 SSC

(Hyosung MX8800 System Service Manual) at NH_972-00052055, 52405; CX-0274C

(Howard WS) at Q/A 609-12.
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Limitation 1[a]. “a bundle insertion unit configuréd to receive the
bundle of banknotes from a user”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a bundle insertion unit” should be construed to mean “a
unit for the deposit or receipt of a bundle of banknotes,” wherein banknotes are cash,
checks, or both cash and checks.

Under the correct claim construction of the disputed term, the Domestic Industry
Products practice this limitation because they include a CCiM with a bundle module
capable of reééiVing a mixed bundle Qf banknotes from a user. See CX-0155C (Hyosung
MX8800 System_ Operator Manual) at NH-972-0051966; CX-0158C (Hyosung MX8800
System Serv_icé Manual) af NH_972-QOOS2401, 2445; CX-0157C (Hyosung Chap. 5 EP
Command Function & Flow) at NH_972-00089525; CX-0274C (Howard WS) at Q/A
613. The bﬁndle unit accepfs cash and checks in bundles, then it séparates the bundle.
The bundle unit may also be used to return banknotes to the user if necessary. See CX-
0274C (Howard WS) at Q/A 613.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a i)undle insertion unit” is a means-plus-function element, the evidenée nonetheless
shows that the Domestic Iﬂdustry Products would meet this limitation. Id. at Q/A 617.
This is because the CCiM;_s bundle unit performs the same function using ‘ghe same
structure identified in the ‘235 patent that correspond to this limifation. Id. For exa.rnple,:' :
the CCiM’s bundle unit includes [ |

See CX-0158C (Hyosung MX8800 System Service Manual) at NH_972-00052401, 2445.
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Limitation 1[b]. “a bundle separator coupled to the bundle insertion
unit and configured to separate the bundle of banknotes received at
the bundle insertion unit into individual sheets and transfer each of
the individual sheets with a predetermined time interval”

As discussed above in the claim construction section, the administrativé law judge
determined that the claim term “a bundle separator” should be given its plain and
ordinary meaning. Additionally, the administrative law judge has determined that the
claim term “coupled to” should be given its plain and ordinary meaning, and the plain
and ordinary meaning of that claim term is “operatively connected either directly or
indirectly.” | |

T hé Domestic Industry Products include a [ ] in and around the
[ ]and a [ ] that can separate the mixed .
bundle into individual sheets and transfer each individual sheet at a predetermined time

interval.  See CX-0274C (Howard WS) at Q/A 618; CX-0158C (MX88OO Service

Manual) at NH_972-00052401. Specifically, the [

]. See CX-0274C (Howard WS) at Q/A 618. Further, the [ lis
coupled to the | ]. 1d
The [ ] in the Domestic Industry Products pulls the inserted

mixed bundle apaft, one sheet at a time. See CX-0158C (MX8800 Service Manual) at

NH 972-00051965; CX-0274C (Howard WS) at Q/A 618. The [

 See id. Dr. Howard reviewed the CCiM’s source code to confirm that the Domestic
Industry Products practice this limitation. See Howard Tr. 284; see also RPX-0029C

(Hyosung Source Code). In other words, the |
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|3 Id. The [ ] functions as
| suc}; b.écause it is configured to sepélrate a-single note from the mixed bundle, then go
iﬁto wait mode until that n_éte is processed. Id. Thus, after a separated note has reached a
certain point along the main transfer path, the [ ' ] will |
] -Id. The Domestic Industry
Products repeat this uhtil all the banknotes in the bundle are separated. Id.

Dr. Sturgesfs argument that Hyosung fails to prove that the Domestic Industry
Products practice this limitation is incorret. As noted a‘bove, Dr. Howard’s review of the
manuals, the testimony of the Hyosung engineers, and the CCiM’s source cpde confirms
that the CCiM transfers separated banknotes with [

]. See CX;0247C (Howard WS) at Q/A 617-21; Howard Tr. 284; RPX-0029
(Hydsﬁng Sloﬁrce Code). | | | |

means-plus-function:

In thé event the CommiSsion agrees with respondents that the disputed claim

* terms “é bundle separator” and “bundle insertion unit” are means-plus-function elenients,
the evidence nonetheless shows that the Domestic Industry Products would meet this
limitation. Dr. Howard’s testimony and analysis shows that the Bundle Separator
performs the required function using the same structure as the structures identified in the
‘235 patent corresponding to the limitation. See CX-0274C (Howard WS) at Q/A 622.
The Domestic Industry Products also practicé the “bundle insertion unit” limitation. Id.
at Q/A 623. The [ ] and [ ] uﬁits of the CCiM performi the function of
separating the bundle of banknotes at the bundle insertion unit as it is described in claim

1 of the ‘235 patent. Thus, the Domestic Industry Product perform the required function
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with the structure ideﬁtiﬁed in the ‘235 patent that corresponds with this limitation. See
id.; CX-0158C (MXSSOO Service Manual) at NH_972-00052449. To the éxtent that the
CCiM’s | ] is held not to literally practice this limitation under a means-
plus-function constructibn, it performs it by equivalence because it performs the same
functibn in the same way with the same result. See CX-0274C (Howard WS) at Q/A 623;

CX-0158C (MX8800 Service Manual) at NH_97200052449; Howard Tr. 284.

Limitation 1[c]. “a main transfer unit coupled to the bundle separator
and configured to horizontally transfer the individual sheets of the
banknotes along a main transfer path”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a méin transfer unit” sﬂould be given its plain and
ordinary meaning.

The Domestic Industry Products practice this limitation because they contain a
main transfer unit coupled to the | : ] that horizontally transfers the
separated, individual sheets of the mixed bundle. See CX-0274C (Howard WS) at Q/A
624. The main transfer path is cdmprised of 1 l. Eg
.id.; CX-0158 (Hyosung MX8800 System Service Manual) at NH_972-0052401, 2407,
2408. One or more motors drive this main transfer path. See CX-0274C (Howard WS) at
Q/A 624. Service manuals identify the motors that drive the transfer path%e. g,

]. See CX-
0158C (Hyosung MX8800 System Service Manual) at NH_972-0052407-‘8.‘ Further, the
main transfer path is coupled to the | | _ ].”
See CX-0160 (Hyosung Chapter 2 Hardware Architecture) at NH_972-00344806; CX-

0274C (Howard WS) at Q/A 624.
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Under either party’s construction, the Dofnestic Industry Products practice this
limitation. Respondents argue that the Domestic Industry Products fail to meet this
limitation because théir main transfer path is not entirely horizontal. See RX-0409C
(Sturges RWS) at Q/A 522-23. In view of the patent’s claim language, specification, and
prosecution history, the term horizontal need not be construed strictly as a horizontal
plane. Further, respondents’ afgument neglects the fact that the main transfer path
disclosed in the specification clearly includes horizontal portions. Finally, respondents’
argument that the Domestic Industry Products do not, at the least, practice this limitation
under the doctrine of equivalents cannot be supported.

The Domestic Industry Products practice this limitation under Hyosung’s
construction because they use a transfer path that moves individual banknote through
several sections of the apparatué. See CX-0274C (Howard WS) ét Q/A 626.
Specifically, they contain a transfer path comprised of |

]. Id. Motors drive this path. Id. vThrough this path, the Domestic Industry
Products transfer banknotes horizontally along thisvtransfer path. See id ; CX-0160C
(Hyosung Chapter 2 Hardware Architecture) at NH_972-00344806. To the extent that
these products do not literally practice this limitation, they do so by equivalence because
the perform substantially the same function in substantially the same way with
substantially the same result. See CX-0160 (Hyosung Chapter 2 Hardware Architecture)
at NH_972-00344806; CX-0274C (Howard WS) at Q/A 626.

Even under respondents’ construction of “horizontally transfer the individual
sheets of the 5ankn0tes along a main transfer path” and “coupled to,” the Domestic

Industry Products practice this limitation under the doctrine of equivalents because they
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- perform Sﬁbstantially the same funct_ioh in substantially the same way to yield

| substantially the same results. See CX-O274C (Howard WS) at Q/A 627 (noting
importantly that the main transfer path is perpendicular. to the force of gravity for a
substantial portion of the path; noting further that these products yield substantially the
same results by transferring individual banknotes through the device for depositing).

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim
terms “a main transfer unit” and “bundle separator” are means-plus-function elements,
the evidence nonetheless shows that the Domestic Industry Products would meet this
limitation. The main transfer path.horizontally moves [ |

| ]. See CX-0274C
(Howaf:d WS) at Q/A 628. The transfer path in these prqducts [” .

]. Id. Thus, this main transfer
path in the Domestic Industry Product performs the required function with the structure
recited by the ‘235 patent correspondirig to this limitatién. Id ; CX-0158C (MX8800
Sewicé Manual) at NH_972-00052408, 2407; CX-0274C (Howard WS) at Q/A 628.

The technical prong analysis for the disputed claim term “bundle separator” was
discussed above in the section concerning limit.ation 1[b]. See also CX-0274C (Howard

WS) at Q/A 629.
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Limitation 1[d]. “a verifying unit installed on the main transfer path
and configured to verify authenticity or abnormality of each of the
banknotes by acquiring features information on each of the
banknotes, the verifying unit configured to produce a verification
result indicating the authenticity or abnormality of each of the
banknotes, the verification unit further configured to perform
tripartite detection of overlapping of the individual sheets in the main
transfer unit using three different sensors”

As discussed above in the claim construction section, the administrative law judge
determined that each of the claim term “a verifying unit” and the claim term “tq perform
tripartite detection of overlapping of the indivi_dual sheets in the main transfer unit using
three different sensors” should be given its plain and ordinary meaning.

The Domestic Industry Products practice this limitation because they cohtain a
verifying unit installed on the main transfer path,»comprlised of the sensors in and around
the | S ‘ ]. See CX-0158C (MX8800
Service Manual) at NH_972-0052049-51. The verifying unit is conﬁgured to verify the
authenticity o:r abnormality of each banknote, produce a verification result which
indicates the authenticity or abnormality of each banknote, and perform tripartite
detection of overlapping sheets in the main transfer unit using three di-fferent sensors. Id.
. The sensors in and around the [ -

| ]. See CX-0274C (Howard
WS) at Q/A 630. The CCiM also includes sensors to detect overlapping banknotes. For
example, there are | ] sensors in the CCiM, [ |

1. Id The|

]. See CX-0274C (Howard WS) at Q/A
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~ 630. The | . | 1
They further verify the authenticity or abnormality of the banknotes. See CX-0274C
(Howard WS) at Q/A 630.

CCiM Overlab Sensors

The CCiM performs tripartite detection of overlapped notes using three or more
sensors in and around the [ ]. Id. The CCiM includes at least
[ ]. One is in the [ ]. 1d

They detect overlapped banknotes based on thickness. Jd. The {

] :They detect overlapped banknotes. See CX-0274C (Howard |

WS) at Q/A 630. The [

]. See CX-0274C (Howard WS) at Q/A 630. Thus, the use of
these sensors satisfies the overlap detection portion of this limitation.

Dr. Howérd’s Inspection of the Domestic Industry Products

The evidence shows that Dr. Howard personally inspected the Doméstié Industry
Products, confirming his opinions that the verifying unit of the Domestic Ihdustry
Prvoducts‘ .i'ncludes the components reciuired by the ‘235 patent. Dr; Howard inspected a
Hyosung 7600i equipped with a CCiM in Dallas, Texas,.in July of 2016. See CX-0274C
(Howard WS) at Q/A 631. Dr. Howard confirmed that the inspected unit used multiple

sensors to evaluate inserted media and at least [ ] such sensors were capable of
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detecting overlap conditions in the inserted media.®® Jd Specifically, Dr. Howard

confirmed that the Domestic Industry Products are capable of overlap detection using [

| Id
l et
Dr. Howard’s berspnal inspection confirmed that the Domestic Industry Products
detect overlap using an [ | ] in the | ]. I1d at Q/A 632. To test
where this sensor is used in overlap detection, Dr. Howard used the [
] in the CCiM. Id.
He inserted a double-thick $20 bill, i.e., two $20 bills, temporarily adhered to one another
S _ -
using Loctite adhesive. Id. The CCiM mo’dule\immediately rejected the double thick bill
Withouf processing the [ | |
]; noting further that Dr.
Howard manually verified that the bill did not go[ - D- The tested -

unit’s display showed that the only [

]. Id (further stating that none of the [

). The [ | | with the [ ], which the
tested unit displayed as [ ]. Id For certainty, Dr. Howard repeated this
test with [

]. Id. This test yielded the same result. Id. (noting that the [

3% Dr. Sturges stated that “testing the [CCiM] was not necessary” to inform his opinions.
See RX-0409C (Sturges RWS) at Q/A 481-83; Sturges Tr. 624-625. Comparing this
analysis to that of Dr. Howard, Dr. Sturges’s opinions is given less weight because Dr.
Howard’s analysis involved personal testing of the Domestic Industry Products.
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- ] prevented further processihg of the overlapped checks). The sensor page
indicated that the rejection was due fo the | ]
Id

[ | Test
Next, Dr. Howard tested and confirmed that the Domestic Industry Products |
| perform overlap detection using an | ] in the [ ] 1d ét Q/A 633.
Dr. Howard used the used the [
] to confirm tﬁaf this sensor performs the
required function. Id. Speciﬁcally, Dr. Howard inserted a dbuble—th_ick check (two
checks adhered together) partially overlapped but within the ‘length specification for valid

checks into the tested unit. /d. Dr. Howard reasoned from the conversations relayed to

him from the Hyosung engineers that the [ o | . | ]
only checks the | | ] of the inserted sheets. Id. 1t does not reject doublei-sheets‘
ifthe[ '. ] does not appear to be double-thick. Id. Thus, this test was designed
to trip overlap detection using the [ - I

During this test, the machine processed the overlapped check through por_tions of
thé CCiM. Id It rejected the overlapped checked as vbeing a “double thick” no_t_e. 1d
Relying on his knowledge of the tested unit, Dr. Howard opined that the tested ﬁnit
rejected these overlapped checks using the [ _ ~ ].Id Dr.
" Howard repeated fhis test with parfiélly overlapped $20 bills, i.e.; two $20 Bills,
temporarily adhered together, partially overlapped, but within the length specification of
the machine. Id. The tested unit returned the same error for the partially overlapped $20

bills. Id.
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[ ] Test

Next, Dr. Howard tested the Domestic Industry Product’s ability to detect overlap
using the [ ]. Id at Q/A 634. To test this, Dr. Howard
used the | }- Id. This entailed inserting an

overlapping check, i. e.; two checks adhered together, partially overlapped. Id. Upon

running this test, the CCiM rejected the checks as “[ ].” Id. (noting that the
tested CCiM screen indicated that the inserted test note was “[ - ]”). To confirm
the sensors that were used to reject the tested notes as | ], Dr. Howard re-ran this

test in a mode where the status of the sensors could be viewed when the |
]. Id. Dr. Howard noted that the first { ] were blocked,
indicating that the [ | . | |
| ]. Id. This further shows that the checks did not reach the
[ ] because [ ] is beyond the | ], positioned
“roughly collinear with | ]. Id. Dr. Howard conducted the same test with a second
set of checks. Id. He also repeated the test with partially overlapped $20 bills. /d.
(noting that the results of these tests were identical in that the samé [ | ]
were blocked, causing the tested ATM to rejected the inserted, overlapped media).
[ ] Test |
Dr. Howafd’s final test sought to confirm whetﬁer the Domestic Industry Products
detect overlap using | I- Id. at Q/A 635. To test this, Dr. Howard placed
the ATM machine in [
| ], formed from two relatively thin checks.

Id. Specifically, the checks were partially overlapped and the bottom check did not
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include bank or routing infolrm‘ation. Dr. Howard did this in order to |
j from reading two sets of a déta and throwing the corresponding error. Id. Dr.
Howard had previéusly verified that the overlapped checks did not trigger the [

] by testing the overlapped checks against these sensors in the manner
previously descfibed. He had also verified that the bank routing and account information
on the overlapped check was properlj}.read by the | ]- Id Thus, in view of
thesé precautions, Dr. Howard accurately determined tha‘; the overlapped checks were
rejected by the | ]. Based on his understanding the tested machine,

Dr. Howard concluded tha£ the [ ' ] the overlapping checks due to the
[ ] in the overlapped checks. Id Dr. Howard ran the test several more times and
discovered that the overlapped checks were only te;j egted fora| : I-
Id. (explaining that if two checks were [ o ], the checks would not be rejécted by |
the CCiM’s [ D. |

Dr. Sturges testified that the Domestic Industry Products fail to meet this

limitation. He asserted that the Domestic Industry Products include only one sensor that
detects overlap in inserted media. See RX-0409C (Sturges RWS) at Q/A 575. Thus, per
Dr. Sturges’s analysis, fhe Domestic Industry Products do not perform tripartite detection
of overlapping sheets using three difference sensors. [d However, Dr. Sturges did not
personally iﬁspect any of the Domestic Industry Products. /d. This omission raises
questions about his methodological judgment. Thus, in view of Dr. Howard’s thorough
analysis detailed above, Dr. Sturges’s conclusion concerning this limitation is given less

weight. See CX-0274C (Howard WS) at Q/A 630.
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In summary, Hyosung’s Domestic Industry Products practice this limitation
because they contain a Vérifying unit for tripartite detection of overlapping individual
sheets in the main transfer unit using three different sensors.. See CX-0274C (Howard
WS) at Q/A »637. These include, among other, the [ | |

]. The evidence shows that the Domestic Industry Products

use these sensors to verify the authenticity or abnormality of the banknotes in order to
produce a Veriﬁéation result. Further, these sensors detect overlapping banknotes. Dr.
| Howard’s testimony reveals that the Domestic Industry Products can verify the
authenticity or abnormality of each banknote in a mixed bundle of banknotes.
Specifically, the combination of [ . - ] perform tripartite
detection of the overlapping sheets in the main transfer u‘nit.g. As preyiéusly noted, these
sensors detect various characteristics of the inserted notes and sﬁch characteristics reveal

whether the inserted media is overlapped. Id.

Respo.ndents argue that the disputed claim term “to perform tripartite detection of
overlapping of individual sheets in the main transfer unit using three different sensors”
should be construed to mean “to detect IWhether two or more banknotes are overlapping in
the main transfer unit using three different types of data sensed from three different types

of sensors.” Resps. Br. at 12-15.
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Even in the evont the Commission agrees. with respondents’ proposed claim
conotruction for the disputed claiin term “to perform tripartite detection of overlapping of
individual sheets in the main transfer unit using three different sensors,” the Domestic
Industry Products practice this limitation under respondents’ construction. As the
evidence shows, the Domestic Industry products perform the réquired “tripartite detection

of overlapping of individual slleets in the main trarisfer unit using th.re.e different sensors”
under respon‘dentsv’ proposed construction because the Domestic Industry Products are
capable of rejecting overlapping notes as unfit using at least three different types of data
from at least three different sensors ([

D). See CX-0274C (Howard WS) at Q/A 638.

Additionally, the recited sensois used in the | | ] components
(or equiyalor_it; in-substantially differont structures) corrospond to the structures recited 1n
the ‘235 oatent and perform .the.:. same functions as stated in‘the ‘235 patent. Id. For
example; the ‘235 patent recites CIS, MICR, and ultraviolet sensors in the verifying unit.
The CCiM coritains [ | |

] components. Further, as noted above, these sensors verify the authentioity or
‘ abnormality of each banknote and produce a verification result. Id. The pateilt also
teaches that sensors détecting thickness can be used to detect-overlap in addition to [
]- The CCiM uses [ ] to detect overlapped notes based
on thickness. It likewise uaes [ ]. 1d

Furthermoié; to the extent that the foregoing sensors do not literally practice

“tripartite detection of overlapping of individual sheets in the main transfer unit using

three different sensors” under respondents’ construction, the limitation is practiced by

A}
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equivalence because the recited sensors perform the same function in the same way with
the same result as is required by respondents’ interpretation. See CX-0274C (Howard
WS) at Q/A 638.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
‘fverifying unit” is a nieané-plus-function element, the evidence nonetheless shows that
the Domestic Industry Products would meet this limitation. The Domestic Industry
Products perform the function required by the ‘235 patent using the structure disclosed in
the patent that corresponds with this limitation. See CX-0274C (Howérd WS) at Q/A
639.%' Further, to the extent that such structure is held to not be literally identical to the
structure identified in the ‘235 patent, such structure is equivalent because it performs the

same function in the same way with the same results. Id.

Limitation 1[e]. “an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the main
transfer path, the abnormal sheet branch transfer unit configured to
‘transfer abnormal banknotes verified by the verifying unit”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “an abnormal sheet branch transfer unit” should be given

its plain and ordinary meaning.

3! Respondents’ argument that determining authentication and detecting multiple notes
are distinct functions is inconsistent with the teachings of the patent. See Resps. Br. at
154-55; RX-0409C (Sturges RWS) at Q/A 390. The ‘235 patent explains that as the

- media passes through the CIS, cash verifying part, MICR, and the plural notes detection
part, “the authenticity or the abnormality of the [media] is verified.” See JX-0001 (°235
Patent) at col. 7, Ins. 29-46. The ‘235 patent teaches that the function of detecting
overlapping notes is a component of the overall process of determining the authenticity or
abnormality of each banknote. -
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The Domestic Industry Produc.:ts. bractice this limitation becausé each containé a
reject transfer path that branches from the main transfer path. This path transfers ndtes
that have been verified as abnormal by the Verifying Sensors. Sée CX-0158C (Hyosung
MX8800 System‘Service Manual) at NH_972-00052401, 2447; CX-0160C (Hyosung
Chapter 2 Hardware Architecture) at NH 972-00344806; CX-0274C (Howard WS) at |
- QA 640.\ This reject path comprises [ - ]. 1d ltis
“ “driven by one or more motors. See CX-0274C (Howard WS) at Q/A 640. ‘The Domestic
Industry Products also containa [ ] that routes individual banknotes that have been
verified as abnormal by the | . ' | ] components
from the main transfer path to the fej ect component. Id ; CX-01 60C (Hyosung Chapter 2
Hardware Architecture) at NH_972-00344806; CX-0158C (Hyosung MX8800 System
Service Manual) at NH_972-0052401, 2447. |

The Domestic Industry Products include an abnormal sheet transfer unit. See CX-
0274C (Howard WS) at Q/A 642. Specifically, the Domestic Industry Products use a
transfer path that.moves individual banknotes that have Been verified as abnormal by the
sensors in the verifying unit into the rejecting unit. Id ; CX-0160 (Hyosung Chapter 2
Hardware Architecture) at NH_972-00344785.

means-plus-function:

In the event the Commission agreés with respondents that the disputed ciaim term
“an abnormal sheet branch transfer ﬁnit” is a means-plus-function element, the evidence
nonetheless shows that the Domestic iﬁdﬁstry Products would meet fﬂis limitation. Each
of the Domestic Industry Products iﬁcludes a fej ect transfer path that branches from the

main transfer path and transfers notes that have been verified as abnormal by the sensors
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. of the verifying unit into the rej;ect unit. See CX-0274C (Howard WS) at Q/A 644. Such
structure performs the function of transferring abnormal banknotes Veriﬁed‘by the
verifying unit and do so using the structure identified above (also identified in the ‘235
patent). Id.; CX-0158C (MX8800 Service Manual) at NH_972-00052430. To the extent
that the Domestic Industry Products do not literally practice this limitatioﬁ under this
construction, they do so by equivalence. See CX-0274C (Howard WS) at Q/A 644. The
reject transfer path is equivalent because it performs the same function in the same way
with the same results. Id. Thus, the Domestic Industry Products perform the required

function using the structure disclosed in the ‘235 patent corresponding to this limitation. -

Limitation 1[f]. “a first gate configured to selectively route the
verified banknotes to the abnormal sheet branch transfer path or the
main transfer path” '

The Domestic Industry Products practice this limitation because they contain a
first gate that selectively rqutes banknotes verified as abnormal to an abr_lormal sheet
transfer path. and routes banknotes verified as authentic to the main transfer path. See
CX-0274C (Howard WS) at Q/A 645; CX-0158C (Hyosung MX8800 System Serviée
Manual) E;,t NH_972-00052401; CX-0160C (Hyosung Chapter 2 Hardware Architecture)
at NH_972-00344802, 4806. Specifically, the Domestic Industry Products include a
;| ] that routes banknotes verified as authentic by the verifying unit
aloﬁg the main transfer path into the | ]. See CX-0274C (Howard WS) at Q/A
645. This[ ] is used to route banknotes Veriﬁed as authentic or unauthentic. - See CX-
0158C (Hyosung MX8800 System Service Manual) NH;972-00052401; CX-0160

(Hyosung Chapter 2 Hardware Architecture) at NH_972-00344802, 4806.
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Each of the Domestic Industry Products includes a | ] that selectively
routes abnormal banknotes to the reject transfer path and authentic banknotes to the main
transfer path based on the verification result of each banknote. See CX-0274C (Howard
. WS) at Q/A 647. As previously noted, the Domestic Industry Products also include a
transfer path that branches from the main transfer path and moves abﬁormal banknotes
into the reject unit. This reject transfer path is comprised of transfer [

] that is driven by one or more [ J. I1d. Thus, the Domestic Industry Products
are capable of transferring each individual banknote along the main transfer path or reject

-transfer path depending on their verification result. -/d.

Limitation 1[g]. “an abnormal sheet unloading transfer unit coupled
to the first gate, the abnormal sheet unloading unit having an
abnormal sheet unloading transfer path and configured to return the
abnormal banknotes to the user” '

As discussed above in the claim construction sectioh; the administrative law judge
determined that the claim term “an abnormal sheet_unl(‘)‘ading transfer unit” should be
given its plain and ordinary meaning.

The Domestic Industry Products practice this limitation because they contain an
abnormal sheet unloading transfer unit that includes a transfer path capable of returning
banknotes verified as abnormal to the user. /Id. at Q/A 649; CX-0158C (Hyosung
MX8800 System Service Manual) at NH_972-00052401; CX-0160C (Hyosung Chapter 2
Haydwaré Architecture) at NH_972-00344806. In particular, the Domestic Industry o
Products include a [ ] that is coupled to the first .gate. Id. This
transport path leads from the [

] component. See CX-0274C (Howard WS) at Q/A 649. As shown in the
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documentary evidence, the reject component includes a reject transfer path comf)rising
[ | ] that is driven by at least one [ ] 1d
- Abnormal banknotes are routed into this transfer path from the first gate. Id. Such an
- abnormal banknote is [
© ). Id; CX-0158C (MX8800 System Service Manual) at NH_972-
00052401, 2447; CX-0160C (Hyosung Chapter 2 Hardware Architecture) at NH 972-
00344806 |
The Domestic Industry Products include a reject transfer unit that transfers the
individual bankﬁotes that have been verified as abnormal along the reject transfer path.
See CX-0274C (Howard WS) at Q/A 651. The reject transfer path is comprised of
[ _ ] and are driven by [ o
| ]- The first
gate included in the Domestic Industry Products selectively foutes abnormal banknotes to
the reject transfer path and authentic banknotes to the authentic transfer path based on the
verification results of éach individual banknote. Id.; CX-0160C (Hyosung Chapter 2
Hardware Architecture) at NH_972-00344806.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim terrﬁ_ _
“an abnormal sheet unloading transfer unit” is a means-plus-function element, the
evidence nonetheless shows that the Domestic Industry Products would meet this
limitation. The [ ] in the Domestic Industry Products is connected to |
the first gate | ]. See CX-0274C (Howard WS) at Q/A

653. This path is comprised of a transfer channel with [
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] and at least one [ 1] to drive the banknotes. Id; CX-0158C (MX8800
Service Manual) at NH_972-00052430. Thus, the Domestic Industry Products perforfn
the function of “return the abnormal banknotes to the user,” and do so with the structure
identified in the ‘235 patent. See CX-0274C (Howard WS) at Q/A 653; CX-0158C
(MX8800 Service Manual) at NH_972-00052430. Thus, the Domestic Industry Products

practice this limitation under a means-plus-function construction.

Limitation 1[h]. “an authentic cheque transfer unit coupled to an end

of the main transfer path, the authentic cheque transfer unit having

an authentic cheque transfer path and configured to transfer at least

one authentic cheque in the bundle of banknotes verified by the

verifying unit” '

As discuséed above in the claim construction section, the administré‘.tive. law judge
determined that the claim term “an authentic cheque transfer unit” should be given its
plain and ordinary meaning.

The Domestic Industry Products practice this limitation because they include a
check transfer path comprising transfer [ V' - ]. A banknote
that‘is. Qeriﬁed as an authentic chéck and confirmed by the user for depbsit will be routed
- into the check transfer path. See CX-0274C (Howard WS) at Q/A 654-55. This transfer
| path is driven by one or more | ]. Id. Further, this transfer path is located at the

end of the main transport path. Id.; CX-0158 (MX8800 Service Manual) at NH_972-
00052401. Hyosung’s documentary evidence fortifies this position, illustrating that path
ofa deposited check in the CCiM. See CX-0160 (CCiM Chapter 2 Hardware
Architecture) at NH_972-00344807; CX-O274C (Howard WS) at Q/A 654.

Dr. Sturges testified that the Domestic Industry Products do not practice this

limitation because they do not have an authentic check transfer unit configured as is
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required ‘by the 235 patent. See Resps..Brﬂ. at ‘168-69; RX-0409C (Sturges RWS) at Q/A
646-54. Dr. Sturges reasong:d that this is so because the decision of whéther to direct
cash or checks after the checks reach [ | ] is not fixed and the bank can decide
-whether and how to store each banknote. See id. This cannot stand in view of Dr.
Howarci’s testing and analysis and the weight of the.documentary evidence.

The Domestic Industry Products include an authentic check transfer unit. See
CX-0274C (Hov;lard WS) at Q/A 656. Specifically, the Domestic Industry Products use a
check transfer path that moves authenticated, individual banknotes that have been
confirmed for deposit from the main transfer path towards the check cassette. This check
transfer path is comprised of [ _ - 1- I;[ is driven by [

| thaf fnoves the banknotes along this transfer path. Thus, the Domestic Industry
Products can transfer each bankﬁote verified as an authentic check towarc'ls the check
storage cassette. Further, as noted above, the Domestic Industry Products include a
verifying unit that contains various sensors ([ ], etc.). Id. This
verifying unit uses these sensors to verify the authenticity of inserted banknotes and to
detect QQerlapping notes. The Domestic Indusfry Producté utilize these verification
rc_sults fodetermine if an individual banknote is an authentic check appropriate |

) 1d

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim
terms “an authentic cheque transfer unit” and “a verifying unit” are means-plus-function
“elements, the evidence nonetheless shows that the Domestic Industry Products would

meet this limitation. The Domestic Industry Products’ authentic check transfer path
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- performs the required function using the structﬁre identified in the ‘235 patent that
correspond to the “an authentic cheque transfér unit” limitation. For example, the
authentic check transfer path of these products performs the function éf transferring at
least one authentic check in the bundle of banknotes verified by the verifying unit and
does so with the Structure identified in the ‘235 patent (a | |

D. 1
at Q/A 658.
The technical prong analysis for the disputed claim term “a verifying unit” was

discussed above in the section concerning limitation 1{d].

Limitation 1[i]. “an authentic cash transfer unit coupled to the end of
the main transfer path, the authentic cash transfer unit having an
authentic cash transfer path and configured to transfer authentic
banknotes other than cheques verified by the verifying unit”

As discussed above in the claim construction section, the administrative law jucige
determined that the claim term “an authentic cash transfer unit” should be given its plain
and ordinary meaning.

The Domestic Industry Products practice this limitation because each includes a
[ ] that routes Banknotes verified as authentic checks by the verifying unit
sensors in to the authentic check path and bankhotes verified as authentic cash by the |
verifying unit sensors into the authentic cash path. See CX-0158C (MX8800 Service
Manual) at NH_972/-00052401; CX-0274C (Howard WS) at Q/A 660-61. The gate -

- routes each individual banknote into a transfer path that leads to either the check storage
cassette or the cash storage cassette. See CX-0274C (Howard WS) at Q/A 660. Thus,

each kind of inserted media (i.e. cash and checks) has a transfer path and storage unit
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configured to store that kind of media. The evidence shows that the required path
' throﬁgh the CCiM exists to practice this limitation. See -CX-Ol 60C (CCiM Chapter 2
Hardware Architecture) at NH_972-00344807; CX-0274C (Howard WS) at Q/A 660.

Dr. Sturges testified that the Domestic Industry Products do not include the
required authentic cash transfér unit. See Resps. Br. af 168-69; RX-0409C (Sturges
RWS) at Q/A 655;60. This is incorrect.‘ Dr. Sturges’s opinions on this poiﬁt stem from
the same analysis as his opinion concerning the “authentic cheque transfer unit.” Id. at
Q/A 657. For the same reasons as stated above, and based on the analysis below, the
Domestic Industry Products practice. this limitation. Dr. Howard’s analysis and the
weight of the evidence refutes any other basis upon which Dr. Sturges relied.

The Domestic Industry Products include an authentic cash unit. As discﬁssed
above, the Domestic Industry Products use this.cash transfér path to move the i.ndividual
banknotes that have been verified as authentic cash and conﬁfmed for deposit from the
main transfer path towards the cash storage cassette. See CX-0274C (Howard WS) at
Q/A 662. Specifically, the Domestic Industry Products contain a cash transfer path
“comprised of transfer [ | ] that
drive the banknotes. This transfer path moves banknotes verified as authentic cash
towards the cash storage cassette. The Domestic Industry Products include a verifying
unit which the apparatus uses to determine the authenticity or abnormality of banknotes,
to produce a verification result indiéating the authenticity or abnormality of inserted .
~ banknotes, and to detect overlapping banknotes. Id. The Domestic Industry Products use
this verification result to determine if an individual banknote is authentic cash appropriate

for transfer down the authentic cash path.
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means-plus-function:

In the event the Commission agrees with respondents fhét the disputed claim
terms “an authentic cash transfer unit” and “a verifying unit” are means—plus-functioﬁ
elements, the evidence would nonetheless show that the Domestic Industry Products
would meet this limitation. The Domestic Industry Products’ authentic cash transfer unit

| performs the required function (i.e., transferring at least one authentic check in the bundle
of banknotes verified by the verifying unit) using tﬂe structure identified in the ‘235
patent that corresponds with this limitation. For example, the authentic cash transfer path
transfers authentic banknotes other than checks \}eriﬁed by the verifying unit and does so
with the required strﬁcture. Id at Q/A 664. ‘
| The technical prong analysis for the disputed claim term “a verifying unit” was
discussed above in the section concerning limitation 1[d]. See alsQ CX;O274C (Howard

WS) at Q/A 665.

Limitation 1[j]. “a second gate configured to route the at least one
cheque transferred by the main transfer unit to the authentic cheque
transfer path and configured to route the banknotes transferred by
the main transfer unit to the authentic cash transfer path”

As discussed above in the claim construction section, the administrative law judge
determi_n’éd that the claim term “a second gate configured to route the at least one cheque
trénsferr_ed by the main transfer unit...” should be given its plain and ordinary meaning.

The Domestic Industry Products practice this limitation because they include a
seébnd ‘gate that routes individual banknotes ﬁom_ the main transfer unit to the authentic
check 'ﬁath (if the banknote v;las verified as an authentic check) or the authentic cash path

(if the banknote was verified as an authentic cash). Specifically, the second gate in the
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| Domesti;: Industry Products routes banknotes verified as authentic checks by the sensors
iﬁ the verifying unit into the authentic check path and banknotes verified by the same as
authentic cash into the authentic cash path. See CX-0158C (MX8800 Service Manual) at
NH_972-00052401; CX-0274C (Howard WS) at Q/A 666.
Dr. Sturges testified that the Domestic Industry Products do not include a second

gate configured as is required by the ‘235 patent. See RX-0409C (Sturges RWS) at‘ Q/A
661-66. This is incorrect. Dr. Sturges opiﬁes that because Dr. Howard. has not shown
that the CCiM includes an authentic check or cash transfer path, the second gate does not
route the checks or other banknotes to those paths. Id. at Q/A 663. Dr. Howard’s
analysis and the documentary evidence shows otherwise. See CX-0274C (Howard WS)
at Q/A 669. Dr Howard’s analysis showsv that the Domestic Indu.stryv Products contain a
[ | | - ]. The gate selectively routes
individual banknotes from the main trénsfer path into either the aﬁthentic check transfer
path or the authentic cash transfer path depending on the banknote’s verification result.

See CX-0274C (Howard WS) at Q/A 668-69.

Limitation 1[K]. “an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque storage cassette
configured to store therein the at least one authentic cheque
transferred by the authentic cheque transfer unit”

As discussed abbve’ in the claim construction section, the administrative law judge
has det_efmined that the claim term “coupled to” should be given its plain and ordinary
meaning, and the plain and ordinary meaning of that claim term is “op.eratively connected
either directly or indirectly.” Also, the administrative law judge determined that the

claim term “an authentic cheque transfer unit” should be given its plain and ordinary |
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meaning. Under the correct claim constructions of the disputed terms, the Domestic
Industry Products_ practice this limitation.

The Domestic Industry Products practice this limitation because they contain an
authentic check storage cassette coupled to the authentic check transfer path and are
capable of storing authentic checks. See CX-0274C (Howard WS) at Q/A 670.

‘ Speciﬁcally, the check storage cassette in the Dcmestic Industry Products is coupled to
the |

f I fd; CX-0158C (Hyosung MX8800 Systern Service Manual) at
NH_972-00052401; CX-0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-
00344807.

Dr. Sturges testified that the Domestic Industry Products do not include an
authentic check Storage cassette'coupled to the authentic check transfer unit, the authentic
check storage cassette conﬁgured to store therein the at least one authentic check
| ~ transferred by the authentic check transfer unit. See RX-0409C (Sturges RWS) at Q/A
667-68. Dr. Sturges’s opinion stems from his observation that the decision of whether to ~
direct cash or checks after the checks reach | . 1is not fixed und the bank can decide
whether and how to store each banknote. Id. at Q/A 668. The evidence shows that the
Domestic Industry Products use a check transfer path that moves the individual banknotes
that have been verified as authentic checks and confirmed for deposit from the main
transfer path towards the check cassette. See CX-0274C (Howard WS) at Q/A 672; see
also id. at Q/A 670, Q/A 673-74. |

The Domestic Industry Products include an |

]. See CX-0274C (Howard WS) at Q/A 672. The evidence
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shows that the Domestic Industry Products use a check transfer path that mqves the
individual banknotes that héve been verified as authentic checks and confirmed for
deposit from the main transfer path towards the check cassette. The authentic check
transfer path in the Domestic Industry Products is coupled to the [

]. See CX-0274C (Howard
WS) at Q/A 672-73.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“an authentic cheque transfer unit” is a means-plus-function element, the evidence
nonetheless shows that the Domestic Industry Products would meet this limitation. The
technical prong analysis for that disputed term was discussed above in the section

concerning limitation 1[h].

 Limitation 1[1]. “an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store therein the
authentic banknotes other than cheques transferred by the authentic
cash transfer unit” ‘

As discussed above in the claim construction section, the administrative law judge
has determined that the claim term “coupled to” should be given its plain and ordinary
meaning, and the plain and ordinary meaning of that claim term is “operatively 'connecfed
either directly or indirectly.” Also, the administrative law judge determined that the
claim term “an authentic cash transfer.unit” should be given its plain and ordinary
meaning. Under fhe cofrect claim constructions of the disputed terms, the Domestic

‘

Industry Products practice this limitation.
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The Domestic Industry Products practice this limitation because they contain an
authentic cash storage cassette coupled to the authentic cash transfer path and can store
authentic banknotes other than checks. See CX-0274C (Howard WS) at Q/A 675. The
Domestic Industry Products include a [ - ] coupled to the end of the
[

]. See CX-0158C (Hyosung MX8800 System
Service Manual) at NH_972-00052401; CX-0160C (Hyosung Chapter 2 Hardware
Architecture) at NH_972-00344807; CX-0274C (Howard WS) at Q/A 675.

Dr. Sturges’s opinion that the Domestic Industry PrOducts do not include such an
authentic [ ] is not persuasive. Dr. Sturge’s’s analysis on this point
: ﬂowsfrorn the same logic in opirling that the Domestic Ihdﬁstry Products laek an

_ autherrtic check storage cassette. As Dr. How_ard notes, “the evidence establishes that the
‘ | Domestic Industry Products use a cash transfer path that modzes the individual banknotes
that have been verified as authentic cash and confirmed for deposit from the main transfer
path towards the cash cassette. The authentic :eash transfer path in the Domestic Industry
Products is coupled to the |

1.7 See CX-0274C (Howard WS) at Q/A 675, see also id. at Q/A 677-

- 78.

The Domestic Industry Products use a cash transfer path to move individual
' banknotes that have been verified as authentic cash and confirmed for deposit from the
main transfer path toward the authentic [ J. I1d at Q/A 677. The

[
). Id
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n;eans-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“an authentic cash transfer unit” is a means-plus-function element, the evidence
nonetheless shows that the Domestic Industry Products would meet this limitation. The
technical prong analysis for that disputed claim term was discussed above in the section

concerning limitation 1[i].

Limitation 1[m]. “a cheque standby unit placed in the main transfer
path between the first gate and the second gate, the cheque standby
unit configured to hold the at least one authentic cheque to return the
at least one authentic cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one authentic cheque”

As discussed above in the claim construction section, the administrative law judge
determined that each of the claim term “a cheque standby unit” and the claim term
“placed in the main transfer path between the first gate and the second gate™ should be
given its plain and ordinary meaning.

“The Domestic Industry Products ptactice this limitation because they contain a
check standby unit placed en the main traﬁsfer path between the first and second_ gates
: | that [
]. See
CX-0158C (Hyosung MX8800 System Service Manual) at NH_972-00052401; CX-
0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-00344806; CX-0274C

(Howard WS) at Q/A 680. As shown in the documentary evidence, the Domestic

Industry Products include an | ]. See CX-
0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-00344806. | ]
is located on the [ ‘ ]. 1d
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'Thus, if the deposit is confirmed, the banknotes will leave the [ ] and proceed
to the [ ‘ ], and if the user cancels the deposit, the |

- ]. See CX-0155C (Hyosung MX8800 System Operator Manual) at NH_972-
00051965; CX-0274C (Howard WS) at Q/A 6‘8'0.
Respondents argue that the Domestic Industry Products faii to meet this limitation
| because the CCiM’s | ] is purportedly not between the ﬁrsf and second gate oﬁ the
main transfer path. See Resps. Br. at 165-66. Dr. Howard’s analysis refutes such an
opinion be'céuse the [ |
J. See CX-0274C (HOwdrd WS) at Q/A 680; 682-83. Dr. Sturges admittéd at
the heariﬁg that he has no evidence to show that [
| I .See Sturges Tr. 630.
The Domestic Industry Products include an [ ] functionally between
the |
]. See CX-0155C (Hyosung MX8800 System Operator
Manual) at NH_972-00051965-66; CX-0158C (Hyosung MX8800 System Service
Manual.)‘at NH_972-00052401; CX-0274C (Howard WS) at Q/A 682. The authentic
banknotes follow a | |
]. See CX-
| 0160C (CCiM Hardware Overview)'.at NH_972-00344806 (depicting a normal deposit
; path from the | - )R CX—OISSC (MX8800 System Operator Manual) at
NH_972-00051965-66 .(explaining that, in the case’ ofa]

D. Further,
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when storing the notes, the | ]- When
releasing the stored notes, the [
]. See CX-0158C (MX-8800 Service Manual) at NH_972-00052432 (depicting

the | ]-s;tructure);' see CX-0274C (Howard WS) at Q/A 683.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a cheque standby unit” is a means-plus-function element, the evidence nonetheless
shows that the Domestic Industry Products would meet this limitation. The Domestic
Industry Products include [ | | : ]- See
CX-0158C (MX8800 Service Manual) at NH_972-00052432 (depicting the [

D). This structure performs the required function (hﬁiding the at least

one authentic cheque to retgm the at leas’; one authentic cheq_ﬁe to the usef responsive to
receiving user instructions cé.néelling depositing of the a£ leést one authentic cheque)

using the structure identified in the ‘235 patent.

Limitation 1[n]. “a depositing controller connected to the first gate,
the second gate and the verifying unit, the depositing controller
configured to transfer the authentic banknotes to the main transfer
path but transfer abnormal banknotes to the abnormal sheet branch
transfer path based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a cheque to the
authentic cheque transfer path and the banknotes other than the
cheque to the authentic cash transfer path based on the verification
result”

As discussed above in the claim construction section, the administrative law judge
determined that each of the claim term “a depositing controller” and the claim term

“individual sheets in the banknotes™ should be given its plain and ordinary meaning.
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The Domestic Industry Products practice this limitation because each includes a -
depositing controll.er cénnected to the first gate, the second gate, and the verifying unit.
This depositing cOﬁtroller controls the [ Jor
the [ . . ]. See CX-0274C

(Howard WS) at Q/A 685. It further controls the [

. Thé CCiM’s | ] operates the devices and its components. Id.; CX-
0158C (Hyosung MX8800 System Service Manual) at NH_972-00052441; CX-0160C

(Hyosung Chapter 2 Hardware Architecture) at NH_972-00344790. The CCiM |

]. See CX-0274C (Hdward WS) at Q/A 685. It connects to the [

| The CCiM further

]. It also orders the transfer of

banknotes to either of the ['

| I Id.: see also CX-0158C (Hyosung MX8800
System Serviée M_anual) at NH_972-00052441; CX-0160C (Hyosung Chapter 2
Hardware Architecture) at NH_972-00344790. |

Dr. Sfurges- opines that the Domésﬁc industry Products do not meet this limitation

because the deCision of whether to direct ¢ash or checks [ B ] is allegedly not
fixed. Dr. Howard’s analysis icientiﬁés extensive evidence to th¢_ contrary. - See CX-

0274C (Howard WS) at Q/A 685; see also supra discussions in sections concerning claim
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elements 1[h] - l[i] (discussing various evidence and analysis weighing against Dr.
Sturges’s opiﬁions on this point).
| The Domestic Industry Products include a depositing controller. The main

controller [ ' ] matches the depositing controller described in the ‘235
patent. See .CX-O274C (Howard WS) at Q/A 687. The | ] in
the Domestic Industry Products|

1 _Sée CX—0158C (Hyosung MXSSCO System
Service Manual) NH_972-00052441; CX-0160C (Hyosung Chapter 2 Hardware
Architecture) at NH_972-00344790. Further, it provides power and control to a number

of components. The Domestic Industry Products’ CCiM |

. Id 1t -also [
]- See CX-OISSC (Hyosung MX8800 System Service Manual)
NH_972-00052441; CX-0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-.
00344790; CX-0274C (Howard WS) at Q/A 687.

means-plus-function:

In the event the Commission agrees with resboridents that the disputed claim term
“a depositing controller” is a means-plus-function-element, the evidence nonetheless
shows that the Domestic Industry Products would meet this limitation. The |
] is a controller, which one skilled in the art would
“understand to indicate a processor and circuitry capable of controlling a device. See CX-
0274C (Howard WS) at Q/A 689. This [

]. Thus, such structure
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performs the function required by the ‘235 patent (i.e., transferring the authentic
banknotes to the main transfer path but transferring abnbrmal banknotes to the abnormal
sheet branch transfer path based on verification result / transferring each of the individual
~ sheets in the banknotes determined to be a cheque to the authentic cheque transfer path
and the;banknote's other than the cheque to the authentic cash transfer path based on the
vefiﬁcation result) using the structure disclosed in the patent that correspon(.is. with this
limitation. Id. As noted above, the CCiM [ | ] is connected to the

[ | 1

| Seé CX-0158C (Hyosung MX8800 System Service Manual) at NH_972-00052441; CX-

"~ 0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-003447790; CX-0274C

(Howard WS) at Q/A 689.

Accordingly, complainants have shown that the Domestic Industry Products

practice asserted independent claim 1.

4, Dependent Claim 2

Asserted dependent claim 2 of the 235 patent reads as follows:

~ 2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-
alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

JX-0001 (°235 Patent) at col. 10, In. 66 —col. 11, In. 2. |
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“The apparatus of claim 1, further comprising an auto-alignment unit
provided on the main transfer path, the auto-alignment unit
configured to align the banknotes while transferring the banknotes on
the main transfer path”

As discussed above in the claim construction section, the administrative- law judge
defermined that the claim term “an auto-alignment unit” should be given its plain and
ordinary meaning.

The Domestic Industry Products practice this limitation because they practice all
of the limitations ‘of claim 1, and they include an alignment unit which is located on the
main transfer path that aligns each individual banknote as it passes through the alignment
unit. See CX-0158C (Hyosung MX8800.Syst-em Service Manual) at NH_972-OOO_52401.
Specifically, the Domestic Industry Products’ alignment unit is on the main transfer path
after the [ ] and before the [ - , ]. Id. 1t aligns the individual
bankno‘;es before they pass into the Recog component. The Alignment unit includes a
transfer path vwivth guide walls, drive rollers, and alignment rollers. See CX-0155‘C |
(Hyosung MX8800 System Opérator Manual)-at NH_972-00051965; CX-015‘8C
(Hyosung MX8800 System Service Manual) at NH_972-00052401; CX-0274C (Howard
WS) at Q/A 690. |

The Domestic Industry Products practice this claim because they include an
[ | , ]. See CX-0155C (Hyosung

| MX‘880‘0 System Operator Manual) at NH_972-00051965; CX-0158 (Hyosung MXSSOO. |
System Service Manual) at NH_972-00052401; CX-0274C (Howard WS) at Q/A 692. -

~ This structure aligns the individual banknotes as they are transferred along that main
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path. This alignment unit is both part of and on the [ ]. The alignment
unituses [ ‘ ]. [d

means-plus-function:

In thé event the Commission agrees with respondents that the disputed claim term
“an auto-alignment unit” is a means-plus-function élement, the evidence nonetheless
shows thaﬁ the Domestic Industry Products would meet this limitation. The Domestic
Industry Producfs include an alignment unit that includes [ K |

| ]. See CX-0158C (MX8800 Service Manual) at NH_972-

00052426. As néted above, the alignment unit aligns the individual banknotes as they are
transferred along the main transfer path. See CX-0274C (Howard WS) Q/A 694. Thus,
the Domestic Industry Products’ aligriment unit performs the required function with the

structure identified in the 235 patent that corresponds'w_ith this limitation.

Accordingly, complainants have shown that the Domestic Industry Products

practice asserted dependent claim 2.

5. Dependent Claim 3

Asserted dependent claim 3 of the ‘235 patent reads as follows:

3. The apparatus of claim 1, wherein the verifying unit
includes:

a plurai banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes;

a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;
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~ a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensmg characteristics
of the banknotes; and

an MICR (Magnetlc Ink Character Recogmtlon)
module for acquiring niagnetic ink character
information printed on the at least one cheque.

JX-0001 (‘235 Patent) at col. 11, Ins. 3-15.

For the reasons discussed below, the Domestic Industry Products practice claim 3.

Limitation 3[a]. “a plural banknotes detection part configured to
detect overlapped individual sheets based on a thickness of the
banknotes”

As discussed above in the claim construction section, the administrative law judge
determined that each of the claim term “piural banknotes detection part” and the claim
term “based on a thickness of the banknotes™ should be given its plain and ordinary
meéning.

The Domestic Industry Products practice this limitation because they inélude a
plural banknotes detection part that detects overlappéd banknotes base(i on thickness.

- See CX-0.159C (CCiM Overview Chapter 6) at NH_972-00345283; CX-02'74C7(Howard
WS) Q/A 696 et seq. Specifically, the CCiM includes at least [ ]
(one in the [ ‘ : ). They detect overlapped banknotes based
on thickness. See CX-0159C (CCiM OvervieW‘Chapter 6) at NH _972-00345283; CX-

'0274C (Howard WS) at Q/A 696, 698. |

Under respondents’ proposed construction bf the term “based on a thickness. of
the bankndtés,” the Domestic Industry Products still practice this limitation because the -

CCiM’s| ] detect overlapped banknotés [ ]. See CX-

- 0274C (Howard WS) at at Q/A 699.
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means-plus-function:

In the.eve‘nt the Commission agrees with respondents that the disputed claim term
“a plural banknotes detection part” is a mpans-plus-ﬁmgtion element, the evidence
nonetheless éhows that the Domestic Industry Products would meet this limitation. The
CCiM’s sensors performs the required function, and one skilled in the art would
understand that this function is executed by the structure referenced in the relevant
portion of the ‘235 patent. An [ | ] is in the same éategory of sensors as
those described in the patent because it would be used to detect similar characteristics of

“the media (i.e.; thickness). See CX-0159C (CCiM Overview Chapter 6) at NH_972-

© 00345283; CX-0274C (Howard WS) at Q/A 700.

Limitation 3[b]. “a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the banknotes”

The Domestic Industry Products practice this limitation because they include one

or more | ] that scan the inserted banknotes to acquire images for
analysis. Iﬂ detail, the CCiM contains | : ]- See CX-0158C
(MX8800 Service Manual) at NH_972-00052448. The [ ] are positioned to

| acquire and analyze image information. See CX-0161C (CCiM [ - ] Hardware)

at NH_972-00345377. Eacﬂ of the [

]. These images are analyzed to verify the authenticity‘
of the baﬁknotes. Thus, the.[ | , o | ] from the
banknotes. See CX-01 58C‘(MX88OO Service Manual) at NH_972-00052401; CX-0160C
(Hyosuﬁg Chapter 2 Hard\%/are Architectufe) at NH_972-00345377; CX-0274C (Howard

WS) at Q/A 701 (noting, also, that Dr. Howard’s opinions as to this limitation were
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further supported__ldy his personal inspection of the Domestic Industry Products). The
Domestic Indnstry Products practice this limitation because they can process a mixed
bundle of banknotes and are capable of scanning such a mixed bundle | | ]. See
CX-0274C (Howard WS) at Q/A 703-04. Under the correct construction of “banknotes,”
the Domestic Industry Products practice this limitation because they can process a bundle

of banknotes and scan them [ . ]. Id. at Q/A 704.

Limitation 3[c]. “a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics of the
banknotes”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term‘h'“a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing -(:haracteristicsE of the banknotes” should be

_given its plain and ordinary meaning.

The Domestic Industry Products practice this limitation because they include

sensors that verify the authentieity or abnormality of the inserted banknotes. See CX-.

0162 (Development of the CCiM) at NH_989-00037562. Specifically, the [

]
These sensors verify the authenticity or abnormality of each sheet in the mixed bundle.
See CX-0’274C (Howard WS) at Q/A 705. For example, the [ ] includes the
following Sensors: [ ' ]. See id. The Domestic Industry
Products practice this limitation because each Domestic Industry Product includes a [
| ] including the sensors discussed above. They use these sensors to verify the
authenticity or abnormality of banknotes by detecting various characteristics of the

banknotes. As previously noted, the Domestic Industry Products can verify the
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authenticityi or abnormality of each bénknote in an inserted mixed bundle. See CX-
0274Cv(Howard WS) at Q/A 707.

Under the correct construction of “banknote,” ;the Domestic Industry Products
practice this limitation because they include a [ ] containing the sensors
discussed above. The Domestic Industry Products use these sensors to verify.the
authenticity or abnormality of th¢ inserted banknotes by detecting various characterisﬁcs
thereof. As noted, the Domesticllnd.ustry Products can verify the authenticity or
abnormality of each banknote in an inserted mixed bundle. See CX-0274C (Howard'WS)

_at Q/A 708. |

means-plus-function:

In the event the Commission agrees with respondents that fhe disputed claim term
“a cash verifying part for Verifying authenticify or abnormality of the Eanknotes by |
sensing characteristics Qf the banknotes” is a means-plus-function eiemen_t, the evidence
nohetheless shows that th.e Domestic Industry Products would meet this limitation.

The Domestic Industry Products practice this limitation because they perform the
required function (Vérifying authenticity or abnormality of the banknotes by sensing
characteristics of the banknote) using the same ,strucfufe as the structure identified in the
‘235 patent that correspond to this lirﬁitation. See CX-0162C (Develobmegt of the
CCiM) at NH_989-00037562. Further, to the extent that the relevant structure is not

- literally identical to the structure identified in the ‘235, such structure is equivalent
because it performs the same functio.n in the same way with the same results. See CX-

0274C (Howard WS) at Q/A 709.
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Limitation 3[d]. “an MICR (Magnetic Ink Character Rcccgnition)
module for acquiring magnetic ink character information printed on
the at least one cheque”

The Domestic Industry Products practice this limitation because they include a

]. See CX-0155C (Hyosung
MX8800 System Operator Manual) at NH 972-00051966; CX-0158C (MX8800 Service
Manual) at NH_972-00052410. The Domestic Industry Products use these |
] to verify the authenticity or abnormality of inserted banknotes by detecting
certain characteristics, and, as previously noted, can verify authenticity and abnormality |
in a mixed bundle of banknotes. See CX-0155C (Hyosrmg MX8800 System Operator
Manual) at NH_972-00051966; CX-0158C (MX8800 Service Manual) at NH_972-

00052402; CX-0274C (Howard WS) at Q/A 710. -

Accordingly, complainants have shown that the Domestic Industry Products

‘practice asserted dependent claim 3.

6.  Dependent Claim 6

Asserted dependent claim 6 of the ‘235 patent reads as follows:

6. The apparatus of claim 1, further comprising:

a memory configured to store various information
acquired by the verifying unit; '

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory,
the depositing controller, and the communication
controller;

219



Case: 17-2553  Document: 1-2  Page: 302  Filed: 09/15/2017
| PUBLIC VERSION |

a user input unit configured to receive information from
the user;

a deposit.display unit configured to display information
to the user; and

a receipt output unit configured to output a receipt to
the user.

JX-0001 (‘235 Patent) at col. 11, In. 23 — col. 12, In. 2.

For the reasons discussed below, the Domestic Industry Products practice claim 6

of the ‘235 patent.

Limitation 6[a]. “a memory configured to store various information
acquired by the verifying unit”

The Domestic_Industfy Products practice this limitation because they include a
[ | ‘ | ] (discussed
above with respect to claim 3) | | ]- Specifically, thé [
| ]- See CX-016OC (Hydsung Chapter 2 Hardware
| Architecture) at NH_972-OO344790, 4813-31; CX-0274C (Howard WS) at Q/A 712
(noting further that Dr. Howard’s opinions on this point wefe confirmed by his personal

inspection of the Domestic Industry Products).

Limitation 6[b]. “a communication centroller configured to
communicate with a host computer connected therewith”

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a communication controller” should be given its plain
and ordinary meaning. |

The Domestic Industry Prbducts practice this limitation because they contain a
[ ‘ ]. See CX-0155C (Hyosung MX8800
System Operator Manual) at NH_972-0005 1936. The [ ] is for communicating
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with the [ | - ]. See CX-0160C (CCiM
Hardware Overview) at NH_972-00344790. Further, the CCiM contains a [ ]
that operates the device and its components. See CX-0160C (Hyosung Chapter 2

Hardwaré Architecture) at NH_972-00344790. This [

J. See ‘CX-0155C (Hyosung MX8800 System Operator Manual) at
NH_972-00051942; CX-0158 (Hyosung MX8800 System Service Manual) at NH_972-
00052106; CX-0160C (Hyosung Chapter 2 Hardware Architecture) at NH_972-
00344790; CX-0274C (Howard WS) at Q/A 713 (noting also that Dr. Howard’s opinioﬁs
on this point were also derived from his personal inspection of Hyosung’s ATM). The
Domestic Industry Products practice this limitation because they contéin af

| 1. See CX-0158C>(Hyosung MX8800 System
: Serviée Manual) at NH_972-00052441; CX-0160C (Hyosung Chapter 2 Hardware
Architecture) at NH_972-00344790.. This [ ]in the CCiM connect to and
communicates with the | |

]. See CX-0155C (Hyosung MX8800 Systeni Operatof Manual) at NH 972-
0005 19~42; CX-0158C (Hyosung MC8800 System Service Manual) at NH_972-
00052106; CX-0160C (Hydsung Chapter 2 Hardware Architecture) at NH_972-
00344790, CX-0274C (Howard WS) at Q/A 715.

‘means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a communication controller” is a means-plus-function element, the evidence nonetheless

shows that the Domestic Industry Products would meet this limitation. The Domestic
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Industry Products practice _tﬁis :limitation because they iﬂclude aCCiM |

| ] to the oth_er”cdmpo.nents of the ATM via é [ ]- This structure
performs the required function (commuﬁicating with a host computer) using the same
strﬁcture as is identified in the ‘235 patent that corresponds to this limitation. See CX-
'0160C (CCiM Hardware Overview) at NH_972-00344790; CX-0155C (MX—SSOO

| Operator Manual) at NH_972-00051934; CX-0274C (Howafd WS) at Q/A 717.

Limitation 6[c]. “a central controller configured to control the
memory, the depositing controller, and the communication
controller”

As discussed above in the claim construction section, the administrative law judge
determined that each of the claim terms “a central controller,” “depositing: éontroller,”
and “communication cont@ller” should be given its plain and ordinary mearﬁng.

The Domestic 'Indu.st‘ry Products practice this limitation because they include a
central_éontroller that contfols the memory, depositing controller, and communication
controller within Hyosung’s products. See CX-0155C (MX8800 Operating Guide) at
NH_972-00051934, 1942; CX—0158C (Hyosung MX8800 Systerh Service Manual) ;t
NH_972-00052106; CX-0274C (Howard WS) at Q/A 718 (hoting also that Dr. Howard’s

_ opihions on this point were also derived from his personal inspection of Hyosung’s
ATM). Under the plain and ordihary meaning of the controller elements, the Dor'nes“tic

:'Industry Products bractice this limitation because they include a central controller that
controls the memory, depositing controller, and communication controller. See CX-
0155C (Hyosung MX8800 System Operator Manual) at NH_§72-00051942; CX-0158C
(Hyésﬁng MX8800 System Service Manual) at NH_972-00052106; CX-0274C (Howard

WS) at Q/A 720.
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means-plus-function:

In the ‘even_t the Commission agrees with respondents that the disputed claim
terms “a central controller,” “depositing controller,” and “communication controller” aré
means—plus-functiori elements, the evidence nonetheless shows that the Domestic
Industry Products would meet this limitation. |

The Domestic Industry Products include a central controller that performs the
function required in the 235 patént using the same structure as is identified in the ‘235
patent corresponding to this limitation. See CX-0155C (MX8800 Operator Manual) ét
NH_972-00051936; CX-0274C (Howard WS) at Q/A 721.

With respect to “depositing controller,” the Domestic Industry Products contain a
. | | ]. See CX-
© 0158C (MX8800 Seryicel Manual) at NH_972-00052441; CX-0160C (CCiM Hardware

Overview) at NH_972-00344790. The CCiM [

J. Id -Further, the

CCiM [ ] the operation of the Domestic Industry Products, including

] See CX-0274C
(Howard WS) at Q/A 722.
As to “a communication controller,” the Domestic Industry Products contain the
[ ] that operates the device and its components. See CX-0158C

(MX8800 Service Manual) at NH_972-00052441; CX-0160C (CCiM Hardware
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Overview) at NH_972-00344790. The CCiM’s |

]. See CX-0155C (MX8800 Operator Manual) at'NH_'972-00051936; CX-
0160C (CCiM Hardware Overview) at N'H_972-00‘344790. This structure performs the
functioh required by the ‘235 patent using.the same Stflicture as is identified by the 235
patent that corresponds with thi.s limitation. See CX-0155C (MX8800 Operator Manual)
at NH_9_72_—0005 1936; CX-0160C (CCiM Hardware Overview) at NH_972-00344790; |

CX-0274C (Howard WS) at Q/A 723.

Limitation 6[d]. “a user input unit configured to receive information
- from the user”

As discussed above in the claim construction séction, the administrative law judgé
determined that the claim term “a user input unit” should be given its plain and ordinary
meaning.

The Domestic Iﬂnduvstry Products practice this limitation because they include user
- input devices such as a keypad or touchscreen. See CX-0155C (Hyosung MX8800
System Operator Manual) at NH_972-00051934-35, 1942; CX-0158C (Hyosung
MXSSOO System Service Manual) at'. NH_972-00052106; CX-0274C (Howard WS) at
Q/A 724 (noting also that Dr. Howard’s opinions on this‘point wgre also derived from his
personal inspection of Hyosung’s ATM), 726.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a user input unit” is a means-plus-function element, the evidence nonetheless shows that

the Domestic Industry Products would meet this limitation. The Domestic Industry
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Products practice this limitation because they inbludé a keypad or touchscreen that
. performs the functjon required in the ‘235 patént. Thus, the Domestic Industry Products
perform the required function using the structure identified by the 235 patent
corresponding to this limitation. See CX-0155C (MX8800 Operator Manual) at NH_972-

00051934; CX-0274C (Howard WS) at Q/A 727.

Limitation 6[e]. “a deposit display unit configured to display
‘information to the user”

The Domestic .Industry Products practice this limitation because they include a
déposit display ﬁnit conﬁgured to display information to the user. See CX-0155C
(MX88OO Operator Mélnual) at NH_972-00051934-35; 1940; CX-0158C (Hyosﬁ_ng
| MX8800 System Service Manual) at NH_972-00052079-80. o

means-plus-function:

In the event the Commission agréés with respondents that the disputed claim term
“a deposit display unit” is a means-plus-function element, the evidence nonetheless
shows that the Domestic Industry Products would meet this limitation. The Domestic
Industry Products include screens for displaying information that perform the function
required in the 235 patent (displaying information to the user) using the structure
identified that corresponds to fhis limitation. See CX-O_I SSC (MX8800 Operator Manual)

at NH_972-00051934-35; CX-0274C (Howard W) at Q/A 731.

~ Limitation 6[f]. “a receipt output unit configﬁred to output a receipt to the
user”

The Domestic Industry Products practice this limitation because they include a

receipt printer that prints receipts for the user. See CX-0155C (MX8800 Operator
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M'an'ual) at NH_972-00051936; CX-0274C (Howard WS) at Q/A 732 (noting also that
Dr. Howard’s opinions on this point were also derived from his personal inspection of
Hyosung’s ATM).

The Domestic Industry Products practice this limitation under Hyosung’s
construction because they include a feceipt printer that pfints receipts for the user. See
CX-0155C (Hyosung MX8800 :System Operator Man_ual) at NH_972-00051942; CX-
" 0158C (Hyosung MC8800 System Service Manual) at NH._972-00052106.

means-plus-function:

In the event the Commission agrees with respondents that the disputed claim term
“a receipt output unit” is a ‘means-plus-function element; the evidence nonetheless sﬁows
that the Domestic Industry Products would meet this limitation. The Domestic industry
Products include a receipt printer that performs the function required by the .‘.235 patent
- (outputting a receipt to the user) using the samé stfucture as the one identified in the
“patent corresponding to this limitation. See CX-0155C (MX8800 Operator Manual) at

NH_972-00051936; CX-0274C (Howard WS) at Q/A 735.

* * - *

Accordingly, complainants have shown that the Domestic Industry Products

practice asserted dependent claim 6.

7. Dependent Claim 8

Asserted dependent claim 8 of the ‘235 patent reads as follows:

8. The apparatus of claim 1, further comprising:

an authentic cheque incoming unit disposed at a rear
end side of the authentic cheque transfer path and
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configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path,

wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least
one authentic cheque responsive to the individual sheet
of the at least one authentic cheque being held by the
authentic cheque incoming unit.

JX-0001 (‘235 Patent) at col. 12, Ins. 12-22.

For the reasons discussed below, the Domestic Industry Products practice claim 8

. of the ‘235 patent.

Limitation 8[a]. “an authentic cheque incoming unit disposed at a
rear end side of the authentic cheque transfer path and configured to
temporarily hold an individual sheet of the at least one authentic
cheque transferred along the authentic cheque transfer path”

As discussed abo_ve in fhe claim construction section,_the administrative law judge
determined that the qléim term “an authentic cheque incomiﬁg unit” should be given its
plain and ordinary meaning.

The .Dome's‘ti‘c' Industry Products practice tﬁis limitation becauée they include a
[ ' i o ]. See CX-
0157»(Hyosung Chapter 5 EP Command Functién & Flow) at NH_972-00089559.. The

[ . ]is configured to temporarily hold an individual sheet of the at least one

: authentic check transferred along the authentic check transfer path. Id. Specifically, the -

Domestic Industry Products include a [
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]. See CX-0157C (Hyosung
Chabter 5 EP Command Function & Flow) at NH 972:00089559, 9563; CX-0274C
(Howard WS) at Q/A 738 (noting also that Dr. Howard’s opinions on fhis point were also
derived from his personal inspection of Hyosung’s ATM), 739.

" means-plus-function:

In the event the Commission agrees with re.spondents that the disputed claim term
| “an authentic cheque incoming unit” is a means-plus-function element, the evidence
nonetheless shows that the Domestic Industry Products would meét this limitation. The
Domestic Industry Products include [

] of the authentic check transfer path that performs the ﬁmcﬁon required by the
| | ‘235 patent (temporarily holding an individual sheet of the at least one authentic cheque |
transferred along the aufhentic cheque transfer path) vusing identiﬁed_structure
corresponding with this limitation. See CX-0157C (Hyosung Chapter 5 EP Command

Function & Flow)at NH_972-00089559, 9563; CX-0274C (Howard WS) at Q/A 741.

Limitation 8[b]. “wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least one authentic
cheque responsive to the individual sheet of the at least one authentic
cheque being held by the authentic cheque incoming unit”

As discussed above in the claim construction sectiori, the administraﬁve law judge
determined‘ that vthe claim term “configured to store the individual sheet of the at least one
- authentic cheque responsive to the individual shee£ of the at least one authentic cheque
being held by the authentic checiue incoming unit” should be given its plain and ordinary

meaning.
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The Domestic Industry Products practice this limitation because they include a

] stores authentic checks held by the authentic check incoming
unit. See CX-0157C (Hyosung Chapter 5 EP Command Function & Flow) at NH_972--

00089559, 9563. Specifically, the Domestic Industry Products include a [

The authentic checks in the mixed bundle of banknotes are [

]. As the authentic checks enter the [

]. See
CX-0157C (Hyosung Chapter 5 EP Command Function & Flow) at NH_972-00089559, '
9563. The| | |
| ]. See CX-0274C (Howard WS) at Q/A 742 (noting also that Dr. Howard’s opinions

on this point were also derived from his personal inspection of Hyosung’s ATM), 744.

Accordihgly, complainants have shown that the Domestic Industry Products

practice asserted dependent claim 8.-

8. Dependent Claim 9
Asserted dependent claim 9 of the ‘235 patent reads as follows:

9. The apparatus of claim 1, further comprising:

‘an authentic cash temporary storage provided at a rear
end side of the authentic cash transfer path and
configured to stack and temporarily hold the authentic
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banknotes other than cheques transferred along the
authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage.

JX-0001 (*235 Patent) at col. 12, Ins. 23-32.
For the reasons discussed below, the Domestic Industry Products practice claim 9

of the ‘235 patent.

Limitation 9[a]. “an authentic cash temporary storage provided at a
rear end side of the authentic cash transfer path and configured to
stack and temporarily hold the authentic banknotes other than
cheques transferred along the authentic cash transfer path”

Th¢ Dbrnestic Industry Products practice this limitation because they include a
temporary cash storage structure for teniporarily storing authentic cash in the mixed
bundie of banknotes. See CX-0157C (Hyosung Chapter 5 EP Command Function &
Flow) at NH_972-00089559, 9563; CX-0274C (Howard WS) at Q/A 745 (noting also
that Dr. Howard’s opinions on this point were also derived from his personal inspection
of Hyosung’s ATM), 747. Specifically, the Domestic Industry Products include a

[

] in the mixed bundle of baﬁknotes [

]. Id
Under the correct claim construction of “banknotes,” the Domestic Industry
Products practice this limitation because they include a temporary cash storage structure

for temporarily holding the authentic cash in the mixed bundle of banknotes. See CX-
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0157C (Hyosung Chapter 5 EP Command Function & Flow) at NH_972-00089559,

9563; CX-0274C (Howard WS) at Q/A 748.

Limitation 9[b]. “wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic banknotes other
than cheques held by the authentic cash temporary storage”

The Domestic Industry Products practice this limitation because they include a
temporary storage unit at the top of the authentic cash storage cassetté that stores the
authentic cash held by the authentic cash storage unit. See CX-0157C (Hyosung Chapter
5 EP Command Function & Flow) at NH_972-00089559, 9563; CX-0274C (Howard
WS) at Q/A 749 (noting also that Dr. Howard’s opinions on this point were also derived
from his personal inspection of Hyosung’s ATM), 751.- Specifically, the Domestic

Industry Products include a |

. Id |

1. [ |
I-

Under the correct claim construction of “banknotes,” the Dbmestic Industry |
Products practice this limitation because they include a tempbrary cash storage structure
for temporarily holding the authentic cash in the mixed bundle of banknotes. See CX-
0157C (Hyosung Chapter 5 EP Command Function & Flow) at NH_972-00089559,

9563; CX-0274C (Howard WS) at Q/A 752.
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Accordingly, complainants have shown that the Domestic Industry Products

practice asserted dependent claim 9.

D. Validity of the ‘235 Patent

Respéndents argue that (1) 11 disputed claim terms are indefinite; (2) each of the
CCDMﬂ module, 2003 CCDMVI service manual, and the 2005 CCDMvl servjce
ménual anticipates the asserted claims of the ‘235 patent; (3) the asserted claims of the
‘235 patént are rendered obvious by the CCDMvl rﬁodule, the 2003 CCDMv1 service
manual, and/or the 2005 CCDMv1 service manual; and (4) the asserted claims of the
“235 patent are rendered obvious by the CCDMv1 module, the 2003 CCDMv1 service
manual, and/or the 2005 CCDMuv1 service manual combined with US Patent No.
6,663,001 (“Suttie”). See Resps. Br. at 90-149; Joint Outline at 5-6. |

| Complainants disagree. See Compls. Br. at 20-21, 25-28, 3»5—43, 46-51, 165-93.
For the reasons set forth below, respondents have not shown by clear and

convincing evidence that the asserted claims of the ‘235 patent are invalid.

1. Applicable Law
One cannot be held liable for practicing an invalid patent claim. See Pandrol
US4, LP . AirBoss Railway Prods., Inc., 320 F.3d 1354, 1365 (Fed. Cir. 2003).
Nevertheless, each claim of a patent is presumed to be valid, even if it depends from'.a

claim found to be invalid. 35 U.S.C. § 282; DMI Inc. v. Deere & Co., 802 F.2d 421 (Fed.

Cir. 1986).
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A respondent that has raised patent invalidity as an affirmative defense must
overcome the presumption by “clear and convincing” evidence of invalidity. Checkpoint
Systems, Inc. v. United States Int’l Trade Comm’n, 54 F.3d 756, 761 (Fed. Cir. 1995).

a. Anticipation

Anticipation under 35 U.S.C. § 102isa quéstion of fact. z4 Techs., Inc. v.
Microsoft Corp., 507 F.3d 1340, 1347 (Fed. Cir. 2007). Section 102 provides fhat,
depending on the circﬁmstances, a claimed invention may be anticipated by variety of
prior art, including publications, earlier-sold products, and patents. See 35 U.S.C. § 102
(e.g., section 102(b) provides that one is not entitled to a patent if the claimed invention
“was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than oné year prior to the date of the |
application for patent iﬁ the United States”). |

The general law of anticipation rﬁay be summarized, as follows:

A reference is anticipatory under § 102(b) when it satisfies
particular requirements. First, the reference must disclose each
and every element of the claimed invention, whether it does so
explicitly or inherently. Eli Lilly & Co. v. Zenith Goldline
Pharms., Inc., 471 F.3d 1369, 1375 (Fed.Cir.2006). While those
elements must be “arranged or combined in the same way as in the
claim,” Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1370
(Fed.Cir.2008), the reference need not satisfy an ipsissimis verbis
test, In re Bond, 910 F.2d 831, 832-33 (Fed.Cir.1990). Second, the
reference must “enable one of ordinary skill in the art to make the
invention without undue experimentation.” Impax Labs., Inc. v.
Aventis Pharms. Inc., 545 F.3d 1312, 1314 (Fed.Cir.2008); see In

" re LeGrice, 49 C.C.P.A. 1124, 301 F.2d 929, 940-44 (1962). As
long as the reference discloses all of the claim limitations and
enables the “subject matter that falls within the scope of the claims
at issue,” the reference anticipates -- no “actual creation or
reduction to practice” is required. Schering Corp. v. Geneva
Pharms., Inc., 339 F.3d 1373, 1380-81 (Fed.Cir.2003); see In re
Donohue, 766 F.2d 531, 533 (Fed.Cir.1985). This is so despite the
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fact that the description provided in the anticipating reference

~ might not otherwise entitle its author to a patent. See Vas-Cath
Inc. v. Mahurkar, 935 F.2d 1555, 1562 (Fed.Cir.1991) (discussing
the “distinction between a written description adequate to support a
claim under § 112 and a written description sufficient to anticipate
its subject matter under § 102(b)”). -

In re Gleave, 560 F.3d 1331, 1334 (Fed. Cir. 2009).
b. Obviousness
Under section 103 of the Patent Act, a patent claim fs invalid “if the differences
between the subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to a
. person having ordinafy skili in the art to which said subject matter pertains.”** 35 U.S.C.
§ 103. While the ultimate determination of whether an invention would have been
obvious is a legal conclusion, it is based on “underlying factual inquiries including: (1)
the scope and content of the prior art; (2) the level of ordinary skill in the art; (3) the |
diffefences between the claimed invention and the prior art; aﬁd (4) objective evidence of
nonobviousness.” Eli Lilly and Co. v. Teva Pharmaceuticals USA, Inc., 619 F.3d 1329
(Fed. Cir. 2010). |
The objective evidence, also known as “se;condary considerations,” includes

commercial :succeSs, long felt need, and failure of others. Graham v. John Deere Co.,
383 U.S. 1, 13-17 (1966); Dystar Textilfarben GmbH v. C.H. Patrick Co., 464 F.3d 1356,
1361 (Fed. Cir. 2006). “[E]vidence arising out of the so-called ‘secondary

considerations’ must always when present be considered en route to a determination of

32 The standard for determining whether a patent or publication is prior art {Jnder section
103 is the same as under 35 U.S.C. § 102, which is a legal question. Panduit Corp. v.
Dennison Mfg. Co., 810 F.2d 1561, 1568 (Fed. Cir. 1987).
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obviousness.” Stratoflex, Inc. v. Aeroquip Corp., 713‘F.2d 1530, 1538 (Fed. Cir. 1983).
Secondary considerations, such as commercial success, will not always dislodge a
determination of obviousness based on analysis of the prior art. See KSR Int’l Co. v.
Teleflex Inc., 550 U.S. 398, 426 (2007) (commerciél success did not alter conclusion of
obviousness).

“One of the ways in which a patent’s subject matter can be proved obvious is by
noting that there existed at the tiﬁ;e of invention a known problem for which there was an
" obvious solution encompassed by the patent’s claims.” KSR, 550 U.S. at 419-20. “[A]ny
need or problem known in the field of endeavor at the time of invention and addressed by
the patent can provide a reason for combining the elements in the manner claimed.” Id.

Specific teachings, suggestions, or motivations to combine priér art may provide
helpful insights into the stat;: of the art at the ﬁme of the allegéd invention. /d. at 420.
Nevertheless, “an obviousness analysis cannot be confined by a formalistic conception of
the words teaching, suggestion, and motivation, or by overemphasis on the importance of
published articles and the explicit content of issued patents. The diversity of inventive
pursuits and of modern technology counsels against limiting the analysis in this way.” Id.
“Under the correct analysis, any need or probl¢m known in the field of endeavor at the
time of invention and addressed by the patent can provide a reason for combining the
elements in the manner claimed.” Id. A “person of ordinary skill is also a person of
ordinary creativity.” Id. at 421.

Nevertheless, “the burden falls on the patent challenger to show by clear and
convincing evidence that a person of ordinary skill in the art would have had reason to

attempt to make the composition or device, or carry out the claimed process, and would
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have had a reasonable expectation of success in doing so.” PharmaStem Therapeutics,
Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007); see KSR, 550 U.S. at 416 (a
combination of elements must do more than yield a predictable result; combining
“elements that work together in an unexpected and fruitful manner would not have been
obvious).>
c. Indeﬁnitenéss
The definiteness requirement of 35 U.S.C. § 112 ensures that the patent claims
| particularly point out and distinctly claim the subject matter that the patentee regards to
be the invention. See 35 U.S.C. § 112, 92; Metabolite Labs., Inc. v. Lab. Corp. of Am.
Holdings, 370 F.3d 1354, 1366 (Fed. Cir._2004). If a claim’s legal scope is not clear |
enough so that a person of ordinary skill in the art could determine whether or not a
particular product infringes, the claim is indefinite, and is, therefore, invalid. Geneva
Pharm., Inc. v. GlaxoSmithKline PLC, 349 F.3d 1373, 1384 (Fed. Cir. 2003).**
Thus, it has been found that: -
When a proposed construction requires that an artisan make a
separate infringement determination for every set of circumstances
in which the composition may be used, and when such
determinations are likely to result in differing outcomes

(sometimes infringing and sometimes not), that construction is
likely to be indefinite. . :

k]

. Halliburton Energy Servs. v. M-I LLC, 514 F.3d 1244, 1255 (Fed. Cir. 2008).

33 Further, “when the prior art teaches away from combining certain known elements,
discovery of a successful means of combining them is more likely to be nonobvious.”
KSR, 550 U.S. at 416 (citing United States v. Adams, 383 U.S. 39, 52 (1966)).

3% Indefiniteness is a question of law. IGT v. Bally Gaming Int’l, Inc., 659 F.3d 1109
(Fed. Cir. 2011).
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The Supreme Court addressed the issue of indeﬁniteness, ;md stated that a finding
of indefiniteness should not be fouﬂd if the claims, “viewed in light of the specification
and prosecution history, inform those skilled in the art about the scope of the invention
with reasonable certainty.” Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120,
2124 (2014).

B A pafent is not indefinite if the claims, “viewed in 1iéht of the specification and
‘,‘prosecution history, infonﬁ those skilled in the art about the scope of the invention with
- reasonable certainty.” Nautilu&, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124
(2014). “If, after a review of the _intrinsic aﬁd extrinsic evidence, a claim tf:rm_rémains
ambiguous, the claim should be construed so as to maintain its validity.” Certain
Consumer Electronics And Display Devices With Graphics Processing And Graphics
Processing Units Theréin, Inv. No. 337-TA-932, Order No. 20 (Apr. 2, 2015) (quoting

Phillips, 415 F.3d at 1327).

The burden is on the accused infringer to come forward with clear and convincing

evidence to prove invalidity. See Young v. Lumenis, Inc., 492 F.3d 1336, 1344 (Fed. Cir. -

2007) (“A determination that a patent claim is invalid for failing to meet the definiteness

requirement in 35 U.S.C. § 112, § 2 is a legal question reyiewéd de novo.”).

. 2.: Indefiniteness

Respondents afgue that 11 disputed claim terms are indefinite. See Resps. Br. at
90-103;J gint Ouﬂine at 5-6. Complainants disagreé. See Coinpls. Br. at 20-21, 25-28,
35-43, 46-51.

For the reasons set forth below, respondents have not shown by clear and

convincing evidence that the 11 disputed claim terms are indefinite.
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a. Claim Term “a bundle separator” (Claim 1)

Asserted independent claim 1 reads as folloWs:

1. A cash and cheque automatic depositing apparatus for -
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user;

a bundle separator coupled to the bundle insertion unit

and configured to separate the bundle of banknotes

received at the bundle insertion unit into individual

sheets and transfer each of the individual sheets with a
~ predetermined time interval;

a main transfer unit coupled to the bundle separator and
configured to horizontally transfer the individual sheets
~ of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and
configured to verify authenticity or abnormality of each -
of the banknotes by acquiring features information on -
each of the banknotes, the verifying unit configured to
produce a verification result indicating the authenticity
or abnormality of each of the banknotes, the
verification unit further configured to perform tripartite
detection of overlapping of the individual sheets in the
main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the
main transfer path, the abnormal sheet branch transfer
unit configured to transfer abnormal banknotes verified
by the verifying unit;

a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
the main transfer path; :

an abnormal sheet unloading transfer unit coupled to
the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and
configured to return the abnormal banknotes to the user;

an authentic cheque transfer unit coupled to an end of
the main transfer path, the authentic sheet transfer unit
having an authentic cheque transfer path and configured
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to transfer at least one authentic cheque in the bundle of
banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the
main transfer path, the authentic cash transfer unit
having an authentic cash transfer path and configured to
transfer authentic banknotes other than cheques verified
by the verifying unit; o ‘

a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path;

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least
one authentic cheque transferred by the authentic
cheque transfer unit; :

an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit;

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one
authentic cheque; and ‘

a depositing controller connected to the first gate, the
second gate and the verifying unit, the depositing
ccontroller configured to transfer the authentic banknotes
to the main transfer path but transfer abnormal

~ banknotes to the abnormal sheet branch transfer path

“based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a

- cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash
transfer path based on the verification result.

JX-0001 (‘235 Patent) at col. 9, In. 58 — col. 10, In. 65.
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As discussed above in the claim construction sect:ion; the administrative law judge
determined fhat th¢ claim ferm “a bundle separator” recited in claim 1 should be given its
plain and ordinary meaning.

The disputed term is not a means-plus-function limitation. A person of ordinary
skill in the art would find that this phrase denotes a particular structure, i.e., the physical
portion of a cash-and-check depositing module that is compr:ised of well-known
compoﬁents in the art that handle separating media. The separation of media is a well-
established technique, and bundle separators are used in many industries to perform the |
common function of separating individual sheets from a stack of sheets. A person of
ordinary skill in the art would thus construe this term according to its plain and 6rdinary
_ méaning. See CX-0274C (Howard WS) at Q/A 95.

-Under Williamson, it must be determined “Whether the words of the glaim are

. understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how “a
bundle separator” would have a structural meaﬁing to a person of ordinary skill in the art,
and would refer to the physical portion of a cash-and-check depositing module that is
(comprised of well-known components, such as driven rollers, in the art that handle
separating individﬁal media. Id at Q/A 97-98. The claim also confers additional
-structure in the form of describing how the “bundle separator” interacts with other
claimed eleménts. Id | As can be seen, claim 1 discloses that the bﬁndle separator must

- be coupled to the Bundle .insertion unit, thus requiring well-known components to

*interface with the portion of the cash-and-check depositing module (discussed above) that

handles bundle insertion. Further, as already discussed, bundle separating is a well-
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established-technique in many applications, and bundle separators are used throughout
many industries to separate individual sheets. Dr. Sturges admitted that evidence shows
that “bundle separator” connotes structure. Sturges Tr. 544.

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed ciaim term
“a bundle separator” is a means-plus-function element, the ‘235 patent discloses the
required structure. Contrary to respondents’ arguments, “a bundle separator” limitation
has _corresponding.structure in the ‘235 specification. Under § 112, 6 treatment, the |
claimed function is “separating the bundle of banknotes received at the bundle insertibn
unit into individual sheets and transferring each of the individual sheets with a
| predetermmed time 1nterval ” The corresponding structﬁre is “a separator (i.e., element
104) coupled to the bundle 1nsert10n unit.” See CX 0274C (Howard WS) at Q/A 96, 100- |
02; JX-0001 (‘235 Patent) at col. 2, Ins. 32-34; Fig. 2; Abstract; col. 3, Ins. 43-47; col. 7,

Ins. 19-25.

b. Claim Term “a verifying unit” (Claim 1) |

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a verifying unit” should be given its plaiﬁ énd Qrdinary
meaning. The disputéd claim term Was found not to be indefinite.

The disputed term is not a means-plus-function limitation. A person of skill in the
art would underétand fhat the structure in an ATM that contains the sensors and appar.-altusl
to validate the media is the verifying unit. In general, the verifying unit refers to the
portion or portions of the module that contain the necessary SEnsors and hérdware for

validation of banknotes. Further, note verification is a well-established technique, and
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verifying units are used in many industries to perform the chon function of
authenticating notes and/or detecting abnormalities in inserted media. One of ordinary
skill would have appreciated that the reference to “three different sensors” necessarily
denoted structure, as the universe of potential sensors to be used in this capacity is finite
(including, e.g., ultrasonic sensors, cameras, photosensors, Hall sensors, MICR heads).
See CX-0274C (Howérd WS) at Q/A 121-22.

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how “a
verifying unit” would necessarily have a structural meaning to such a person, and would
refer to the physica] portion of a cash-and-check depositing module that is comprised of

well-known components in the art for verifying banknotes. See CX-0274C (Howard WS)

at Q/A 125. The claim also confers additional structure in the form of describing how the .

“verifying unit” must be “installed o.n' the ‘main transfer path.” See JX-0001 (‘235 Patent)
at col. 10, In. 4. To a person of skill in the art, this Would further require well-known

| components to interface with the portion of the cash-and-check depositing module

(discussed above) that transports media through the module. Further, note verification is
a well-established technique, and verifying units are used in many industries to perform

“the common function of authenticating notes and/or detecting abnormalities in inserted |
media. One of ordinary skill would have appreciated that the reference to “three different
sensors” necessarily denoted structure, as the universe of potential sensors to be used in |
this capacity is finite (including, e.g., ultrasonic sensors, cameras, photosensors, Hall

sensors, MICR heads).
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During prosecution, applicants made it clear that they were not wording their
claim merely to claim an intended use, or fuhction,_ bfor the “verifying unit.” See JX-0002
(235 Patent File History) at 000266 (adding “configured to verify” and “configured to
produce a verification result”). The applicants wrote that, in view of these amendments,
the limitations “no longer recite[ ] any limitations that amount to statements of intended
. use.” Id. at 000261 (“An agreement was reached that claims 1, 2, 4, 6 and 7, as amended
herein, no longer recites any limitations that amount to statement of intended use.”).

Structure under § 112, 4 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
- “averifying unit” is a means-plus-fuﬁction element, the <235 patent discloses the required
structure. | |

Contrary to respondents’ arguments, the limitation has corresponding structure in
the ‘235 description. Under § 112,96 tréatment, the three claimed functions and
corresponding structure are:

First Function: “verifying the authenticity or abnormality of each
of the banknotes by acquiring features information on each of the
banknotes”

Second Function: “producing a verification result indicating the
authenticity or abnormality of each of the banknotes”

Third Function: “performing tripartite detection of overlapping of
the individual sheets using three different sensors”

Corresponding structure (first function): a CIS having scanning
surfaces, a pressurizing device, and information reader (i.e.,
element 110a); cash verifier and detection sensors including light
emitting sensors, magnetic sensors, ultra violet sensors, and
infrared sensors (i.e., element 110b); MICR sensors having a
magnetic recognition head and a pressurizing device (i.e., element

243



Case: 17-2553  Document: 1-2 . Page: 326 Filed: 09/15/2017
PUBLIC VERSION

110c); and plural notes detection sensors including CIS and MICR
* (i.e., element 110d)
Corresponding structure (second function): a CIS having
scanning surfaces, a pressurizing device, and information reader
(i.e., element 110a); cash verifier and detection sensors including
light emitting sensors, magnetic sensors, ultra violet sensors, and
infrared sensors (i.e., element 110b); MICR sensors having a
magnetic recognition head and a pressurizing device (i.e., element
110c¢); and plural notes detection sensors including CIS and MICR
(i.e., element 110d)

Corresponding structure (third function): a CIS having
scanning surfaces, a pressurizing device, and information reader
(i.e., element 110a); MICR sensors having a magnetic recognition

. head and a pressurizing device (i.e., element 110c); and plural
notes detection sensors including CIS and MICR (i.e., elément
110d).

See CX-O274¢ (Howard WS) at Q/A 123. Each function is r.e.cited in claim 1, and
respondents do not substantively dispute these functi(?ns. Id at Q/A 126-27; JX-0001
(‘235 Patent) at col. 10, Ins. 4-13.. Dr. Howard described how the patent teaches
corresponding structure of each of these functions, i.e., use of a CIS having scanning
surfaces, a. pressurizing device, and information reader (i.e., elemeht 110a); MICR
sensors having a magnetic recognition head and a pressurizing device (i.e., element
110(;);_ :and plﬁral notes deteétion sensors including CIS and MICR (i.e., element 110d). |
See JX;OOOI (‘235 Patént) at Fig. 2; col. 3, In. 63 — col. 4, In. 9; col. 4, Ins. 10-19; col. 4,
Ins. 30-37; col. 4, Ins. 49-53; col. 4, In. 60 — col. 5, In. 6; col. 9, Ins. 34-44; see also CX-
0274C (Howard WS) at Q/A 128-29. Respondents’ attempts to exclude some or all of
these disclosures as structure for the “verifying unit” is improper, as the patent expressly-

describes each of these as performing overlap detection. See JX-0001 (‘235 Patent) at

244



Case: 17-2553  Document: 1-2 Page: 327  Filed: 09/15/2017
PUBLIC VERSION

~col. 4, Ins. 45-64; CX-0274C (Howard WS) at Q/A 129. This further demonstrates the

terms’ definiteness under a § 112, 6 treatment.

c. Claim Term “a cheque standby unit” (Claim 1)

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a cheque standby unit” should be given its plain and
- ordinary meaning. The disputed claim term was found not to be indefinite.

A person of ordinary skill in the art would understand that a structure in an ATM
that temporarily holds checks pending the customer confirming the deposit is the cheque
standby unit. In general, a cheque standby unit is the escrow that temporarily holds
checks. See CX-0274C (Howard WS) at Q/A 185-86.

| Under Williamson, it mﬁst be determined “whethér the words of the élaim are
understood by persons of ordinary skill in the art to havé a sufficiently deﬁnite meaﬁing
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how the
phrase “a cheque standby unit” would necessarily have a structural meaning to such a
person, and would refer to the physical portion of a cash-and-check depositing module
that is coﬁlprised of well-known components fof holding cheques in a standby
conﬁgﬁration pending user confirmation of the deposit; Id. at Q/A 189. The claim also
conlfers-.additional structure in the form of describing how the “cheque standby unit” must
be “placed iﬁ the main transfer path between the first gate and the second gate.” See JX-
0001 (‘235 Patent), col. 10, Ins. 50-55.

During prosecution, applicants ﬁade it clear that they were not Wording their
~claim merely to claim an intended use. See CX-0274C (Howard WS) at Q/A 189.

Applicants modified their claim to add the phrase “configured to hdld.” See 1X-0002
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(235 Patent File History) at 000267. The applicants wrote that, in Viow of these
amendments, the limitations “no longer recite[ | any limitations that amount to statements
of intended use.” Jd. at 000261. This further confirms that the limitation is structural in
nature. See also id. at Office Action of Oct. 17, 2012, at 000290-303; Amdmt. of Feb.
12, 2013, at 000359-360; Notice of Allowance, at 000378-380 (subsequent history,

~ raising no functional claiming issues).

Structufe under § 112, 4 6 treatment:

In the event the Commission agrees with respondonts that the disputed claim term
“a cheque standby unit” is a means-plus-function element, the ‘235 patent discloses the
required structure. Contrary to respondents’ arguments, the limitation has corresponding
structure in the ‘235 description, and so survives definiteness review. Under § 112,96
treatment, the claimed function is “holding the at le.:ast' one anthentic oheqno to return the
at least one authentic cheque to the user responsive to receiving user instructions
cancelling depositing of the at least one authentic cheque,” and the corresponding
structure is “stacking and temporary storage of media.” See CX-0274C (Howard WS) at
Q/A 187, 190-93. Respondents do not substantively disagree as to the function being
claiined. A person of ordinary skill in the art would find corresponding structure in the
‘235 patent. Id atQ/ a 192.7 Figure 2 of the ‘235 patent teaches a cheque standby unit
120 that ternporarily stores at least one authentic cheque by holding it in position on the
belt. See JX-0001 (‘235 Patent) at Fig. 2. A person of ordinary skill in the art would also '
understand the stacking and temporary storage of media in figure 2. /d. at col. 2, Ins. 65-
66; col.. 3, Ins. 36-37; col. 5, Ins. 40-54. This further demonstrates the term’s definiteness

under a § 112, 9 6 treatment.
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d. Claim Term “a depositing controller” (Claim 1)

For the r'e.asons discussed below, the administrative law judge has determined that
the claim term “a depositing controller” should be given its plain and ordinary meaning.
This claim term is not indefinite. A person of ordinary skill would find the phrase
understandable, and requiring no elaboration. See CX-0274C (Howard WS) at Q/A 200-
o |

| Under ,Williamson', it must be determined “whether the words of the claim are

- understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described how a
“depositing controller” would necessarily have a structural meaning to such a person, and
would refer to the physical portion of a cash-and-check depositing module that is

| comprised of well-known components in ﬂie art for controlling the mechanical opefations
of the module. Id. at Q/A 204. For.example, the ciaim describes, in specific terms, a
precise algorithm that must be used to control the operation of the device. That:is, the
depositing controller must “transfer the authentic banknotes to the main transfer path but
transfer abnormal banknotes to the abnormal sheet branch transfer péth based on the
verification résult,” and must also ;‘transfer each of the individual sheets in the banknotes
determined to be a cheque to the authentic cheque transfer path and the banknotes other
than the cheque to the authentic cash transfer path based on the verification result.” See -
JX-0001 (‘235 Patent) at col. 10, Ins. 56-65. At the hearing, Dr. Sturges acknowledged
that this amounted to a recitation of steps, and that the “depositing controller” is not jﬁst
any processor, but a processor specifically for performing these steps. See Sturges Tr.

550_, 552-553 (“Yes, I would agree with that, sure.”); see alsov Howard Tr. 234-235
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(discussing the steps the depositing controller would need to perform). Such recitation of
steps provides more thén sufficient structure tQ inform é person of skill as to the structure
required for the “depositing controller.” See CX-274C (Howard WS) at Q/A 204.

‘ Furthér, claim 1 recites how the controilér is “connected to” other sfructural elements,

| further establishing structure. Id

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the claim term “a
| depositing controller” is a means-plus-function element, the ‘235 patent discloses the
-required structure. Contrary to respondents’ contentions, the limitation has
corresponding strlucturé in the ‘235 descriptioh, and so survives definiteness review.
‘Under § 112,96 treétment, thé two clairhgd functiéns and corresponding structﬁre are:

First Function: “transferring the authentic banknotes to the main
transfer path but transferring abnormal banknotes to the abnormal
sheet branch transfer path based on verification result”

Second Function: “transferring each of the individual sheets in the

banknotes determined to be a cheque to the authentic cheque
“transfer path and the banknotes other than the cheque to the

authentic cash transfer path based on the verification result”

Corresponding structure (first function): depositing controller
(i.e., element 140), carrying out the algorithm described in the
-claim :

Corresponding structure (second function): depositing
controller (i.e., element 140), carrying out the algorithm described
~ in the claim. B

~ See CX-274C (Howard WS) at Q/A 202. This extends'r:directly from claim 1, as
discussed above, as well as from the written description, which teaches a depositing
controller 140 for performing each of the functions identified. See JX-0001 (235 Patent)

at col. 6, Ins. 35-48, Ins. 52-57, Figs. 1 and 2. A person of ordinary skill in the art would
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not need to refer to any algorithm to understand the structure being used to.perform these
functions, but it should be noted for completeness that the claim language itself teaches
such an algorithm, as do the cited specification sections. See CX-0274C (Howard WS) at
Q/A 207. Further, the ‘235 specification describes the actions that the various
componenfs controlled by the “depositing controller” must undertake,_ and in so doing
further discloses the algorithm required for this term. See JX-0001 (‘235 Patent) at col. 7, |
Ins. 49-60 (describing how the first gate (controlled by the depositing céntroller as
described at col. 6, Ins. 38-40) appropriately directs authentic & abndrmal notes); col. §,
Ins. 16-23, 42-48 (describing how the second gate (also controller by the depositing

- controller) appropriately directs cash and cheques). Thus, the term is definite under §

112, 1}' 6 treatment.

e. ‘Claim Term “individual sheets in the banknotes”
(Claim 1)

As discussed above in the claim construction section, the admiﬁistrative law judge
determined that thé claim term “indiyiduél sheets in the banknotes™ should be given its
plain and ordinary meaning. The disputed claim term was found not to be indefinite.

Respondents argue: |

One of ordinary skill in the art would not be able to comprehend
the scope of the claims because the language “individual sheets in the
banknotes” in claim 1 is confusing and nonsensical. Because the
banknotes are themselves individual sheets, it is unclear how individual
sheets could be “in the banknotes”. Accordingly, because the term
“individual sheets in the banknotes” fails to reasonably inform the person
of ordinary skill in the art of the scope of the claims, this term is
indefinite.
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Resps. Br. at 102. Respondents’ argument citea above is the entirety of their argument in
respondents’ initial brief regarding whether ;[he claim term “individual shééts in the
banknotes” is indefinite.

A person of skill in the art would understand the phrase. See CX-0274C (Howard
WS) at Q/A 212-13. A person of ordinary skill in the art would have no difficulty |
concludi;lg that the reference to “ind:i.vidual sheets in the banknotes determined to be a
cheque” to mean each of the baﬁknbfe shee'ts that has been determined, upon use of the
cleﬁmed apparatus, to be authentic cheques. See JX-0001 (‘235 Patent) at col. 10, Ins. 61-
63 (describing “transfer[ring] each of the individual sheets in the banknotes determined t(;
be a cheque to the authentic cheque transfer path™). Such is the meaning that a person of
ordinary skill in the art would readily apply, and is the plam and ordlnary meaning of the
term at issue. For the same reasons, such a person would have no dlfﬁculty determining

the scope of the limitation. See CX-0274C (Howard WS) at Q/A 214.

f. Claim Term “an auto-alignment unit” (Claim 2)

Asserted dependent claim 2 of the *235 patent reads as follows:
2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-

alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

JX-0001 (‘235 Patent) at col. 10, In. 66 — col. 11, In. 2.

As dlscussed above in the claim construction section, the adm1n1strat1ve law judge
determined that the claim term “an auto-alignment unit” should be given its plain and
ordinary meaning. The disputed claim term was found not to be indefinite. A person of

ordinary skill in the art would understand that the structure in an ATM that aligns the
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ban]motés while they traverse the main transfer path is the auto-alignment unit. In
general, an auto-alignment unit refers to the portion or pc;rtions of the module containing
driven rollers and sensors for aligning banknotes. See CX-0274C (Howard WS) at Q/A
215-16.

Under Williamson, it must beAdetermined “whether the words of the claim are
understood by pefsoné of ordinary skill in the art to have a sufficiently definite meaning
as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard deséribed how the
phrase “an auto-alignment unit” would necessarily have a structural meaning to such a
person, and would refer to the physical portion of a cash-and-check depositing module
that is comprised of well-known cbmponents in the art for aligning Banknotes. Id at Q/A
219.. The claim also confers additional structure in the form of describing .how the “auto-
alignmént unit” must be “provided on th¢ main transfer path.” S.e.ze”JX-OOOI (°235
Patent), col. 10, In. 66 —col. 11, In. 2. To a person of skill in the ért, this would further
confirm the structural requirements for the “auto-alignment unit,” including by requiring
well-known components té interface with the portion of the cash-and-check depositing
| rﬁodule that transfers the banknotes. See CX-0274C (Howérd WS) at Q/A 219. Dr.
Sturges agreed that the evidence vdemonstrates that the term “alignment unit” connotes
structure. See Sturges Tr. 542. |

Structure under § 112, 4 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“an auto-alignment unit” is a means-plus-function element, the ‘235 patent discloses the
required structure. Contrary to respondents’ arguments, the limitation has corresponding

structure in the ‘235 description, and so survives definiteness review. Under § 112, 16
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, 'treatmenvt, the claimed function is “aligning the banknotes while transferring the
banknotes on the main transfer path,” and the corresponding structure is “alignment unit -
(i.e., element 108), with rollers to align and transfer.” See CX-0274C (Howard WS) at
Q/A 217. There seems to be no substantive dispute between the parties as to the claimed
function. Id. at Q/A 221. Asto the corresponding structure, figure 2 of the ‘235 patent
teaches an auto-alignment unit 108 that aligns the banknotes while transferring the
banknotes on the main transfer path. Id. at Q/A 222; JX-0001 (‘235 Patent) at Fig. 2; see |
also id. at col. 2, Ins. 36-39; col. 3, Ins. 48-55, col. 3, Ins. 56-62. Further, inasmuch as the
alignment unit in the ‘235 patent performs alignment while notes are being transferred, a
person of ordinary skill would also understand that the structures commonly associated
with transfer paths in the €235 patent were used to perform the function, e. g‘.‘:, rollers to
align and transfef. See id. at Fig. 2, Qol. 1, lné. 48-_50; éol. 2, Ins. 44-47, éol. .3_, Ins. 49-55;
" CX-0274C (Howard WS) at Q/A 222. This further demonstrates the term’s definiteness

under § 112, § 6 treatment.

g. Claim Term “plural banknotes detect_ibn part”
(Claim 3) - '

Asserted'dependent claim 3 of the ‘235 patent reads as follows:

3. The apparatus of claim 1, wherein the verifying unit
includes:

a plural banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes; o -

a CIS (Con‘taét Image Sensor) for acqu_iriﬁg and
analyzing image information by scanning the
banknotes;
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a cash verifying part for verifying authenficity or
abnormality of the banknotes by sensing characteristics
of the banknotes; and .

an MICR (Magnetic Ink Character Recognition)
module for acquiring magnetic ink character
information printed on the at least one cheque.

JX-0001 (‘235 Patent) at col. 11, Ins. 3-15.

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “plural banknotes detection part” should be given its '.plain
. and ordinary meaning. The disputed claim term wés found not to be indefinite.’

A person of ordinary skill in the art would understand that the structure in an
ATM that contains the sensors and apparatus that sense more than one media passing
through the module at a time is the plural banknotes detection part. In general, the plural
' banknotes detection part refers to the portion or portions of the module theii contain the
necessary sensors-and hardware capable of identifying plural banknotes. See CX-0274C
(Howard WS) at Q/A 227-28. | |

Under Williamson, it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
- as the name for structure.” Williamson, 792 F.3d at 1349. Dr. Howard described‘how the
phrase “plural banknotes detection part” would necessarily have a structural meaning to
such a person, and would refer to thé physical portion of a cash-and-check depositing
module that is comprised of well-known components in the art for the detection of plural
banknotes. Id. at Q/A 231. The claim also confers additional structure in the form of
describing how the “plural banknotes detection part” interacts with other claimed

elements. Id Claim 1 discloses that “verifying unit” (which includes the additional
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limitations recited in claim 3) must be “installed on the main transfer path.” JX-0001
(‘235 Patent), col. 11; Ins. 3-15. To a person of skill in the art, this wquld further confirm
the structural requirements for the “plural banknotes detection part,” including by
requiring well-known components to interface with the portion of the cash-and-check
dépositing module that transfers the banknotes. See CX-0274C (Howard WS) at Q/A

231. Assuch, § 112, § 6 treatment is unwarranted.

Structure under § 112, .11 6 treatment:

In the event the- Commission agrees with respondents that the disputed claim term
“plural banknotes detection part” is a means-plus-function element, the ‘235 patent
discloses thé required structure. Contrary to respondents’ arguments, the limitation has-
corresponding structufe in the ‘235 description, and so survives definiteness review.
Under § 112, 9 6 treatment, the claimed function is “detecting overlapping individual
sheets based on a thickness of the banknotes,” and the corresponding structure is “plural
notes de_tection sensors, €.g., an infrared sensor thaf detects thickness, a magnetic sensor;-
a light emitting sensor, a UV sensor.” Id. at Q/A 229. There is no substantive dispute
between the ‘parties as to the claimed funétionT :Iéz{ at Q/A 232-33. Asto the
corresponding structure, figure 2 of the. ‘2‘3.5 i)atent teaches plural notes detection part
110d. See JX-0001 (‘235 Patent) at Fig. 2; see élso id. at col. 3, In. 63 — col; 4, In. 9; col.
4, Ins. 10-19; col. 4, Ins. 30-37 (“the detection sensors may include at least one among a
light emitting sensor, a magnetic sensor, a UV sensor, an infrared sensor and the like”);
col. 4, Ins. 45-48 (“[T]he infrared senéor detects . . . characteristics thereof vsuch as

thickness . . ..”); col. 4, In. 60 — col. 5, In. 6; col. 9, Ins. 34-44.
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The 235 patent describes the light emitting sensor, magnetic sensor, UV sensor,
and infrared sensor as species of “detection sensors.” Id. at col. 4, Ins. 34-48. Thus a
- person of ordinary skill would understand the ‘235 patent’s instruction that the plural
banknotes detection part 110d “detects whether or not two or more banknotes are
overlapped” to mean that it does so using, e.g., one or more of the previously-described
“detection sensors.” See id. at col. 4, Ins. 60—64. Further, one of 6rdinary skill would
understand the 235 patent’s instruction th:at sﬁch bé pefformed “preferably . . . by way of
detecting a thickness of the banknotes” to clearly refer to the species of “detection
sensors” expressly described as detecting thickness, i.e., the infrared sensofs described
above. See CX-0274C (Howard WS) at Q/A 234. Further, a person of ordinary skili
wduld understand that a CIS, MICR, or pressurizing deyice may also detect a thickness of
potentially-overlapping notes. Id. This further demonstrates the terms’ deﬁnitgnéss

under a § 112, § 6 treatment. See also id. at Q/A 235.

h. 'Claim Term “a communication controller”
(Claim 6) :

Asserted dependent claim 6 of the ‘235 patent reads as follows:

6. The apparatus of claim 1, further comprising:

a memory configured to store various information
acquired by the verifying unit; o

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory, -
the depositing controller, and the communication
controller;

a user input unit configured to receive information from
the user;

a deposit display unit configured to display information
to the user; and
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a receipt output unit configured to output a receipt to
the user. :

JX-0001 (235 Patent) at col. 11, In. 23 —col. 12, In. 2.

As discussed abové in the claim construction section, the administrative law judge
determined that the claim term “a communication controller” should be given its plain
and ordinary meaning. The disputed claim term was found not to be indefinite. A person
of ordinary skill in the art would find this phrase readily understandable, and requiring no
further elaboration. See CX-0274C (Howard WS) at Q/A 248-49.

Under Williamson, it must be deterrﬁined “whether the Words of thé claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning

“as the name for structure.” Williémson, 792 F.3d at 1349. Dr. Howard described how the
- phrase “a communication controller” would necessarily have a structural meaning to a |
peféon of ordinary skill in the art, and would refer to the physical portion of a cash-and-
check depositing module that is comprised of well-known components in the art for
'cor.nmunicating with other computers. Id. at Q/A 252. The claim also confers additional
structure in the form of describing how the “plural _communication controller” interécts
with other claimed elements. As can be seen, claim 6 emphasizes that the
“communication controller” must be “connected” to the “host computer.” See JX-0001
(‘235 Patent), col. 11, In. 23 —col. 12, In. 2. To a person of skill in the art;this would
further conﬁ.rmv the stfuctural requiremeﬁts for the “communication controlier.” See CX-
0274C (Howard 'WS) at Q/A 252. For these reasons, means-plus-function treatment is

unwarranted.
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Structure under § 112, 4 6 treatment:

In the‘event the Commission agrees with respondents. that the disputed claim term
“a communication controller” is a means-plus-function element, the ‘235 patent discloses
" the required structure. Contrary to respondents’ arguments, the limitation has
corresponding structure in the ‘235 patent, and so survives definiteness review. Under
§ 112, § 6 treatment, the claimed function is “communicnting with a host computer,” and
the corresponding structure is “a communication controller (i.e., element 146) vhaving a
transmitter and a receiver.” See id. at Q/A 250. There seems to be no dispute as to the
claimed funcﬁon. Id at Q/A 253—547 As to the structure, the patent téaches the use of a
communication controller (i.e., element 146) having a transmitter and a receiver. Id. at
Q/A 255; see, e.g., JX-0001 (‘235 Patent) col. 6, Ins. 58-67; Figs. 1 and 2. A person of
ordinary.skill in the art would not need to refer to any nlgorithm to understand the
structur’e. being used to perform this function, but fnr completeness thnt the claim
language itself teaches such an algorithm, as do the cited speciﬁcati()nz sections. See CX-
0274C (Howard WS) at Q/A 255. This further demonstrates the term’s definiteness

under § 112, q 6 treatment.

i Claim Term “a central controller” (Claim 6)

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “a central controller” should be given its plain and
ordinary meaning. The disputed claim term was found not to be indeﬁnite.

- Under Williamson, it nlust be determined “whether the words of the claim are
underétnod by persons of ordinary skill in the art to hnve a sufficiently definite meaning

as the name for structure.” Williamson, 792 F.3d at 1349. A person of ordinary skill in
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the art would find the claim term “a central controller” readily understandable, and
| requiring no further elaboration. See CX-0274C (Howard WS) at Q/A 260-61. Dr.
Howard described how the phrase “a central controller” would necessarily have a
structural meaning to a person of ordinary skill in the art, and would refer to the physical
portion of a cash-and-check depositing module that is.comprised of well-known
components in the art for providing basic control to memories, depositing controllers,‘ and
| th¢ communication controller. See CX-0274C (Howard WS) at Q/A 264.

Structure under § 112, 9 6 treatment:

In the event the Commission agrees with respondents that the disputed claim term
“a central controller” is a means-piué-function element, the ‘235 patent diséloses the
rétiuired strﬁcture. Contrary to r¢sandents’ arguments, the limitation ha_s _corrésponding i
struéture in the €235 patent, and so survives definiteness review. Under §. 1 12,96
treatment, the claimed function is “controlling the memory, the depositing controller, and
the communication controller;” the corresponding structure is “a central controller (i.e.,
element 144).” Id. at Q/A 262. There seems to be no disphte as to the claimed function.
Id. at Q/A 265-66. As to thé structure, the patent teaches the use of a communication
controller (i.e., element 146) having a transmitter and a receiver. See JX-0001 (‘235
Patent) at col. 7, Ins. 1-2; Fig. 1; CX-0274C (Howard WS) at Q/A 267. A person of
ordinary skill in the art would not need to refer to any algorithm to understand the

structure being used to perform this function; but, for completeness, the claim language
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itself teaches such an algorithm, as do the cited specification sections. See CX-0274C

(Howard WS) at Q/A 267. The term is definite under § 112,96 treatment.>>.

j Claim Term “an authentic cheque incoming
unit” (Claim 8)

Asserted dependent claim 8 of the ‘235 patent reads as follows:

8. The apparatus of claim 1, further comprising:

an authentic cheque incoming unit disposed at a rear
end side of the authentic cheque transfer path and
configured to temporarily hold an individual sheet of
“the at least one authentic cheque transferred along the
authentic cheque transfer path, '

wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least
~one authentic cheque responsive to the individual sheet
of the at least one authentic cheque being held by the
- authentic cheque incoming unit.

JX-0001 (‘235 Patent) at col. 12, Ins. 12-22.

As discussed above in the claim construction section, the administrative law judge
determined that the claim term “an authentic cheque incoming unit” should be given its
plain and ordinary meaning. The disputed claim term was found not to be indefinite.

Respondents argue:

In addition to “cheque standby unit,” Kwak patent contains a
number of claim terms that also utilize the generic word “unit,” including
“a main transfer unit,” “a user input unit,” a “verifying unit,” “an auto
alignment unit,” and “an authentic cheque incoming unit.” As Dr. Howard
admitted during his cross-examination, each of these “units” physically
perform different functions (Howard Tr. 699:5-700:8), but sow the various

3% Respondents argue that claim term “depositing controller” is a means-plus-function
element to be construed in accordance with 35 U.S.C. § 112, 9 6. They argue that
“insufficient structure” is defined. See Resps. Br. at 21. However, this claim term is not
one of the 27 disputed claim terms, but respondents nonetheless argue that it is indefinite.
See Joint Outline at 2-5. In any event, this claim term is discussed in the validity section
of this ID. See id. at 5. -
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functions are achieved, or by what mechanism it does so, is never
explained by either the claim language or the specification. RX-0144C
(Sturges WS) at Q/A 131-142, Q/A 192-201, Q/A 263-278, Q/A 279-291,
Q/A 308-318, Q/A 339-347. Except for “main transfer unit” and “user
input unit”, all of the “unit” claim elements do not contain adequate
corresponding structures to perform each associated function. RX-0144C
(Sturges WS) at Q/A 263-278, Q/A 279-291, Q/A 308-318, Q/A 339-347.
Because the generic word “unit” alone cannot possibly denote sufficient
structure for a person of ordinary skill in the art to figure out how to
perform all of these functions, the claim terms are invalid for
indefiniteness.

Resps. Br. at 90 n.14 (emphasis in ofiginal). Respondents’ argument cited above is the
entirety of their argument in ré;spondents’ initial brief regarding whether the claim term
~“an authentic cheque incoming unit” is indefinite.

A person of ordinary skill in the art would understand that the structure in an

"ATM that collects checks and temporarily holds is the authentic cheque incoming unit. In
general, an authentic cheque incoming unit is the portibn or pbﬁions of the module that
collect the checks prior to placing them into storage.. S‘e'e.C.X-0274C (Howard WS) at
Q/A 296-97.

Under Williamson, .it must be determined “whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite meaning
as the name for sfructure.” Williamson, 792 F3d at 1349. Dr. Howard described how th¢
phra'se “an authentic cheque incoming unit” would necessarily have a structural meaning
to such a person, -and would refer to the physical portion of a cash-and-check depositing
module that is comprised of well-known components in the art for accepting incoming
checks. The claim also émphasizes that the “authentic cheque incoming unit” must be
“disposed at a rear end side of the authenti‘c cheque transfer path.” See JX-0001 (‘235

Patent) at col. 12, Ins. 13-14. To a person of skill in the art, this would further confirm
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the structural requirements for the “authentic cheque incoming unit,” including by
requiring well-known components to interface with the portion of the cash-and-check
depositing module (discussed above) that transfers cheques verified by the verifying unit.
See CX-0274C (Howard WS) at Q/A 300. For these reasons, means-plus-function

treatment is unwarranted.

Structure under § 112, 4 6 treatment:

In the event the Commission agrees vﬁth respondents that the disputed claim term
“an authentic cheque incoming unit” is a means-plus-function element, the 235 patent
discloses the required structure. Contrary to respondents’ arguments, fhe limitation has
corresponding structure in the ‘235 patent, and so survives definiteness review. Under
§ 112, 9§ 6 treatment, the claimed functioﬁ is “temporarily holding an indivi_duél. sheet of
the at least one authentic cheque transferred élong the authentic cheque tréﬁsfer patﬁ;” the
corresponding structure is “authentic chéque incoming unit 128, and stacking and
temporary storage of media.” Id. at Q/A 298. There seems to be no dispute as to the -
claimed. function. Id. at Q/A 301-02. As to the structure, the patent teaches an authentic
cheque iﬁcoming unit 128, and ;stackiﬁg and temporary storage of media. See JX-0001

| (_‘2_35 Patent) at Fig. 2; col. 2, lné. 65-66; col. 3, Ins. 36-37; col. 5, Ins. 40-54; col. 8, Ins. |

16-24; col. 6, Ins. 4-7; col. 8, lﬁs. 32-41; CX-0274C (Howard WS) at Q/A 303-04. This

further demonstrates the term’s definiteness under a § 112, § 6 treatment.
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k. Claim Term “configured to store the individual
sheet of the at least one authentic cheque
responsive to the individual sheet of the at least
one authentic cheque being held by the authentic
cheque incoming unit” (Claim 8) '

Respondents argue:

Claim 8, which contains the phrase “configured to store the
individual sheet of the at least one authentic cheque responsive to the
individual sheet of the at least one authentic cheque being held by the
authentic cheque incoming unit” is indefinite because a person of ordinary
skill in the art reading the Kwak patent would not know what is meant by
this phrase and would therefore not understand the scope of the claims
with reasonable certainty. RX-0144C (Sturges WS) at Q/A 347-351; Chef
Am., Inc., 358 F.3d at 1374. ' ' '

Specifically, the phrase states storing “the individual sheet of the at
least one authentic cheque” that is “responsive” to “the individual sheet of
the at least one authentic cheque” that is already being held by the
authentic cheque incoming unit. Id. The use of the word “responsive” in

- this context is nonsensical. Id. There is no indication of what is meant by
“responsive,” because the preceding limitation of claim 8 merely states
“an authentic cheque incoming unit disposed at a rear end side of the.
authentic cheque transfer path and configured to temporarily hold an
individual sheet of the at least one authentic cheque transferred along the
authentic cheque transfer path.” In other words; claim 8 does not indicate
any “individual sheet of the at least one authentic cheque being held by the
authentic cheque incoming unit” that would be “responsive” with respect
to the function of the authentic cheque storage cassette. Id. Accordingly,
because one of ordinary skill in the art would not understand the scope of
the claimed phrase with reasonable certainty, claim 8 is therefore invalid

~ for indefiniteness. ' :

Resps. Br. at 102-03. Respondents’ argument cited above is the entirety of their
argument in respbndents’ initial brief regarding whether the claim term
“configured to store the individual sheet of the at least one authentic cheque
responsive to the individual sheet of the at least one authentic cheque being held

by the authentic cheque incoming unit” is indefinite.
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As discus_séd é1:bove in the claim constr_ﬁctidn section, the édrﬁinistrative law judge
determined that th_e claim term “configured to store the individuai sheet of the at least one
authentic cheque responsive to the individual sheet of the at least one authentic cheque
be_ing held'by the authentic cheque incoming unit” should be given its plain and ordinary
meaning. The disputed claim term was found not to be indeﬁni‘t'e..

A person of ordinary skill in the art would find this phrase understandable, and
requiring no further elaboration. See CX-0274C (Howard WS) at Q/A 308-09. A person |
of ordinary skill in the art would understand that the limitation describes storing each |
sheet that the aufhcntic cheque incoming unit holds, i.e., that when the condition of an
authentic cheque being held in the authentic cheque incoming unit occurs, the device is

configured to st_or'e' said sheet. Id at Q/A 310.

3. Anticipation and Obviousness: CCDMv1 Module;. Service
Manuals; and U.S. Patent No. 6,663,001 (“Suttie”)

Respondents argue that (1) each of the CCDMvl mddule, 2003 CCDMv1 service
manual, and.the 2005 CCDMv1 service ménual anticipates the asserted claims of the
‘235 patent; (2) the asserted claims of the ‘235 patent are rendered obvious by the
CCDMv1 module, the 2003 CCDMv1 service manual, and/or the 2005 CCDMv1 service
manual; and (3) the asserted claims of the ‘235 patent are fehdered obvious by thé
CCDMVI module, the 2003 CCDMv1 service manﬁal, énd/or the 2005 CCDMv1 service |
manual combined with U.S.. Patent No. 6,663,001 (“Suttie”). See Resps. Br. at 103-49;
Joint Outline at 6.

.Complainants disagree. See Compls. Br. at 165-93.
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For the reasons set forth below, respondents have not shov&n ny clear and
convincing evidence that the asserted claims of the ‘235 patent are antieipated or
rendered obvious.

Respondents argue:

As shown in the prosecution hlstory of the Kwak patent, the only
point of novelty offered by the Kwak patent was the ability of the
verifying unit to “perform tripartite detection of overlapping of individual
sheets in the main transfer unit using three different sensors.” For
instance, in response to an office action rejecting the majority of the claim
elements, Mr. Kwak amended the claims to add the limitations of
“predetermined time interval” and “tripartite detection.” However, in
anticipation of the examiner’s review of the amendments, Mr. Kwak’s
attorney contacted the examiner to summarize the arguments he intended
to make. Specifically, he made it clear that “[n]one of the cited references
disclose the feature of ‘the verification unit further configured to perform
tripartite detection of overlapping of the individual sheets in the main
transfer unit using three different sensors’” and thus the claims were
patentable. :

In response, the examiner held that all of the elements of the
asserted claims of the Kwak patent were present in the prior art, save for
two limitations: “a predetermined time interval” and a verifying unit
configured to, among other things, “perform tripartite detection of
overlapping of individual sheets in the main transfer unit using three
different sensors.”

Thus, based on Mr. Kwak and his attorney’s own statements, the
only novel feature of the alleged invention is tripartite detection.
Regardless under Hyosung’s interpretation of these claim elements, the-
prior art CCDM V1 [*%] includes the same structures and performs the
same operations as the accused CCDM V2[*7] with respect to both (a)
separation at predetermined intervals or (b) the sensors accused of
“tripartite detection.” In fact, Hyosung itself accused the CCDM V1 of
infringing the Kwak patent.

Hyosung now disputes that it accused the CCDM V1, of
infringement in this Investigation, but its interrogatory responses are clear
and indisputable. Hyosung provided a claim-by-claim, limitation-by-

36 «CCDMv1” and “CCDM V1” are used interchangeably.
37«CCDMv2 and CCDM V?2” are used interchangeably.
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limitation analysis detailing exactly which parts of the CCDM V1 practice
each asserted claim of the Kwak patent. Moreover, Hyosung incorporated
these particular responses into its final contentions. Hyosung cannot now
un-ring the bell, nor has Hyosung provided any logical explanation for its
current position that what it claimed during discovery is no longer
accurate.

Because the CCDM V1 and CCDM V2 operate the same with
regard to these limitations, and because the remaining claim limitations
were also present in the prior art, the Kwak patent is invalid.
Resps. Br. at 103-05 (emphasis in original) (citations omitted).
Additionally, referring to the CCDM V1 and the CCDM V2 modules, respondents
argue that “if the term ‘bundle of banknotes’ is given the proper construction (as either a

bundle of cash, checks, or both), there is no relevant difference at all in how the two

operate.” Resps. Br. at 3.

a. Introduction and Overview

Respondents rely on four alleged prior art r_eferencés to support their invalidity
contentions regarding the ‘.235 patent. These references and combinations fail to show
processing a mixed bupdle of cash and checks inserted at the same time, tripartite
detection of overlapping.rD sheets using three different sensors, and a depositing controller
configured to route cash to a cash cassette and checks to a check cassette based on a
verification result.

Three of these alleged references (the CCDMv1 Module, the 2003 CCDMvl
Service Ménual, and the 2005 CCDMv1 Service Manual) generally relate to the
“CCDMv1” device and form the basis of Dr. Sturges’s anticipation opinions and two
obviousness opinions. Dr. Sturges also opines a combination of the CCDMv1 references

with a fourth reference, the Suttie patent, to form an obviousness opinion. Dr. Sturges’s
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analysis makes no distinction bétweeri an obviousness combination based on the
| CCDMv1 Module in view of Suttie or one premised on CCDMv1 Manuals in view of
~ Suttie.

The CCDMv1 Module and the CCDMv1 Manuals disclose a device capable of :
processing and depositing bundles of only cash or only checks, and none of them, albne
or combined teach the invention of the ‘235 patent. Further, the Suttie pateht describ‘es a
depositing system that fails to teach numerous claim limitations and is ultimately
incompatible for combination with the CCDMv1. As such, none of the references or
combinations asserted by rgspondents invalidates the aéserted claims of the ‘235 patent.

None of the various combinations argued by respondents renders obvious each
and evefy limitation of any of the asserted claims. Respondents’ prior art analysis lacks
structur:e and fails to specify which combination of feferences he is relying on for each
limitation and construction. In addition, a person of ordinary skill in the art would not
have had any reason to make the varioﬁs combinations proposed.

Overview of the Alleged Prior Art References

Dr. Sturges’s testimony identifies only three exhibits as alleged prior art: RX-

| 0083C (CCDMv! Serv.ice Manual (Nov. 2003)); RX-0066C (CCDMv1 Service Manual
(2005)), and RX-0015 (the Suttie patent). Respoﬁdents did not introduce a CCDMv1
module at the hearing, nor has Dr. Sturges ever seen one or its source code. Sturges Tr.
. 649. Respondents chose not to produce a CCDMv1 despite having these devices in their
possession. Dr. Sturges’s entire understanding of its operation derives from documents |

and conversations with Wincor Nixdorf employees.
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Failure to Provide a Claim-by-Claim Analysis

Rather than illustrating how the alléged prior art discloses each limitation in the
‘235 patent, respondents rely on the assertion that whether or not these limitations are
taught is not disputed. See Resps. Br. at 103-05. Respondents bear the burden of proving
that these limitations are taught or disclosed within the prior art. Complainants’ position
(or silence) on the issue is immaterial to whether or not respondents have carried their
burden. |

Further, respondents failed to identify any specific structure or element within the
prior art that would teach or disclose these “undisputed” limitations. For each limitation,
respondents merely assert that the prior art discloses a paraphrased version of the claim

' languagé at issue without identifying any element within the CCDMv1 or the Suttie
patent. To the extent that respondents reference the witness statements of Dr. Sturges
and/or Mr. Langhuber to identify thesé elements, such incorboration-by-reference is
improper.

Lastly, respondents did not offer any opinion regarding how any piece of prior art
discloses or renders obvious the “main transfer path” limitation of the ‘235 patent.
Respondents failed to include this limitation in their table of “undisputéd terms,” and
make no refer¢nce to it as a disputed term. Given respondents’ failure to address this
limitation, respondents have not established that any of the prior art references invalidate
any of the asserted claims.

Reason/Motivation to Combine

Respondents failed to provide sufficient motivation to combine the CCDMv1

module, the 2003 service manual, and/or the 2005 CCDMv! service manual or explain
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what such a combination would add. See CX-0277C (Howard RWS) at Q/A 141. A
person of ordinary skill has no reason to combine identical references because a
combination offers no additional advantage over a single reference. Dr. Sturges opines
: thaf the 2003 manual discloses each and every limitation thth the 2005 manual ih the
same mannef, and vice versa. See Sturges.Tr. 648; RX-O-I 44C (Sturges WS) at Q/A566.
Further, combining fhe 2003 and 2005 CCDMv1 sérvice manuals with the CCDMVl |
Module fails because there is no operation, function, or component that the‘se‘rvice
manuals describe that the CCDMv1 Module woulci not élready include. See Sfurges Tr.
650; CX-O'2_77C (Howard RWS) at Q/A 144. Dr. Sturges’s analysis félls éhort. The-
references are merely duplicative of one another and a combination offers no additional
benefit.. |
.Additionally,Aa person of ordinary skill would not have had a reason to combine
the CCDMv1 Module and/or the CCDMv1 Manuals with the Suttie patent. Dr. Sturges’s
analysis addresées this issue by proposing an amalgamétion of all four references that
lacks specificity as to what each reference adds to the Whole. See CX-0277C (Howard
RWS) at Q/A 145. Further, the Suttie patent is fundamentally different from the
CCDM%/I Module. The Suttie patent does not teach processing a mixed bundle in a
~ single pass as described by the <235 patent. See RX-0144C (Sturges WS) at Q/A 568
(“Suttie itself does not disclose all of the detailed configurations of a machine capabie of
processing checks and cash received through a single slot.”).. The CCOMv1 likewise
cannot automatically deposit a mixed bundle. Dr. Sturges makes no effort‘v to explain how
a persoh of ordinary skill in the art would overcome the many differences between these

‘references so as to effectively combine the Suttie patent’s device with the CCDMvI1. Id
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As a result, his conclusion that a person of ordinary skill would have had a reason to
make these modifications is not persuasive.

Means-Plus-Function Analysis

Respondents’ invalidity arguments lack any discussion related to their proposed
means-plus-function analysis. Respondents failed to compare the prior art to the patent
claims, identify fhe proposed structures in the prior art corresponding to the structure in
the patent, and/of explain how the prior art structures perform the function(s) recited by
the patent, and any attempt to do so at this point has been waived. See Resps. Br. at 103-
41; Resps. Reply Br. at 58-69. Respondénts cannot now claim that the ‘235_' patent is

invalidated by the prior art under § 112, 6.

b. Whether CCDMv1 Module is Prior Art

Complainants argue that respondents failed to establish the CCDMv1 Module as
prior art:

The evidence relied upon by Diebold and Dr. Sturges falls short of
showing that a CCDMv1 Module capable of processing both cash and
checks was known, used, or sold in the United States prior to the date of
invention of the ‘235 patent (i.e., October 27, 2006). The CCDMv1 was
available in a number of combinations, many of which could not process
both cash and checks.

The mere sale of a CCDMv1 module, without further information
regarding its components, is insufficient to establish the CCDMv1 module
as a prior art reference. Mr. Langhuber identifies the sale of CCDMv1
modules but nothing more; he makes no attempt to show that such devices
were capable of processing both cash and checks.

Diebold’s attempt to establish the CCDMvl1 as prior art relies
entirely on the testimony of Mr. Hagen regarding the sale of a single
Wincor ProCash ATM. Mr. Hagen’s testimony is results driven and
incomplete. Mr. Hagen cannot point to any record showing that the
Wincor ATM in question included a CCDMv1 module; instead he points
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to components from which he claims he can infer the presence of a
CCDMvl. Such guesswork does not satisfy Diebold’s burden.

Compls. Br. at 168 (citations and footnote omitted).
For the feasons discussed below, respondents have shown that the CCDMv1 (or
“CCDM.Vl;’) Module is prior art. N
Wincor Nixdorf Inc., a United States subsidiary of Wincor, publicly announced
the release of the Wincor CCDM V1 on November 5, 2002. See RX-0145C (Langhuber
' WS) at Q/A 273-80; RX-0087 (Wincor Nixdorf Announces Check/Cash Deposit Module-
CCDM. Specifically, the CCDM V1 was publicly displayed in November 2002 at a retail
' (ielivery systems trade show in Atlanta, Georgié. See RX-0145C (Langhuber WS) at Q/A
280. The CCDM V1 displayed at the trade shoyv was capable of accepting cash-and
checks and included a cash/check reader. Id.‘ .ét Q/A 281-82. Following the trade show,
the CCDM V1 was given to J.P. Morgan Chase in the United States. fd. at Q/A 283.
| The CCDM V1 waé incorp’orated ihto Wincor’é ProCash 2100xe and ProCash
2150xe modules in the vUnited States at least as early as 2004 and throughout 2005. See
RX-0147C (Hagen WS) at Q/A 12-14. Moreover, these modules containing the CCDM
V1 sold in the US as eaﬂy as 2004 were capable of processing bbth checks and césh.
RX-0144C (Sturges WS) at Q/A 521-23; RX-0145C (Langhuber WS) at Q/A 243; RX-
0147C (Hagen WS) at Q/A 26-2_7..
Respondents provided .sufﬁcient evidence of such sales through their presentatfori
of sales docﬁﬁents from Wincor"s S.AP system, which the evidence shows is the system -
used by Wincor to record financial transactions of its products. See RX-0145C |

(Langhuber WS) at Q/A 207; RX-0147C (Hagen WS) at Q/A 13-15. Mr. Hagen and Mr.
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Langhuber testified cvoncerning the Wincbr sales documents in detail and provide context
| to the sales of thé CCDM Vs containing the cash/check readers in thé United States Id.

F;r example, Mr. Hagen pro\}ided testimony discussing the sales data of a CCDM
V1 sold in the United States in or around October 2004. See RX-0147C (Hagen WS) at
Q/A 12-25. This data is presented in RX-0078C, which is a screen shot of a delivery
notiﬁcation record in the Wincor SAP system. Id. This particular screenshot shows a
sale and shipment of a ProCash 2150xe containing a CCDM V1. The document shows
- that the ProCash 2150xe Wés delivered tc; Wells Fargo in the United States on October
22,2004. Id

According to Mr. Hagen, there are several indications in the RX-0078C (ProCash

-2150xe‘ Delivery Notification) that show that the ProCash 2150xe Sold to Wells Fargo on

October 22, 2064 contained a C‘CDM..Vlv capable of reading 'césh and checks. Id. at Q/A
26. For example, on page WN019988, the last entry on that fage is a CCE Line XSA,
which according to Mr. Hagen’s testimony, is the check / cash reader for the CCDM V1 ._
Id. at Q/A 27. He explains that this:entry was used to.identify the type of cash inserted
and also what scans the front and back of the checks. Id.. at Q/A 28. Thus, CCE Line.
XSA Wés only included for ATMS that contained a CCDM V1 capable of proceséing
checks and cash. Id. Moreover, the plain langﬁage of that same entry on WNOI998§
reads: “CASH=YES” and “CHECK=YES.” Id. at Q/A 29. This indicates that fhe
module was capable of reading cash and checks. Id

In addition, the same entry on page WN019988 of RX-0078C (ProCash 2150xe

Delivery Notification) lists a part number, 1750064570, which is the part number for a

check/cash reader, thus indicating that this ATM contained a CCDM V1 capable of
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components, as shown below:

Configurations for the CCDM V1

»

- RX-0064 (2008 Manual) at NH_972-00105639

Head module

Ditferent reader modules can be integrated in the head module.

Component Partnumber:
Chackicash reader {Line XSA) 01750084570

in age, vith ECB art, 6, ‘

Chacklcash feader {Line XSA) , 01750068336

Checklcash reader (Une X8A) 01750108533

Cashreader (Line XSA) 01750063338

insec. vihECBait. 6. . ,

Cashreadar (Ling XSA) 01750105544

Inacc. with ECBert. 6.

Cush reader (Line XSA) 01750088334

Check reader {Line XSA) 01750107600 o
Maghelic ink charactel reader 01750097825 * 7 01750108340
Magretic ink charicter readed MICR 2 01750103340

CCOM Basic

hagretc ink character reader MICR 2

Dummy

GTTSoaTEE

‘¢ replacing magnedic Ink chawactor roader 01750054847,
*  meplaing maonedic ink character reader Dumnry 01750058122,

, _ \
This table shows different hardware configurations for the CCDM V1. The first
entry in this table is the check/cash reader, part number 1750064570. Id. Thus, this table

supports Mr. Hagen’s testimony that part number 1750064570 listed on WN019988 of

RX-0078C is the part number for a check/cash reader. Id.
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Moreover, page NH_972-00105657 of RX-0064 (2008 CCDM V1 Manual)
illustrates a photograph of the check/cash reader and the same part number, 1750064570,

as shown below:

Photograph of the Check/Cash Reader of the CCDM V1

Check / cash reader

[:>cmck I cash reader (01750064570 / 01750105533)

RX-0064 (2008 Manual) at NH_972-00105657

There are additional sales data and documentation that support respondents’
position regarding the sale of the CCDM V1 in the United States. For example, RX-
0046C shows a screen shot of certain records in Wincor’s SAP System which record the
configurations for several sales of ATMs. See RX-0144C (Sturges WS) at Q/A 520; RX-

0145C (Langhuber WS) at Q/A 208-09. Specifically, RX-0046C contains configurations
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of severeﬂ sales,. including sales.of ProCash 2100xe and ProCash2150xe modules. Id.
RX_-OO46C can be used in conjunction with several other sales documents including RX-
~ 0084C, RX-0086C, RX-OOSSC, RX-0091C, which show information regarding product
sales, customers, and delivery dates for certain orders and prove that the CCDM V1 was
incorporated into..Wincor’s ProCash 2100xe and ProCash 21_50xe modules in the United
States at least as early as March 2004 and throughout 2005. .See RX-0144C (Sthrges WS)
at Q/A 520; RX-0145C (Langhuber WS) at Q/A 219-72.

T.he.ﬁrst page of RX-0046C shows the configurations for order numgef 464321,
which includes a “Cash/Check Deposit Modul” and then lists “Scheck-Banknoten-
Deposit,” which is translated as check-cash deposit. See RX-0046C (Screenshot of
Wincor SAP Systems) at 989DBITC007487Q; RX-0145C (Langhuber WS) at Q/A 220.
This pége shéws that a CCDM Vl was included i-n this PfoCésh 2100xe conﬁgurétion
and that this ProCash 2100xe has the check/cash reader hardware. Id. Furthermore,
these documents show that the ATM was sold in 2004. At that time, Wincor only had
one Cash/Check Deposit Module, the CCDM V1. Id. |

| There is additional documentatioﬁ from Wincor’s SAP system to illustrate how
PrQCas:h2100xe and ProCash2150xe moduies containing CCDM V1s were sold in the
Urﬁt_ed States from 2004 to 2008. See RX-0145C (Langhuber WS) at Q/A 203-87; RX-
0084C; RX-0086C; RX-0088C. During this time period, Wincor sold the CCDM V1 in
the United States to customers including Wells Fargo, IBM, Bank of America, and JP
Morgan. . !

As shown in RX-0046C, both the ProCash 2100xe and ProCash 2150xe sold

during this time period had display screens and soft keys next to the screen or touch
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monitor. Id. at Q/A 285. Further, these modules had display units that could display

certain information to the user depending on the application of the bank. Id. at Q/A 286.

Accordingly, respondents have shown that the CCDMv1 Module is prior art.

c. Anticipation and Obviousness: CCDMv1 Module; 2003
and 2005 CCDMv1 Service Manuals

Respondents argue that (1) each of the CCDMv1 module, 2003 CCDMv1 service
manual, and the 2005 CCDMv1 service manual anticipates the asserted claims of thé
‘235 patent; and (2) the asserted claims of the ‘235 patent are rendered _obvious by the
CCDMv1 module, the 2003 CCDMv1 service manual, and/or the 2005 CCDMvl service

manual. See Resps. Br. at 103-41, 145-49; Joint Outline at 6.

Complainants disagree. See Compls. Br. at 165-85.

For the reasons set forth belbw, respondents have not shown rby clear and
convincing' evidence that the asserted claims of the ‘235 patent are anticipated or
rendered obvious.

As an initial matter, respondents rely on evidence that is dérived from documents
dated after the October 27, 2006 filing date of the ‘235 patent. Respondents rely on non-
prior aﬁ materials to describe the composition and Opération of the alleged prior art
CCDMv1 Module, including (1) RX-0076 (CCDMv1 Serviée Manual (2008)); and (2)
RX-0064C (CCDMv1 Service Manual (2008)). See CX-0277C (Howard RWS) at Q/A
134. These document are not pr_ior art, and Dr. Sturges does not seem to dispute this. See

RX-0144C (Sturges WS) at Q/A 374.
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In a‘ddition, Dr. Sturges has not inspected or otherwise had contact with a
CCDM.VI Module. Nor has he analyzed any engineering drawings or schematics or
reviewed software related to the device. See CX-0277C (Howard RWS) at Q/A 136. Dr.
Sturges relies entirely on the documentary evidence and the deposition testimony he cites
to support his knpwledge and understanding of the CCDMv1 Module.

As discussed below, the CCDMyvl1-related material (which'comprises Dr.
Stufges’s Various citations concerning a “CCDMv1 Module” and the various CCDMvl
manuals he cites) fail to either teach or render obvious numérous limitations of the

asserted claims.

i Independent Claim 1
Asserted independent claim 1 reads as follows:

1. A cash and cheque automatic depositing apparatus for
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user;

a bundle separator coupled to the bundle insertion unit
and configured to separate the bundle of banknotes
received at the bundle insertion unit into individual
sheets and transfer each of the individual sheets with a
predetermined time interval;

a main transfer unit coupled to the bundle separator and
configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and
configured to verify authenticity or abnormality of each
of the banknotes by acquiring features information on
each of the banknotes, the verifying unit configured to
produce a verification result indicating the authenticity
or abnormality of each of the banknotes, the
verification unit further configured to perform tripartite
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detection of overlapping of the individual sheets in the
main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the
main transfer path, the abnormal sheet branch transfer
unit configured to transfer abnormal banknotes verified
by the verifying unit;

a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
the main transfer path;

an abnormal sheet unloading transfer unit coupled to
‘the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and _
configured to return the abnormal banknotes to the user;

an authentic cheque transfer unit coupled to an end of
the main transfer path, the authentic sheet transfer unit
having an authentic cheque transfer path and configured
to transfer at least one authentic cheque in the bundle of
banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the
main transfer path, the authentic cash transfer unit

having an authentic cash transfer path and configured to
transfer authentic banknotes other than cheques verified
by the verifying unit; ‘

a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path;

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least
one authentic cheque transferred by the authentic
cheque transfer unit;

an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit;

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
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authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one
authentic cheque; and

a depositing controller connected to the first gate, the
second gate and the verifying unit, the depositing
controller configured to transfer the authentic banknotes
to the main transfer path but transfer abnormal
banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a
cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash
transfer path based on the verification result.

JX-0001 (‘235 Patent) at col. 9, In. 58 —col. 10, In. 65.

For the reasons discussed below, the CCDMv1 module and service manuals do
not anticipate or render obvious independent claim 1 of the ‘235 patent. Specifically,
each reference, alone Qr éombined, fails to teach or render obvious the foll_owingE
limitations:

e ‘“automatic deposmng apparatus for automatlcally deposmng a bundle of
banknotes including at least one cheque,”

¢ - “a bundle separator coupled to the bundle insertion unit and configured to = :

separate the bundle of banknotes received at the bundle insertion unit into
individual sheets and transfer each of the individual sheets with a
predetermined time interval,” - -

e “averifying unit installed on the main transfer path and configured to
; verify authenticity or abnormality of each of the banknotes by acquiring °
features information on each of the banknotes, the verifying unit
configured to produce a verification result indicating the authenticity or
abnormality of each of the banknotes, the verification unit further
configured to perform tripartite detection of overlapping of the individual
sheets in the main transfer unit using three different sensors,”

e “a depositing controller connected to the first gate, the second gate and the
verifying unit, the depositing controller configured to transfer the
authentic banknotes to the main transfer path but transfer abnormal
banknotes to the abnormal sheet branch transfer path based on the
verification result, and transfer each of the individual sheets in the
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banknotes determined to be a cheque to the authentic cheque transfer path

and the banknotes other than the cheque to the authentic cash transfer path

based on the verification result.”

“automatic depositing apparatus for automatically depositing a
bundle of banknotes including at least one cheque”

The CCDMv1 could not process mixed bundles before the ‘235 patent, and it still
cannof do so. See CX-0277C (Howard RWS) at Q/A 178; see also CX-0259C
| (Introdﬁction to CCDM 2003) at WN989000006768; CX-0260C (CCDMv1 Operating
Manual 2004) at WN9890000867 (“A bundle may contain either just cheques or just
banknotes|.]”); CX-0171C (Winéor Nixdorf CCDM Operating Manual) at NH_972-
00105517 (same). Documents from 2016 acknowledge the same short coming. See CX-
0277C (Howard RWS) at Q/A 178; see also CX-0259C (Introduction to CCDM 2003) at »
WN989000000768. Addit_ionally,'re.spondents’ witnessés acknoWledge that the
| CCDMv1 does not support mixed bundle processing. Dunlap Tr. 402 (“[M]y '
understanding is that [the CCDMVI] does not support mixed bundle_ proces:sing.”).
The abﬂity to précess mixed bundles distinguishes Wincor’s CCDMv1 module
(which Dr. Sturges asserts as prior art) from the CCDMv2 module (which stands accused |
of infringement, along with certain ATMs containing the CCDM{/2). See e.g. Dunlap Tr.
402 (. . . my understanding 1s that [the CCDMv1] does not supppﬁ mixed bundle
processing.”); Langhuber Tr. 380; CX-0277C (Howard RWS) at Q/A 178. WiI.lCOI"S_‘
documents éx_pressly describe this point of distinction. See CX-0277C (Howard RWS) at

Q/A 178 (explaining the CCDMv1’s ability to process “notes and checks separately” and

the CCDMv2’s ability to “accept a mixed bundle,” and how it relieves users from having
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to “distingui:sh befween cash and check transactions anymore”™); see also RX-0518

(CCDMVI vs. CCDMv2 Overview).v
Dr. Sturges’s analysis conflates the ability to route media through a machine with
the ability to “deposit” the media. See CX-0277C (Howard RWS) at Q/A 177. Claim 1

| requires “depositing a bundle of banknotes including at least one cheque.” Dr. Sturges’s
analysis relies merely on the ability ItO “accept a bundle,” i.e., to have it inserted into the
device, rather fhan analyzing whether the machine is capable of actually prbcessing and
depositing fhe mixed bundle in the manner requiréd by claim 1. See RX-0144C (Sturges.
WS) at Q/A 582. |

The CCDMvl is not an aﬁtomatic cash and cheque depositing apparatus for -

automatically depositing bundles of banknotes that include at least one cheque. See CX—
0259C (Introduction to CCDM 2003) at WN989000000768 (“It is not possible to péy ina
mixed buﬁdle.”). By “automatically depositing,” the claim is referring fo the capability to
process and deposit both cash and checks, from a single inserted “bundle.” See'CX-
0277C (HoWard RWS) at Q/A 177. The evidence shows that the CCDMv]1 lacked that
critical capability. See CX-0260C (CCDMv1 Operating Manual 2004) at

| WN9890000867 (“A bundle may contain either just cheques or just bankﬁotes[.]”); CX-
0171C (Wincor Nixdorf CCDM Operating Manual) at NH_972-00105517 (same);
Langhuber Tr. 380. |

Dr. Sturges’s propdsed “two-pass” process does not transform the CCDMv1

module into a device that préctices the requirements of this limitation. See CX-0277C
(Howard RWS) at Q/A 181. In the proposed “two-pass” procesé, the user must select the

deposit mode, either cash or check, before media can be inserted into the CCDMv1. See
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RX-0145C (Langhuber WS) at Q/A 97. If the device is in “Cash mode,” the CCDMv1
will operate to process, validate, and deposit the cash—and only the cash—within the
mixed bundle. See id. All other media, including invalid 'c‘ash, unrecognized media, and
checks, will be transferred to the reject unit. See id. Only after the cash has been
deposited, will the other media be returned to the user and the usér can then manually
select “Check mode” and reinsert the bundle for a second transaction. Likewise, in
“Chéck mode” it can prbcess only checks. |

Under Complainants’ Proposed Constructions

Dr. Sturges’s “two pass” scenario does ﬁot transform the CCDMv1 into a device .
- which practices the “automatic depositing apparatus for automatically d'epdsitin_g a
bundle of banknotes including at least one che.ciue’:’ 1imitaﬁon. See CX-0277C :(Howard
RWS) at Q/A 181. To préctice the claim, it 1s neceséafy that a device be capable of
automatically processing and depositing both cash and checks from a single bundle. See
CX-0277C (Howard RWS) at Q/A 181. The CCDMv1 is not capable of such operation,
- and the “two pass” operation requires human intervention to remove the rej ected media,
initiate a second transaction, and reinsert the media. See CX-0277C (Howard RWS) at
"Q/A 183. One of skill in the art would not understand this process to be “automatic.” Id.
Further, additional vlimitations of claim 1 demonstrate that the patented invention requires
a capability to deposit both cash and checks from a single bundle.
The evidence cited by Dr. Sturges does not establish that it would have been
obvious to a pex;son of ordinary skill in the art to modify the CCDMuv1 references so as to

practice this limitation. First, Dr. Sturges did not offer evidence to support his
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obviousness opinions regarding the CCDMv1 module and manuals under Hyosung’s
constructions és to this limitation. See CX-0277C (Howard RWS) at Q/A 185.

. Dr. Sturges lacks support for his assertion that mixed bundle processing with the
CCDMv1 was “merely a design choice.” See CX-0277C (Howard RWS) at Q/A 185;
' RX-0144C (Sturges WS) at Q/A 613. The distinction between “mixed bundle”
processing and the two-pass processing required for the CCDMv1 was a major technical
distinction between the CCDMv1 and CCDMv2. See CX-0277C (Howard RWS) at Q/A
185; see alsé Dunlap Tr. 402 (. . . my understaﬁding is that [the CCDMv1] does not
support miXéd bundle processing.”); Langhuber Tr. 380; CX-0277C (Howard RWS) at
Q/A 178. Further, the evidence indicates that, even so late as 2016, the CCDMv1 |
remains incapable of “mixed bundle” processing. See CX-0259C (Introduction to CCDM
2003) at WN989000000768. .Wincor Nixdorf, th¢ comiaaﬁy Dr. Sturges assgrts:is the
most knowledgeable regarding the CCDMVI deVi(‘;e, and that has manufact'ure‘d and sold
the CCDMv1 for more than a décade, still has not modified the CCDMV1 to accept
mixed bundles in one pass. See RX-0409C (Sturges RWS) at Q/A 53.* More
importantly, Wincor created a second, improved device (the CCDMv2) that could accept
mixed bundles [ " ]. Dr. Sturges does not eXplain why a company would eﬁgage

in extensive research and development to create a new product rather than modify an

existing one.

38 In addition, respondents do not point to any company that has made such modifications
to the CCDMv1 prior to the ‘235 patent. Mr. Hagen and Mr. Langhuber both discuss an
alleged pilot program (albeit with differing facts) in which such modifications were
supposedly made, but (1) all alleged modifications occurred years after the invention of
the ‘235 patent and (2) neither witness offered any testimony regarding the extent of the
modifications and changes performed. See RX-0145C (Langhuber WS) at Q/A 197-202.
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Additionally, respondents failed to establish any reason or motivation for those
skilled in the art, prior to thé ‘235 patent, to undertake such modification of the
CCDMvl1. The disclosures in the CCDMv1 manuals indicate complications regarding
mixed bundle processing that teach against'processing a mixed bundle in a single run.
See CX;O277C (Howard RWS) at Q/A 185; see also RX-0518 (CCDMVI-CCDM\Q
Overview). ‘For example, the documents show that the CCDMv1 processed different
media types at different spéeds. See RX—0083C (2003 Manual of the Wincor CCDMV1)
at WN9890000056. A person of ordinary skill in the art would not have known how or
have been motivated to modify the various aspects of the CCDMv1 to process émixed
bundle in a single run. See CX-0277C (Howard RWS) at Q/A 185.

Under the Correct”Claim Constrﬁctidns

Under the com’:ct claim construction, fhe “automatic depésiting apparatus for

- automatically depositing a bundle of banknotes ihcluding at least one cheque” limitation
requires that the claiméd apparatus be for automatically depositing a bundle of “cash,
checks, or both cash and checks” including at least one check. For the reasons explained
above, the CCDMv1 cannot process a mixed bundle of both cash and checks. See CX-
0277C (Howafd RW\S) at Q/A 186. Further, a bundle of only cash would fall outside of
the scope of the claim as it lacks the required “at least oﬁe cheque.” Id.

Additionally, a machine capable of processing a bundle of only checks would also
not practice this claim. The entirety of the claim, taken together, shows that the claimed
cash and check depositing apparatus requires the capability to process cash and checks at
the same time. The ability to process a homogenous bundle of checks, even if the

machine could process a bundle of cash in another configuration as well, does not meet

283



Case: 17-2553  Document: 1-2  Page: 366  Filed: 09/15/2017
PUBLIC VERSI(_)N_ '

the claim’s requirements of processing cash and checks at the same time. See CX-0277C
(Howard RWS) at Q/A 186. Two non-practicing-configurations do not create a

configuration that practices the claims of the patent. Id.

“a bundle separator coupled to the bundle insertion unit and
configured to separate the bundle of banknotes received at the bundle
insertion unit into individual sheets and transfer each of the
individual sheets with a predetermined time interval”

As discussed above in the claim construction section, the administratiye law judge
determined that the claim term “a bundle separator” should be given its plain and |
ofdinary meaning.

Dr. Sturges has failed to establish that the CCDMv1 referehces teach or render
obvious this limitation under either the correct claim construction or respondents’
proposed construction. After failing to address this limitation in his expert reports, Dr.
‘Sturges now injects a new theory identiffing the VLS6 sensor in the CCDMv1 module as
' “a component that facilitates transferring each individual sheet at a predetermined time
© interval. See CX-0277C (/Howard RWS) at Q/A 187. Dr. Sturges’s analysis reliesona
single statement in the 2003 CCDMv1 manual that makes no méntion of time intervals
between separation actions. See RX';0144C (Sturges WS) at Q/A 689 (citing RX-0083
(2003 Manual of the Wincor CCDM V1) at WN98900000070-71). This evidence is
insufficient to disclose this claim under either the correct claim construction or
respondents’ propésed construction.

Furthef, Dr. Sturges’s reliance on “the testifnony of Mr. Langhuber,” (RX-0144C
(Sturges WS) at Q/A 682) is insufficient at least because he failed to cite, identify, or

analyze any such testimony. Without acknowlédging which portions of Mr. Langhuber’s
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statements Dr. Sturges agrees or disagrees with or relies on in forming his opinions,

complainants have no opportunity to respond. As such, reliance on Mr. Langhuber’s

testimony by Dr. Sturges is given lesser weight.

Dr. Sturges also reasons that, if the CCDMv?2 infringes this limitation, the
CCDMyv1 must practice it as well. Dr. Sturges’s analysis asserts—without comparison or
- analysis—that the bundle separation mechanisms of the CCDMv1 and CCDMv2 modules

are “quite similar” and “nearly identical.” See RX-0144C (Sfurges WS) at Q/A 692, 702.
Dr. Sturges has never seen a CCDMv1 module, nor has he examined its source codf;.

- Yet, the basis for this opinion appears to be uncited, hearsay statements from Mr.
Langhuber, which itself lacks documentary corroboration. One cannot equate his own
review of the CCDMv1 do‘cuments with Dr. Howard’s comprehensi.ve analysis of the
CCDMV2, in which he reﬁed on specific documentation, codé réview, product inspection,

- and depoéition testimony. See CX-0277C (Howard RWS) at Q/A 188. By comparison, |

Dr. Sturges’s analysis lacks specificity and relies mostly on generalizations and

uncorroborated characterizations. Nothing in the r¢cdrd indicates that the CCDMv1 and

CCDMv2 would be sufficiently similar as to this limitation as to warrant his conclusion.

Respoﬁdents’ obviousness analysis invites improper hi.ndsight. Dr‘. Sturges’é v
analysis concludes, merely from the existence of rollers and sensors, that one skilled in
the art wou_ld be motivated to and undersfand how to modify the CCDMVII to transfer
individﬁal sheets at predetermined intervals. See RX-0144C :(Sturges WS) at Q/A 707.
Dr. Sturges’s offers no rationale or reasoning for this conclusi_o_n, nor does he e>.<plai_n.
whether such modifications were within the ability of a person of ordinary skill in the art.

See CX-0277C (Howard RWS) at Q/A 189. Dr. Sturges simply identifies the
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improyement taught by the ;235 patent and then concludes that the CCDMv1 could be
modified to perform thé same function. See CX-0277C (Howard RWS) at Q/A 189.
Moreover, Dr. Sturges’s conclusions do not account for the added complications

of processing a mixed bundle required by the claim. A bundle of checks and cash will
have varying teXtures, thickness, width, and length and the CCDMv1 processes each
media typé at différent speeds. See CX-0277C (Howard RWS) at Q/A 189. It would not
be obvious tov rﬁodify the separator of the CCDMv1, which processes only cash or only
checks in each transaction, to transfer each individual sheet in a mixed bundle at a
predeterminéd time interval. Id. Additionally, Dr. Sturges does not account for the fact
that there are multiple methods of spacing media along a transfer path thét would not
involve predetermined, regular, or identical intervals but would still provide the benefits
he suggests are motivating facto.rs, .i.e‘., fewer jams and distance between each ‘sheet. Id

: Th.e. paucity of analysis provided by Dr. Sturges and evidence teaching away from such a

combination demonstrate the non-obviousness of this limitation.

“a verifying unit installed on the main transfer path and configured
to verify authenticity or abnormality of each of the banknotes by
acquiring features information on each of the banknotes, the verifying
unit configured to produce a verification result indicating the -
authenticity or abnormality of each of the banknotes, the verification
unit further configured to perform tripartite detection of overlapping
of the individual sheets in the main transfer unit using three different
sensors” '

Dr. Sturges’s analysis falls short of establishing that the CCDMv1 references,
~ teaches or renders obvious tripartite detection of overlapping sheets, under either the
- correct claim construction or respondents’ proposed construction.

Under the Correct Claim Construction
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Dr. Sturges has failed to identify three sensors that meet the requireﬁlents of this
limitation. Sée CX-0277C (Howard RWS) at Q/A 193. Dr. Sturges’s analysis identiﬁes
sensors in the CCDMv1 that are the same generic type of sensors that Hyosung has
alleged practice this limitation in the CCDMv2 and concludes that the CCDMv1 sensors
function in the same way. See id. at Q/A 760-801. Dr. Sturges has never seen a
CCDMVv1 or its source code. Yet, he cbmpares his opinion with those of Dr. Howard,
which were based review of the device’s éource code and personal inspection of the
device in operation. See CX-0277C (Howard RWS) at Q/A 193. Dr. Sturges’s approach
| is superficial at best and lacks a factual basis sufficient to establish that the CCDMv1
module or its components actually used those sensors in the manner required by the
asserted clafms. d |

Photo Sensors

Dr. Sturges sugéests that the photo sensors in the CCDMv1 detect overlapping
notes because of a single error code that reads “pa;per jam . . . or paper is too long.” His
analysis does not explain what circumstances would give rise to such an error or if it
would aétﬁaily occur due to overlapped sheets. See CX-0277C (Howard RWS) at Q/A
194, ) |

One cannot remedy this lack of evidence by combining Dr. Sturges’s conclusions
wifh Dr. Howard’s opinions regarding a different device and its operation. Dr. Howard’s
opinions concerning infringement for the CCﬁMvz and CCDMV2-containing ATMs was
, baé_ed on his review of code, personal inspection of a CCDMvz-containing ATM, and
extensive documentation.‘

Hall Sensors
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Dr. Sturges’s analysis rﬁerely notes that the CCDMv1 and the CCDMv2 modules
both contain hall sensors before jumping to the conclusion that they must operate in thé
same manner. See CX-0277C (Howard RWS) at Q/A 195. Dr. Sturges fails to support
his opinions with any testing, personal observations, or source code review. By
comparison, Dr. Howard’s performed a personal inspection and confirmed by direct
observation that the CCDMv?2 did, in fact, use Hall sensors in a manner as to detect an
overlap condition in the inserted media. Compare CX-0274C (Howard WS) at Q/A 398
(discussing testing of the CCDMv2 module) with RX-0144C (Sturges WS) at Q/A 782-
85 (relying solely on the CCDMv1 manuals to describé the sensors).

Non-Obviousness

Respondents’ argument that the CCDMv1 module and/or manuals, ihdividually of
conibined, render this limitation obvious is based oﬁ incpmplete aﬁalysis, lack supporting
~ evidence, and incorporate impermissible hindsigh‘t.bias. As an initial matter, Dr. Stufges
never shows that the CCDMv1 sensors are capable of or used for detecting overlapping
notes in general. In addition, Dr. Sturges fails to explain why one of ordinary skill in the
art would modify any of the feferences to use three different serllsors. instead of one or
two. See CX-0277C (Howard RWS) at Q/A 196. Lastly, Dr. Sturges iinproperly looks to
Hyosung’s infringement allegations to inform his alleg;ations of obviousness. See RX-
0144C (Sturges WS) at Q/A 761 (asserting that, to the extent the CCDMv2 infringes,
then the CCDMVi invalidates). The.CCDle contains numerous sensors, but Dr.~
Sturges does not Suggest that one of skill in the art would modify any sensor other than
the ones Hyosuﬁg has accused in the CCDMv2. He opines that one of skill in the art

would do so to increase the chance of detecting overlaps, but does not explain why one of
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- skill in the art would find aﬁ'ulfrasonic sensor insufficient or why they would use these
- specific sensors. Id |

A person of ordinary skill would not have had any reason to make such
modifications, nor have respondents shown that such modifications were within the
ability of a person of ordinary skill 1n the art. See CX-O277C'(H§ward RWS) at Q/A |
196. | |

Under Respondents’ Proposed Constructions

For the same reasons explained under the correct constructions, Dr. Sturges’s
analysis is lacking and fails to show that the CCDMv1 module and/or manuals anticipate

and/or render obvious this limitation under respondents’ proposed constructions.

“a depositing controller connected to the first gate, the second gate
and the verifying unit, the depositing controller configured to transfer
the authentic banknotes to the main transfer path but transfer
abnormal banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the individual
sheets in the banknotes determined to be a cheque to the authentic
cheque transfer path and the banknotes other than the cheque to the
authentic cash transfer path based on the verification result”

Respondents’ analysis fails to show that the CCDMv1 Module and/or the
CCDMv1 Manuals anticipate or render obvious this limitation. Specifically, the
‘CCDMv! does not route cash to the cash cassette and checks to the check cassette based
on the Veriﬁcation result under either parties’ construction. The user’s deposit mode
selectio:n; and not the verification result of any individual sheet, controls how the gate in
the CCDMvI routes média to the cassettes. See CX-0277C (Howard RWS) at Q/A 199.
The CCDM§1 requires that a user must manually se;lect either Cash mode or Check mode

when depositing. See CX-0260C (CCDMv1 Operating Manual 2004) at
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‘WN9890000874, 878; CX-0171C (Wincor Nixdorf CCDM Operating Manual) at
NH_972-00105524, 5529.

Under the Correct Claim Constructions

It is the initial selection of the deposit mode by the user that determines where
processed notes are depdsited in the CCDMvI1. See CX-0277C (Howard RWS) at Q/A
199. For example, in “Cash mode” tﬁe structure alleged to be the “second gate.” by Dr.
Stu‘rges‘ is toggled to route cash to the cash cassette based on the user’s selection of “Cash
-mode.” The gate has no capability, in this mode, to do anything else (é. g., to route
| checks to the check storage cassette), nor has Dr. Sturges demonstrated as much. Simply
' pointing to a depositing controller that mahipulates the second gate falls short. Dr.
| Sturges’s opinions are equally amenable to the depositi_r__ig c;;ntroller manipulating the
second g-ate in accordaﬁcé With réceiving_ the user-i_npﬁtted deposit mode selection and
not based on the verification result. See CX-0277C (Howard RWS) at Q/A 199 The
-same holds true When:fhe CCDMv1 is in “check mode.” Id. Itis the usér selection of

“Check Mode” or “Cash Mode” that_dic’tates the position of the “second gate™ and not the
verification result. Id. |

Dr. Sturges misses the point to the extént that he opines that the second gate- ‘
routes media based on a verification result because only notes verified as authentic reach
the second géte. See CX-0277C (Howard RWS) at Q/A 200. The decision to send a
piece of media to one path or the other must be based on the verification result. Whether
the verification result was used at sorhe point prior to the second gat‘e is inconséquential.

See CX-0277C (Howard RWS) at Q/A 200.
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Dr. Sturges faiis to show that the CCDMv1 would practice this claim in the same:
way as the CCDMV2 Not only does the CCDMv1 not use the verification result to route:
media to the correct cassette, it has no need to even contemplate such an action. Only
one type of media is processed and deposited at a time and each time the media is
deposited the user will explicitly idenﬁfy the media type. The same is not true for the
CCDMv2.

| Similarly, there is‘no reason or motivation, nor does Dr. Sturges offer one, for one
of skill in the art to mbdify the gate in the CCDMv1 to accept or opefate on the
verification _result-. See CX-0277C (Howard RWS) at Q/A 201. vSuch a modification
would be superﬂﬁous and without béneﬁt as it would not change the ultimate operation of =

the gate in anyway.

Under Respondents’ Proposed Constructions
For the same reasons explained under the correct claim constructions, the
CCDMv1 module and/or manuals does not anticipate or render obvious this limitation

under respondents’ proposed constructions.

ii.  Dependent Claim 2
Asserted dependent claim 2 of the ‘235 patent reads as follows:

- 2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-
alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

JX-0001 (‘235 Patent) at col. 10, In. 66 — col. 11, In. 2.

The CCDMVl Module and/or the CCDMv1 Manuals do not anticipate or render

obvious claim 2 of the ‘235 patent, at least for the same reasons that claim 1 is not
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invalidated, under either the correct claim construction or respondents’ proposed

construction.

iii. Dependent Claim 3
Asserted dependent claim 3 of the ‘235 patent reads as follows:

3. The apparatus of claim 1, wherein the Ver1fy1ng unit
includes:

a plural banknotes detection part conﬁgured to detect
overlapped individual sheets based on a thlckness of the
banknotes; -

- a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;

“a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics
‘of the banknotes; and

~ an MICR (Magnetic Ink Character Recognition)
module for acquiring magnetic ink character
information printed on the at least one cheque.

JX-0001 (235 Patent) at col. 11, Ins. 3-15.

The CCDMv1 Module and/or the'CCDle Manuals do not anticipate er render
obvious clairﬁ 3 of the ‘235 patent, at least .for the same reasons that claim 1 is not
invalidated, under either the correct claim construction or responderits; proposed
construction. In addition, as discussed below, the CCDMv1 module and/or manuals do
not diselose or render obvious the ¢ ‘plural banknotes detection part conﬁgufed to detect
overlapped individual sheets based on a thickness of the banknotes

The CCDMv1 Module and/or the CCDMv1 Manuals do not ant1c1pate or render
obvious this limitation under either the correct claim construction or respondents’

proposed construction. Similar to the “verifying unit” limitation, respondents’ arguments
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consist of merely identifying sensors in the CCDMv1 that are the same generic type of
Sensors that Hyosung has alleged practice this limitation in the CCDMv2 and cohcluding
(without documentary evidence) that the CCDMv1 sensors function in the same way.
Respondents rely on the testimony of Mr. Langhuber, who has not read the CCDMv1
source code, and Dr. Sturges, who has not seen the CCDMv1 module nor its source code.
Respondents fail to ekplain how any éenéor 1n the CCDMv1 detects overlapping sheets
based on a thickness. See CX-0277C (Howard RWS) at Q/A 206. .S_uc.h cbnclusions lack
a factual basi_s, and are insufficient to establish that the CCDMvlL module or its
components'functioned in any speciﬁc way. See CX-0277C (Howardg RWS) at Q/A 206.
- ;Likewise, respondents’ obviéusnes’s analysis regarding this limitation is
incomplété. Dr. Sturges offers ;:onclusory, unsupported stat.ements. to'sugge;st that one of
ordinary skill would be motivated to modify the CCDMyl_to detect overlap based on
thickness. Dr. Sturges has opined that one of skill in the art would understand that none
of the sensors identified in the CCDMv2, including the photo sensors, the Hall sensolrs,'
and the ultrasonic sensor, could detect oyerlapping notes based on thickness. See RX-
0144C (Stﬁrges WS) at Q/A 423, 426, 576. Respondents do not provide an explanation |
regarding how or why a pe.r_svon of ordinary skill in the art would modify these sensors to
| perform the required limitatiéﬂ. See Resps. Br. at 103-38; Resps. Reply Br. at 58-70;
CX-0277C (Howard RWS) at Q/A 208. |
iv. Depeﬂdent Ciaim 6
Asserted dependent claim 6 of the 235 patent reads as follows:

6. The apparatus of claim 1, further comprising:
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a memory configured to store various information ’
acquired by the verifying unit;

a communication controller configured to communicate
with a host computer connected therewith;

a central controller configured to control the memory,
the depositing controller, and the communication
controller;

a user input unit configured to receive information from
the user;

a deposit display unit configured to display information
to the user; and

a receipt output unit configured to output a receipt to
the user.

JX-0001 (‘235 Patent) at col. 11, In. 23 —col. 12, In. 2.

The CCDMv1 Module and/or the CCDMv1 Manuals do not anticipate or render
obvious claim 6 of the ‘235 patent under either the correct claim constructions or
respondents’ proposed constructions. This claim is not invalidated at least for the reasons

claim 1 of the ‘235 patent is not invalidated, as well as for the reasons discussed below.

“a communication controller configured to communicate with a host
computer connected therewith”

Respondents’ assertions are Based on the uncorroborated assumption that the
CCDMyv1 and CCDMV2 satisfy this limitation using the same structure and operation.
No evidence of such similarities has been offered by respondents. Dr. Sturges relies on a
single sentence stating that the CCDMv1 was intended to be incorporat.ed into an ATM
terminal to conclude that such a terminal would include a communication controller. See
RX-0144C (Sturges WS) at Q/A 1214-15. Moreover, respondents fail fo éh;)w why the
existence of a communication controller in a CCDMv2 ATM terminal leads to the same

in a different terminal model built for the CCDMvl.
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Under Correct Claim Construction

Respondents’ obviousness arguments are insufficient in analysis and evidentiary

- support. The fact that b9th CCDM modules are intended to be incorporated into ATM
terminals does not disclose a communication controller in the module or the ATM.
Further, respondents failed to show that the inclusion of such a controller in the CCDMv1
was obvious. Respondents argue that such a controller would have been “necessary in
order to have an opera;tional ATM,” but fail to support this assertiqn. Resps. at 119. Dr_.
Sturges opines without explanation that one of ordinary skili would understand the

| necessity of a communication controller in an ATM. See RX-0144C (Sturges WS) at
Q/A 1227. Such limited reasoning does not indicate that (1) one of ordinary skill in the
ért would have the knéwledge to make such a modification ér (2) they would have reasoﬁ

t

to do so. See CX-0277C (Howard RWS)at Q/A 214.

“central controller configured to control the memory, the deposntmg
controller, and the communication controller”

Respondents’ assertions are based on the uncorroborated assumption that the
CCDMyv1 and CCDMv?2 and the ATMs in which they were incorporated satisfy this
liniitation using the same structure and operatibn. No evidence of such similarities has
been offered by respondents. Dr. Sturges relies on circumstantial evidence to suggest
that one of ofdinary skill would have understood that the CCDMv1 was incorporated into
an ATM terminal, and would thus include a central controllef. See CX-0277C (Howard
RWS) at Q/A 217. While Dr. Sturges does not point to any specific element that
practices this limitation, he acknowledges that £he central controller would be a

component of the ATM terminal and not the CCDMv1 module. See RX-0144C (Sturgeé
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WS) at Q/A 1252. Respondents’ inveilidity arguments are directed to the CCDMv1
module, and it has not offered evidénce that devices other than the CCDMv1, such as the
ATM terminal, discloses this limitation. Respondents rely on assertions of obviousness
supported by Dr. Sturges’s uncorroborated statements to suggest that a person of ordinary
skill Wbuld‘ know how and bé motivated, to modify the CCDMvl1 and its ATM to practice
thi; limitation. |

Under Respondents’ Proposed Construction

For the reasons discussed above, respondents’ analysis is incomplete. The
CCDMv1 references do not disclose this limitation and respondents failed to show that a
~ person of ordinary skill would have had any reason to make such modifications, and that

- such modifications were within their ability.

V. Dependent Claim 8

Asserted dependent claim 8 of the 235 patent reads as follows:

8. The apparatus of claim 1, further comprising: |

an authentic cheque incoming unit disposed at-a rear
end side of the authentic cheque transfer path and
configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path, ‘

wherein the authentic cheque storage cassette is’
configured to store the individual sheet of the at least
one authentic cheque responsive to the individual sheet
of the at least one authentic cheque being held by the
authentic cheque incoming unit. :

JX-0001:(“235 Patent) at col. 12, Ins. 12-22.
The CCDMv1 Module and/or the CCDMv1 Manuals do not anticipate or render

obvious asserted claim 8 of the ‘235 patent under either the correct claim construction or
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respondent55 proposed construction. This claim is not invalidated at least for the reasons

that claim 1 is not invalidated.

vi. Dépendent Claim 9

Asserted dependent claim 9 of the ‘235 patent reads as follows:

9. The apparatus of claim 1, further comprising:

an authentic cash temporary storage provided at a rear
end side of the authentic cash transfer path and
configured to stack and temporarily hold the authentic
banknotes other than cheques transferred along the
authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage. '

© JX-0001 (235 Patent) at col. 12, Ins. 23-32.
| The CCDMv1 Module and/or the CCDMv1 Manuals do not anticipate or render
~ obvious asserted claim 9 of the 235 patent under either the correct claim construction or

respondents’ proposed construction. This claim is not invalidated at least for the reasons

that claim 1 is not invalidated.

d. Obviousness: CCDMv1 Module and Service Manuals
Combined with U.S. Patent No. 6,663,001 (“Suttie” or
- “Suttie patent”)

Respondents argue that the asserted claims of the 235 patent are rendered
obvious by the CCDMv1 module, the 2003 CCDMv1 service manual, and/or the 2005
CCDMv1 service manua1 combined 'with U.S. Patent No. 6,663,001 (“Suttie™). See
: E.R‘esps. Br. at 103-41, 145—49; Joint Ovutline at 6.

Complainants disagree. See Compls. Br. at 165-93. -

297



Case: 17-2553  Document: 1-2  Page: 380  Filed: 09/15/2017
PUBLIC VERSION

For the reasons set forth below, respondents have not shown by clear and
convincing evidence that the asserted claims of the ‘235 patent are anticipated or

As discussed below, the CCDMv1-related material (which comprises Dr.
Sturges’s various citations concerning a “CCDMv1 Module” and the various CCDMv1
manuals he cites) in combination with the Suttie patent, fail to render obvious numerous

limitations of the asserted claims.

i. Independent Claim 1

Asserted independent claim 1 reads as follows:

1. A cash and cheque automatic depositing apparatus for
automatically depositing a bundle of banknotes including at
least one cheque, the apparatus comprising:

a bundle insertion unit configured to receive the bundle
of banknotes from a user;

a bundle separator coupled to the bundle insertion unit
and configured to separate the bundle of banknotes
received at the bundle insertion unit into individual
sheets and transfer each of the individual sheets with a
predetermined time interval;

a main transfer unit coupled to the bundle separator and
configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path;

a verifying unit installed on the main transfer path and
configured to verify authenticity or abnormality of each
of the banknotes by acquiring features information on
each of the banknotes, the verifying unit configured to
produce a verification result indicating the authenticity
or abnormality of each of the banknotes, the
verification unit further configured to perform tripartite
detection of overlapping of the individual sheets in the
‘main transfer unit using three different sensors;

an abnormal sheet branch transfer unit having an
abnormal sheet branch transfer path branched from the
main transfer path, the abnormal sheet branch transfer
unit configured to transfer abnormal banknotes verified
by the verifying unit;
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a first gate configured to selectively route the verified
banknotes to the abnormal sheet branch transfer path or
the main transfer path;

an abnormal sheet unloading transfer unit coupled to

the first gate, the abnormal sheet unloading unit having
an abnormal sheet unloading transfer path and
configured to return the abnormal banknotes to the user;

an authentic cheque transfer unit coupled to an end of
the main transfer path, the authentic sheet transfer unit
having an authentic cheque transfer path and configured
to transfer at least one authentic cheque in the bundle of
banknotes verified by the verifying unit;

an authentic cash transfer unit coupled to the end of the

main transfer path, the authentic cash transfer unit

having an authentic cash transfer path and configured to

transfer authentic banknotes other than cheques verified
" by the verifying unit;

~ a second gate configured to route the at least one
cheque transferred by the main transfer unit to the
authentic cheque transfer path and configured to route
the banknotes transferred by the main transfer unit to
the authentic cash transfer path;

an authentic cheque storage cassette coupled to the
authentic cheque transfer unit, the authentic cheque
storage cassette configured to store therein the at least
one authentic cheque transferred by the authentic
cheque transfer unit;

an authentic cash storage cassette coupled to the
authentic cash transfer unit and configured to store . -
therein the authentic banknotes other than cheques
transferred by the authentic cash transfer unit;

a cheque standby unit placed in the main transfer path
between the first gate and the second gate, the cheque
standby unit configured to hold the at least one
authentic cheque to return the at least one authentic
cheque to the user responsive to receiving user
instructions cancelling depositing of the at least one
authentic cheque; and

a depositing controller connected to the first gate, the
second gate and the verifying unit, the depositing
controller configured to transfer the authentic banknotes
to the main transfer path but transfer abnormal
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~ banknotes to the abnormal sheet branch transfer path
based on the verification result, and transfer each of the
individual sheets in the banknotes determined to be a
cheque to the authentic cheque transfer path and the
banknotes other than the cheque to the authentic cash
transfer path based on the verification result.

JX-0001 (‘235 Patent) at col. 9, In. 58 — col. 10, In. 65.

The CCDMv1 references combined with Suttie do not practice or render obvious
this claim under either the correct claim construction or respondents’ proposed
construction. As discussed below, this combination does not satisfy at least the
limitations requiting “a cash and cheque automatic depositing apparatus for automatically
depositing a bundle of banknotes including at least one cheque,” a “bundle separator .
[configured to] transfer each of the individual sheets with a predetermined time interval,”
a “verifying unit . . . configured to perform tripartite detection of overlapping of the

“individual sheets in the main transfer unit.using three different sensors,” or a “depositing
controller connected to the first gate, the second gate and the verifying unit, the
depositing controller configured to transfer the authentic-banknotes to the main transfer
path but transfer abnormal banknote_s to the abnormal sheet branch transfer path based on
the verification result, and transfer each of the individual sheets in the banknotes
determined to be a cheque to the authentic cheque transfer path and the baﬁknotes other

than the cheque to the authentic cash transfer path based on the verification result.”

“a cash and chequé automatic depositing apparatus for automatically
depositing a bundle of banknotes including at least one cheque”

For the reasons previously stated, the CCDMv1 Module and CCMv1 Manuals do
not disclose and the combination of the module and the manuals does not render obvious

this limitation under either the correct claim construction or respondents’ proposed
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construcﬁon, and the addition of the Suttie patent does not alter this fact. Respondents’
expert Dr. Sturges admitted that the Suttie patent does not teach processing a mixed
bundle in a single pass. See CX-0277C (Howard RWS) at Q/A 568 (“Suttie itself does
not disclose all of the detailed configurations of a machine capable of processing checks
and cash received through a single sllot.”). More importantly, Dr. Sturges does not |
describe the combination he asserts between these references or describe which elements
frorﬁ thé Suttie patent one of skill in the art would combine with the CCDMv1 that would
practice the asserted claims. Id.

Respondents do not provide sufficient evidence to indicate that one of ordinary
skill in the art would have the motivation and knowledge to combine the CCDMv1 with
the teachings of Suttie given the numerous differences bétween the two systems.
Respoﬂdents avoid any spéciﬁc analysis of the priof art and merely asserts that the Suttie
patent teaches how to configure the CCDMv1 to process mixed bundles in a single pass.
However, the Suttie pétent teaches multiple transfer paths, gates, and escrows that do not
align with the invention taught by the ‘235 patent or the mechanics of the CCDMv.

Respondents asserts that the CCDMv1 was modified to process mixed bundles in
a single pass, but omits that any such allgged modifications occurred yéars after the ‘235
patent. Wincor’s documents as recent as 2016 illustrate that the CCDMv1 does not have
this capability. Respondénts have no evidence that modifying thé CCDMv1 to process a

mixed bundle in a single pass was obvious to one of ordinary skill.
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“a bundle separator coupled to the bundle insertion unit and
configured to separate the bundle of banknotes received at the bundle
insertion unit into individual sheets and transfer each of the
individual sheets with a predetermined time interval”

Respondents have not shown that their proposed combihation of the CCDMv1

module and/or manuals with the Suttie patent discloses this limitation.

“a verifying unit installed on the main transfer path and configured to
verify authenticity or abnormality of each of the banknotes by
acquiring features information on each of the banknotes, the verifying
unit configured to produce a verification result indicating the
authenticity or abnormality of each of the banknotes, the verification
unit further configured to perform tripartite detection of overlapping
of the individual sheets in the main transfer unit using three different
sensors”

For the reasons discussed above, the CCDMv1 references do not disclose or
render obvious this limitation, and Dr. Sturges’s suggested combination of the CCDMvl
references and the Suttie patent does not change this fact.

Under the Correct Claim Constructions

Respondents’ position offers no analysis or basis in fact. Respondents identify
generic sensors in the Suttie patent, and assumes without basis or corroborating evidence |
_ thét these sensors operate in the same way and for ihe same purpose as those identified in
complainants’ infringeméﬁt allegations. See CX-0277C (Howard RWS) at Q/A 235. The
Suttie patent never mentions detecting overlapping notes. Id. In fact, the words |
“overlap,” “double,” and “multiple” do not appear anywhere in the specification or
claims of the Suttie patent. See CX-0277C (Howard RWS) at Q/A 235.

Respondents cannof suggest that one of ordinary skill would understand how to
incorporate the knowledge of a product which did not exist until years aftér the invention

of the ‘235 patent. Respondents do not offer evidence to support their argument that the
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sensors in Suttie operate similarly to those in the CCDMVv2, and thus, one of ordinary
skill would understand that the CCDMv1 could be modified with the sensors of Suttie to
detect overlapping notes. The CCDMv?2 is not prior art and cannot provide guidance or
motivation on how to modify an alleged prior art product to practice the claimed

invention. See CX-0277C (Howard RWS) at Q/A 235.

“depositing controller connected to the first gate, the second gate and
the verifying unit, the depositing controller configured to transfer the
authentic banknotes to the main transfer path but transfer abnormal
banknotes to the abnormal sheet branch transfer path based on the .

. verification result; and transfer each of the individual sheets in the
banknotes determined to be a cheque to the authentic cheque transfer
path and the banknotes other than the cheque to the

Respondents have not shown that the proposed combination of the CCDMvl1
'module and/or manuals with the Suttie patent discleses this limitation.

The depo‘siting.controller of the *235 patent is eennected to ; first gate and second
B ”gate. Suttie does not di_sclose these gates. The depositing controller of the 235 patent
requires an authentic cash transfer path and an authentic check transfer path. Suttie does
not disclose these paths. Respondents failed to show how Suttie could disclose a

depositing controller that is connected to a second gate and routes cash to the cash path

a‘ndvchecks to the checks path.

ii. Dependent Claim 2
Asserted dependent claim 2 of the ‘235 patent reads as follows:

2. The apparatus of claim 1, further comprising an auto-
alignment unit provided on the main transfer path, the auto-
alignment unit configured to align the banknotes while
transferring the banknotes on the main transfer path.

JX-0001 (‘235 Patent) at col. 10, In. 66 —col. 11, In. 2.
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Resjjondents have not shown, nor did they attempt to show, that the proposed
combination of the CCDMv1 module and/or manuals with the Suttie patent discloses this

~ additional limitation of claim 2.

iii. Dependent Claim 3

Asserted dependent claim 3 of the ‘235 patent reads as follows:
3. The apparatus of claim 1, wherein the verifying unit
" includes: ‘

a plural banknotes detection part configured to detect
overlapped individual sheets based on a thickness of the
banknotes; '

a CIS (Contact Image Sensor) for acquiring and
analyzing image information by scanning the
banknotes;

a cash verifying part for verifying authenticity or
abnormality of the banknotes by sensing characteristics
of the banknotes; and

an MICR (Magnetic Ink Character Recognition)
module for acquiring magnetic ink character
information printed on the at least one cheque.

JX-0001 (‘235 Patent) at col. 11, Ins. 3-15.

The CCDMv1 Module and/or the CCDMv1 Manuals combined with the Suttie
patent do not render obvious claim 3 of the ‘235 patent under either the correct claim
constructions or respondents’ proposed constructions, at least for the same reasons that-

claim 1 is not invalidated, as well as for the reasons discussed below. -

“verifying unit includes: a plural banknotes detection part configured
to detect overlapped individual sheets based on a thickness of the
banknotes”

Respondents have not shown that the proposed combination of the CCDMv1

module and/or manuals with the Suttie patent discloses this limitation. Dr. Sturges
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appears to aéknowledge as much from his failure to opine on the issue. See Resps. Br. at
138-41 (not addressing claim 3). Any such combination faﬂs for at least the same
reasons discussed above with respect to the CCDMvl1 module and manuals (regarding
“tripartite detection”). The Suttie patent does not teach detecting overlapping notes in

any manner, including based on thicknéss. See Compls. Br. at 191.

~ “a cash verifying part for verifying authenticity or abnormality of the
“ banknotes by sensing characteristics of the banknotes”

Respondents have not shown that the proposed combination of the CCDMv1 -
module and/or manuals with the Suttie patent discloses this limitation. Dr. Sturges |
appears to acknowledge as much from his failure to opine on the issue. See Resps. Br. at

138-41 (not addressing claim 3).

iv. Dependent Claim 6

Asserted dependent claim 6 of the 235 'pat'ent reads as follows:

6. The apparatus of claim 1, further comprising:

a memory configured to store various information
acquired by the verifying unit;

a communication controller configured to communicate
with a host computer connected therewith;

a central controller conﬁgured to control the memory, |
the depositing controller, and the communication
controller;

a user input unit configured to receive information from
the user; '

a deposit display unit configured to display information
to the user; and :

a receipt output unit configured to output a receipt to
the user.

JX;OOOI (‘235 Patent) at col. 11, In.-23 —col. 12, In. 2.
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The CCDMv] Module and/or the CCDMv1 Manuals combined with the Suttie |
patent do not render obvious claim 6 of the ‘235 patent, under either the correct claim
constructions or respondents’ proposed constructions. This claim is not invalidated at -
least for the reasoné claim 1 of the ‘235 patent is not invalidated, as well as for the

reasons discussed below.

“a communication controller configured to communicate with a host
computer connected therewith” ' '

The CCDMv1 Module and CCMv1 Manuals do not disclose or render obvious
this limitation under either the correct claim construction or respondents’ proposed

construction, and the addition of the Suttie patent does not alter this fact.

Under Respondents’ Proposed Construction

Respondents do not identify any element described in the Suttie patent that ac'ts
asa “communicationsv.controller.” Respondents assert that one of ordinary skill “who
was interested in connecting an ATM or SST to a financial institution . . . would look to
similar references in the field to learn precisely hdw to make that connection.” See
Resps. Br. at 1 19. Thus, respondents’ suggested modification would require knowledge
beyond the scope of the Suttie patent and the knowledge of one of ordinary skill in the

art.

“a central controller configured to control the memory, the depositing i
controller, and the communication controller”

For the reasons discussed previously, the CCDMv1 Module and CCMv1 Manuals
do not disclose or render obvious this limitation under either the correct claim
construction or respondents’ proposed construction, and the addition of the Suttie patent

does not alter this fact.
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Under Correct Claim Construction

The CmeinatiOn of the CCDMv1 module and/or manuals with fhe Suttie pateht _
does not disclose or render obvious this limitation under the correct claim constructions.
Respondents argue without supporting evidence that a person of ordinary skill would
understand that the Central Processor 16 of Suttie would “perform the same functions
Hyosung points to in its infringement arguments.” See Resps. Br. 121. One of ordindry
skill in the art at the time olf the patent would not have known this at least because the.
C‘CDMV2 did not exist. Respondents’ analysis lacks evidence and is insufficient to

support the broad conclusions.

V. Dependent Claim 8

Asserted depehdent claim 8 of the ‘235 patent reads as follows:

*8. The épparatus of claim 1, further comprising:

_ an authentic cheque incoming unit disposed at a rear

~ end side of the authentic cheque transfer path and
‘configured to temporarily hold an individual sheet of
the at least one authentic cheque transferred along the
authentic cheque transfer path,

wherein the authentic cheque storage cassette is
configured to store the individual sheet of the at least
one authentic cheque responsive to the individual sheet
of the at least one authentic cheque being held by the
authentic cheque incoming unit.

JX-0001 (‘235 Patent) at col. 12, Ins. 12-22.

The CCDMv1 Module and/or the CCDMv1 Manuals combined with the Suttie
patent do not render obvious claim 8 of the ‘235 patent under either the correct claim
~ construction or respondents’ proposed construction. This claim is not invalidated at least

for the reasons that claim 1 is not invalidated.
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vi. Dependent Claim 9

Asserted dependent claim 9 of the ‘235 patent read_s as follows:

9. The apparatus of claim 1, further comprising:

an authentic cash temporary storage provided at a rear
end side of the authentic cash transfer path and
configured to stack and temporarily hold the authentic
banknotes other than cheques transferred along the
authentic cash transfer path,

wherein the authentic cash storage cassette is
configured to store a bundle of the stack of authentic
banknotes other than cheques held by the authentic cash
temporary storage. :

JX-0001 (‘235 Patent) at col. 12, Ins. 23-32.

The CCDMv1 Module and/or the CCDMv1 Manuals combined with the Suttie
patent do not render obvious claim 9 of the ‘235 patent under either the correct claim
construction or respondents’ proposed construction. This claim is not invalidated at least

for the reasons that claim 1 is not invalidated.

e. Secondary Considerations

The objective evidence, also known as “secondary considerations,” includes
commercial success, long felt need, and failure_ébf others. See Graham v. John Deere
Co., 383 US. 1, 13-17 (1966); Dystar Textilfc:z:rben GmbH v. C.H. Patrick Co._, 464 F.3d
1356, 1361 (Fedf Cir. 2006). “[E]vidence arising out of the so-called ‘secondary
considerations’ must always when present be considered en route to a determination of
obviousness”.” Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538 (ch. Cir. 1983).
Secondary' cénsiderations, such as commercial success, will not always dislodge a

determination of obviousness based on analysis of the prior art. See KSR Int’l Co. v.
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Teleflex Inc., 550 U.S. 398, 426 (2007) (éommércial success did not alter conclusion of

obviousness).

~ Respondents have not shown that any of the claims of the ‘235 patent are invalid
as either anticipated or obvious in light of the prior art. Further, secondary considerations
of non-obviousness illustrate the validity of the 235 patent. As discussed below, the .
administrative law judge ﬁnds that there is some evidence of secondary coﬁéiderations
that supports non-obviousness of the asserted claims of the ‘235 patent.

Long-felt, but Unsolved Need

Wincor Nixdorf has manufactured and sold the CCDMv1 _forfnore than a décade,
and despite demand for a single throat, mixed bundle solution, it ﬁeve_r broduced or sold a
CCDMv1 capable of bracticing the claims of the. ‘235 patent.. Adciitionally, others tried
and failed to develop the invention of the 235 patent, [ - i s ]- See CX-
0274C (Howard WS) at Q/A 757. |

Mr. Langhuber stated that Wincor helped create a dé;/ice capable of practicing the
‘235 patent, but a;ny such activity occurred years after the patent. See RX-0145C
(Langhuber WS) at Q/A 197-202. Recreating a claimed i-nvention years after it was
patented does not demonstrate obviousness, but reinforces evidence of demand for such
an invention.

Skebticism Within the Industry

Respondents’ actions and statements demonstrate skepticism within the industry

that teaches away from the invention. For example, respondents noted their distrust that a
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so-called [ o | | ]. See CX-
0193C (Internal Memo Opteva Mixéd Media) at 972DBD00020660. Requndents
acknowledged its mistake in the same 2013 document. Id. In another document,
respondents tout a “dual-slot” design over a single slot deposit module. Sée CX-0289C
(Diebold Competitive Cofnparisons) at 972DBD00020673.

In addition, |

]. See CX-0259C (Introduction to CCDM 2003) at

WN989000000777-78.

Copying of the Invention by Others

The nonobviousness of the_ ‘2.3.5 patent is furthe_r ﬂlustrated by others in the
industry copying complainants’ patented inventioq. | Wincor introduced the CCDMv2
years after the filing of the ‘235 patent. Respondents, after years of avoiding single
throat systems, sought out a device that utilized the séme technology claimed in the ‘235 |
patent, and used by complainants. See CX-0193C (Intemal Memo Opteva Mixed Media)
at 972DBD00020660.

‘Commercial Success

- The commercial success of products practicing the ‘235 patent, made by
complainants aﬁd their competitors, tends to show that the invention claimed in the ‘235‘
patent fs nonobvious. Thefévidence establishes a nexus between the Accused Products
and the invention of tﬁe ‘235 patent because the Accused P'roduc_'g's: practice at least claims
1,2, 3,6, 8, and 9 of the ‘235>patent. Respondents promote and distinguish their

* products based on the ActivMedia module and its ability to process mixed bundles of
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banknotes. See CX-0186C (Diebold ActivMedia Spec Sheet) at NH_§89-00068616. “The
Accused Products have generated [ ] for respondeﬁts. For example,
Diebold recorded over $| ] jn sales from the Diebold series ATMs from 2015
through the ﬁrst half of 2016. During the same period, | ] of the [ : jJof
Diebold’s 7XXX series ATMs sold included the ActivMedia module. See CX-0119C
(Spread_sheet (Neiding Dep. Ex. 2)) and CPX-OQOZC (ActiveMedia spreadsheet); CX-
0120C (Product margin spreadsheet (Neiding Depo. Ex. 3) at 1.

" The commercial success of the Domestic Industry Products also shows the
nonobviousness of the patent. These products form a nexus Between the 235 patent and
the domestic industry products which pracﬁce at least claims 1, 2, 3, 6, 8, and 9 of the
235 patént. As explained above, th_e.domestic industry products include the CCiM :

| module, which is papable of proceséing and depositing”a mixed bundle of bankn;)tes by

~ practicing the lir_nifations claimed in the ‘235 patent. Additionally, (;omplairiants’ sale
and promotion of the CCIM creates a nexus between the ‘235 patent and the Domestic
Industry Producté. Using the CCiM; the Domestic Industry Products can efficiently

. “deposit a bundl¢ of cash and checks at the same tinﬁe, saving custornefs from multiple

" transactions a:nd/or from having to separate cash from checks (and vice versa) to make a
3 deposit. Complainants differentiate their proc_i_hcts at least in part. on this functionality.
The Domestic Industry Producté have generatéd consideréble revlenues for complainants.
See CPX-0001C (Vendor Supplier Spreadsheet) at NH_989-00068529; CX-O27»6C

(Daniels WS) at Q/A 14-15.
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| Accdrdingly, the administrative law judge finds that there is some evidence of
secondary considerations that supports non-obviousness of the asserted claims of the ‘235

patent. -

\'’A Domestic Industry (Economic Prong)
Complainants argue:

Pursuant to 19 U.S.C. § 1337(a)(3)(A) and (B), Hyosung has made
and continues to make significant U.S. investments in plant and equipment
and significant employment of U.S. labor and capital. As detailed below,
Hyosung devotes substantial resources, space, and manpower to the
customization, finishing, supporting, and servicing the Hyosung ATMs
protected by the ‘235 patent. Hyosung has facilities in Texas, California,
and Ohio, as well as service personnel operating in 29 U.S. states, to

. support and maintain Hyosung’s domestic investments.

Compls. Br. at 155 (footnote omitted).
Respondents argue:

In many ITC investigations, a complainant relying on
manufacturing or service—even a non-U.S. based company—can satisty
the economic prong of the domestic industry requirement without
difficulty. In such cases, the respondent often is left with to raise
desultory questions about uncertainty in the arithmetic. This is not such
an investigation. Here, with virtually no U.S. operations relevant to the
patent, Hyosung has dramatically over inflated its domestic investments
by including investments in thousands of products that do not practice the
Kwak patent. It was confirmed at the hearing that well-over 90% of the so
called Domestic-Industry Products actually do not and cannot practice the
Kwak patent because they do not contain the “authentic cash storage
cassette” nor an “authentic cash transfer unit” as expressly required by the
claims of the Kwak patent. '

The trial revealed that the main Hyosung domestic industry
product—the MX8200QT—used the Bulk Recycler Module to handle all
cash transactions and did not have the cash transfer path or cash cassette
required by the claims. In that model the CCiM processes only checks.
But Hyosung’s expert, Dr. Vander Veen, failed to appreciate this
important fact and the result is a record devoid of any quantitative or
qualitative analysis of investments related to products that do practice the
patent. In addition, Hyosung fails to explain why investments in activities
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wholly unrelated to the CCiM module, such as repair of other modules,
should count in the domestic industry.

Resps. Br. at 176-77 (emphasis in original).
| A violation of section 337(a)(1)(B), (C), (D), or (E) can be found “only if an

industry in the United States, with respect to the articles protected by the patent,
copyright, trademark, mask work, or design concerned, exists or is in the process of being
established.” 19 U.S.C. § 1337(a)(2). Section 337(a) further provides:
(3) For purposes of paragraph (2), an industry in the United States shall be considered to
exist if there is 1n the United States, with respect to the articles protected by the patent,
copyright, trédemark, mask work, or aesign concerned—

éA) significant investment in plant and equipme_nt;_

:  (B) sighiﬁcant employment of labor or capital; or.

(C) substantial investment in its exploitation, including
- engineering, research and development, or licensing.

19 U.S.C. § 1337(a)(3).
These statutory requirements consist of an economic prong (which requires

certain activities)*® and a technical prong (which requires that these activities relate to the

39 The Commission practice is usually to assess the facts relating to the economic prong
at the time that the complaint was filed. See Certain Coaxial Cable Connectors and
Components Thereof and Products Containing Same, Inv. No. 337-TA-560, Comm’n Op.
at 39 n.17 (Apr. 14, 2010) (“We note that only activities that occurred before the filing of
a complaint with the Commission are relevant to whether a domestic industry exists or is
in the process of being established under sections 337(a)(2)-(3).”) (citing Bally/Midway
Mfg. Co. v. U.S. Int’l Trade Comm’n, 714 F.2d 1117, 1121 (Fed. Cir. 1983)). In some
cases, however, the Commission will consider later developments in the alleged industry,
such as “when a significant and unusual development occurred after the complaint has
been filed.” See Certain Video Game Systems and Controllers, Inv. No. 337-TA-743,
Comm’n Op., at 5-6 (Jan. 20, 2012) (“[I]n appropriate situations based on the specific
facts and circumstances of an investigation, the Commission may consider activities and
investments beyond the filing of the complaint.”).
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intellectual property being protected). Certain Siringed Musical Instruments and
Components Thereof, Inv. No. 337—TA-586, Comm’n Op. at 13 (May 16, 2008)
(“Stringed Musical Instruments™). Thé burden is on the complainant to show by a
preponderance of the evidence that the domestic industry requirement is satisfied.
Certain Multimedia Display and Navigation Devices and Systems, Components Th‘ereoﬁ
and Products Containing Same, Inv. No. 337-TA-694, Comm’n Op. at 5 (July 22, 2011)
(“Navigation Devices”).

With respect fo the economic prong, and Whether or not section 337(a)(3)(A) or
(B) is satisfied, the Commission has held thaf “whether a complainant has established that
its investment and/or employment activities are significant with respect to the articles
protected by the intellectual property right concerned is not evaluated according to any
rigid mathematical formula.” Certain Printing and Imaging Devices and Components
Thereof, Inv. No. 337-TA-690, Comm’n Op. at 27 (Feb. 17, 2011) (“Printing and
Imaging Devices™) (citing Certain Male Prophylactic Devices, Iﬁv. No. 337 TA-546,
Comm’n Op. at 39 (Aug. 1, 2007)). Rather, the Cqmmission examines “the facts in each
investigatibn, the article of commerce, and the realities (I)‘f the marketplace.” Id. “The
determination takes into account the hature of the investment and/or employment
activities; ‘the industry in question, and the complainan;"s relativersize.”’ Id. (citing
Stringed Musical Instruments at 26). |

With respect to section 337(a)(3)(C), whether an investment in domestic industry
is “substantial” is a fact-dependent inquiry for which the complainant bears the burden of
proof. Stringed Musical Instruments at 14. There is no minimum monetary expenditure

that a complainant must demonstrate to qualify as a domestic industry under the
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“substantial investment” requirement of this section. Id. at 25. There is no need to define
or quantify an industry in absolute mathematical terms. Id. at 26. Rather, “the -
requirement for showing the existence of a domestic industry will depend on the industry

in question, and the complainant’s relative size.” Id. at 25-26.

A. Introduction

Complainants have made and continu¢ tb make significant US investments in
plant and equipment aﬁd significant employment of U.S. labor and capital. As discussed
below, complainants devote substantial resources, space, and manpower to..the
customization, finishing, supporting, and“servicing complainants’ ATMs protected by the
‘235 patent. Complaiﬁants have facilities in Texas, California, and Ohio, és WGH as
- service personnel operating in 29 U.S. sta‘tes,. :t(; support and maintain c_omplainénts’

- domestic investments. o

Complainant Nautilus Hyosung America Inc. (“NHA”) is a Delaware corporation
with its hea&quar_ters in Irving, Texas. See CX-0276C (Daniels WS) at Q/A 3. NHAisa
wholly 0wn¢d sﬁbsidiary of Nautilus Hyosung Inc. .(“NHS”). Id NHSisa global
technology company based in Seoul, South Korea. Id. The process of creating a fully-
func.t.ioning Domestic Industry Produpt, suitable for customer use, _begins with
manufaéturing activities overseas. With respect to the Domestic Industry Products at
issue in this investigation, and their components, these initiai activities are performed by
or on behalf of NHS in Gumi, South Korga. 1d. at Q/A 22. Unfinished ATMs are then
shipped from NHS to the U.S. where they are received by NHA and are not ready for salev
to U.S. customers. NHA’S domestic ope;'ations on the unfinished ATMs are necessary in

order to render them suitable for sale. See CX-0276C (Daniels WS) at Q/A 35, 37. NHA
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is responsible for all U.S. operatlons of NHS, including ﬁnlshmg ATMs shipped from

NHS, handling all service and repair of Hyosung ATMs in the U.S., and serving as the

direct interface with U.S. customers. See CX-0276C (Daniels WS) at Q/A 3.

The ATMs imported, ﬁniéhed, sold, and serviced by NHA fall into two_:general

cate:gories: retail ATMs (these are .cash dispensers that are typically smaller and less
:'éomplex ATMs generally found in retail establishments, such as convenience stores and
| shopping malls) and financial institution (“FI”’) ATMs (these are typically larger and

more complex machines that are generally used by ﬁnan;:ial institutions, such as banké
-and credit unions). See CX-0276C (Daniels WS) at Q/A 20.

B. Investments in Plant and Equipment

NHA has fa0111t1es in Brea California; Irving, Texas and Mlamlsburg, Ohio. See
CX-0276C (Daniels WS) at Q/A 92. NHA also has ﬁeld service technicians operatmg in
29 U.S. states. See CX-0075C (FSE Address Report); CX-0276C (Daniels WS) at Q/A
92. Additionally, NHA recently decided to open aﬁ ofﬁcé in Charlotte, North Carolina to
support its growing relationship with | | ]. See CX-0276C (Daniels WS)
at Q/A 93.

NHA has.[ ] square feet of totai facility space in the U.S. Sée CX-0276C
(Daniels WS) at Q/A 94. NHA devotes roughly [ ] square feet in its Irving, Texas
facility and roughly [ ] square feet in its Miamisburg, Ohio facility to F1 ATMs.
See CX-0276C (Daniels WS) at Q/A 94. Complainants spent over $[ '] on rent,
mortgages, and other facilities-related exbenses in the U.S. in 2015. See CPX-0023C
- (NHA SGA Summary). Over §[ | of tﬁis N | ] was directly related fo_ FI

ATMs. See id.; CX-0276C (Daniels WS) at Q/A 99.
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As discussed below, complainants have made significant investments in plant and

equipment related to the protected articles.

- Qualitative Significance

Complainants’ investments are quali_tat'ively significant. Hyosung is recognized
as a leader in the ATM industry, and is currently the largest supplier of ATMs to the U.S.
market. See CX-0275C (Vander Veen WS) at Q/A 63. Complainants actively market the
asserted technology embodied in their Domestic Industry Products t<.) prospective
customérs, and according toa product brochure for their MX7600I (one of the Domestic
Industry Products), complainants tout that “[p]roven depbsit automation technology is
provided from in-house designed and manufactured erivglope-free deposit modules.” See -
CX-0326 (Hyosung Monimax 76001 website); CX-0275C (Vander Veen WS) at Q/A 63.
Complainants’ customers include some of the largest and most sophisticated financial
institutions in the U.S. including [

| ]. See CX-0275C (Vander Veen WS) at Q/'A. 63.

Complainants’ relationship with [ ] is expanding based, in part, on the

features of the Domestic Industry Products. See CX-0276C (Daniels WS) at Q/A 6.

Quantitative Significance

Complainants’ investments are quéntitatively significant. The significance of
complainants’ domestic expenditures can be seen by examining thé portion of
complainants’ FI ATM units which incorporate the technology embodied in the ‘235
patént (and represent the Domestic Industry Products). Of the | ] FI ATMs shipped

to the U.S. by NHS to NHA for sale in the U.S-. in 2015, the Domestic Industry Products
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acCounte:d for | ] of these machines. See CPX-0017C

(Revised Shipped ATMS Spre_adsheét). In other words, [ ] percent of the FI ATMs
that complainants shibped to the U.S. in 2015 were Domestic Industry Products that:
inéorporated the technology embodied by the 235 patent. Applyingthe [ ] percent
allocation fac'tor, complainants’ investments in plant and equipment relzating to the
Domestic Industry Products was [ o ] in 2015. See CPX-
0023C (NHA SGA Summvary); _CX;0275C (Vander Veen WS) at Q/A 60. In addition,

[ : ] square feet of facility space devoted to FI ATMs ([ |
square feet-+ [ ] square feet), or approximately [ . -] square fe,et can be attributed
* to articles protected by the ‘235 patent. See CX-0275C (Vander Veen WS) at Q/A 70.

C. Employment of Labor and Capital

NHA currently has over[ ] employees in the Unitea States supporting NHA’s
domestic operations directly related to FI ATMs. See CX-0276C (Daniels WS) at Q/A
29. In 2015, complainants spent more than $[ ]Jon la-bor. See CPX-0023C
(NHA SGA Summary); CX-0276C (Daniels WS) at Q/A 88. Of'that, $[ ] was
spent on labor directly related to NHA’s F1 ATMs. See CPX-002v3C (NHA SGA
summary); CX-0276C (Daniels WS) at Q/A 88.

Finishing

In its Irving, Texas and Brea, Califomia facilities, NHA has erhployees supporting
its finishing operations. See CPX-0016C (Finishing Spreadsheet); CX-0276C (Daniels.
WS) at Q/A 31. NHA performs a variety of operations on its ATMs which are necessary
in order for the ATMs to be sellable to NHA’é customers. Complainqnts’ ATM must

~ undergo finishing and customization procedures before shipping to a customer. See CX-
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0276C (Daniels WS)at Q/A 35. For exémple, customers will require that tﬁe locks

inside an ATM be changed accofding to theirv specifications. Id. Inasmuéh as the
software that runs on an ATM is extremely important to its smooth and secure operation; :

NHA will update the ATMs operating system before shippin.g it to a customer. /d. NHA

| will also attach customer-specific accessories, such as stickers, advertiserhents, ahd
“toppers” (which fypically contains digital messages the customer wishes di'splayed). Id.
These finishing dperations, which vary based on the demands of the customer, must
occur prior to shipping the ATMs to customers from NHA'’s facilities. /d.

Inasmuch as FI ATMs typically h;ive more complicated softwére that require
greater skill and more time to install than the operating software found on a retail ATM,
FI ATMs typlcally require additional ﬁnlshmg See CX-0276C (Daniels WS) at Q/A 36.

| NHA’s FI ATM customers also typlcally insist on the addition of anti-skimming devices
" on thelr ATMs, and these security devices must be constantly_ updated as criminals |
| become more sophisticated. Id. In addition, NHA’s FI machines typically have alarms -
added to them inasmuch as the'glilerage FI ATM will hold several times the amount of
cash foundm a typical retail ATM. Id. NHA’s ﬁnishing'operations in the U.S. are |
necesséry for the sale of Hypsﬁng FI ATMS. See CX-6276C (Daniels WS) at Q/A 37.
The finishing activities associated with NHA’s ATMs typically takeupto [ |
hours per ATM to corﬁplete. See CPX-0016C (Firﬁshing Spreadsheet). In addition to the
[ ]hours, the FI ATM spemﬁc finishing takes an average of [ ] hours per machine.
See CX-0276C (Danlels WS) at Q/A 38. Of'the appr0x1mately [ ]NHS employees in
finishing operations in 2015 in Brea, California and Irving, Texas, [ ] were dedicated - |

specifically to FI ATMs. See CPX-0035C (Finishing Employees Spreadsheet). NHA

<
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| spent more than $[ ] (sum of salary, benefits, taxes, and health insurance) in‘2015
to employ these [ ] FI ATM Speciﬁc finishing employees. See CPX-0033C (Cost of
Finishing Employees Spreadsheet). NHA currently has [ ] employees dedicéted to
finishing FT ATMs. Sée CX-0276C (Daniels WS) at Q/A 47.

Technical Support

At Irving, Texas facility, NHA employs approximately [ ] employees engaged in
technical suplz)or‘t‘ of its ATMs. See CX-0276C (Daﬁiels WS) at Q/A 77. NHA provides
technical support that involves answering calls from customers and providing support
related to. ATM issues, such as installation, network integration, or general functionality,
to customers who utilize its ATMs and its intermediate purchasers/installers. /d. at Q/A
78. Of f[he [ ] NHA employees in repair operations, [ ] were engéged in iechnical
support‘ related to NHA’s FI ATMs. Id. at Q/A 79. . .
| Repair

Also at its Irving, Texas facility, NHA employs roughly [ ] employees engaged
in repairing damaged movdules from its ATMs. Id. at Q/A 81. Service teéhnicians in the
field remove damaged modules from méIﬁmctioning ATMs and send them back to the
Irving, Texas facility to be repaired by NHA’S repair personnel and placed back into
circulation as replacement modules. Id. In 2015, these re;;air personnel spent | ]
hours repairing ATM parts at NHS’s Irving, Texas facility. See CPX-0019C (2015
Repair Spreadsheét).

Software Support

At its Miamisburg, Ohio facility, NHA employs | 1 employeeé devoted to

software support. See CX-0276C (Daniels WS) at Q/A 70. Inasmuch as an ATM is
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esséntially a computer integrated with a safe, the ATM’s corhputer software (which
“efficiently and securely communicates with the user’s financial institution) is a critical
- component of complainants’ ATMs. Id. at Q/A 69: Software support typically involves
troubleshooting software integration issues between its ATMs and various software
systems employed by its customers. Id. Of the [ INHS employees working in
software support, [ ]provide software support for financial institutions and FI ATMs. -
See CPX-0022C (2015 Year to Date Utilization Spreadsheet). NHA devoted an
estimated | ] hours to FI ATM specific software support. See CX-0276C (Daniéls
WS) at Q75.
" Field Service
- NHA has | ] field service tez:chr‘liciansvperforming this servicing and repairing

.ac.:rozzss [ ]U.S. states. See CX-OO75C_(FSE Address Report); CX-0276C (Daniéls WwS)
-at Q/A 52. NHA has ATMs Qperating across the céuntry, and having service pérsonnel
spread acrosé the country allows NHA to respond more quickly to ATM servicé and
" repair ﬂeeds. See CX-0276C (Daniels WS) at Q/A 54. Due to the high coét of NHA’s
advanced ATMs, failed ATMs are typically serviced and repaired; where pdssible, |
instead of replaced. [d. at ‘Q/A 55. Repairs fall into one of two categories: first line
* actions (those the servicé personnel Undertakev and which address immediate issues with
‘the ATM, such as clearing jams in a machine) and second line actions (more involved
5 repéirs such as repairing or replacing a damaged m_odulé). Id. In 2015, NHA spent |
[ ; ] hours on these first line and second line servicé activities for FI ATMs alone.

See CPX-0020C (Service Calls Spreadsheet). The in-service Domestic Industry Products
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in the U.S. accounted for over $[ ] in service revenue in 2015. See CPX-0021C

(Service Activity Spreadsheet).40

As discussed below, complainants have made significant investments in the

employment of labor and capital related to the protected articles.

Qualitative Significance

Qualitatively, complainants’ investments are significant. As NHA’S Executive

Viée President and Chief Operating Officer Nancy Daniels testified, NHA’s ﬁnishing
operations are required before its ATMs can be delivered to its customers. ESee CX-
0276C (Daniels WS) 'ét Q/A 35. Further, NHA’S software support and techﬁical support,
~ both based in the U.S., offer critical, real-time support to deal with dor'nestic cﬁstomers’

ATM issues. Id. af Q/A 69, 78. NHA'’s field service technicians are spread across the
US. to quickly respond to thé service needs of NHA’s ATM.s. Id. at Q/A 53, 54. Nearly

all of NHA’s cusfomers purchase a service contract on their NHA ATMs. Having service
~ technicians across the country enables NHA to offer service quickly, eliminates ATM

downtime, and maintains customer satisfaction. Id. at Q/A 54, 56.

40 Additionally, nearly all of NHA’s U.S. customers purchase a service contract from
NHA. See CX-0276C (Daniels WS) at Q/A 56. ATMs can require servicing anywhere
from once or twice a year to several times a month, but FI ATMs tend to break down
more often because they are more complex and thus require more service. Id. at Q/A 57.
A forecast of the éxpected revenue from service for the Domestic Industry Products in the
~ U.S. through 2022 projects them to account for more than $| ] in service
revenue based on the 2015 installed ATM base over the | ] depreciation life of
the ATMs. See CPX-0021C (Service Activity Spreadsheet).
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Quantitative Significance

Quantitatively, complainants’ inyestménts e;re significant. As discussed
previously, complainants employ more than [ ] individuals in the U.S. across all of its
domestic finishing, rei)air, field service, technical support, and software support
activities, representing an investment in labor of more than $§[ ] in 2015. ‘Of
this amount, complainants invested approximately $[ ' ] in compensation and

“benefits (or [ ] percent) on these activities related directly to its FI ATMs. See CPX-
_ .0023C (NHA SGA Summary); CX-0275C (Vander Veen WS) at Q/A 50. Applying the
| [ . ]percent allocation factor, complainants’ domestic investments in the employment
of labor relatihg to the Domestic Industry Products was more than $| ] in 2015.
See CX-0275C (Vander Veen WS) at Q/A 50.%!

| The significance of NHA’s deestic industry activitieé is also reflected iﬁ the
comparison of those activities to the activities of NHS in Korea. As discussed
previously, Hyosung investéd more than $ b] in 2015 on finishing, repair, field

service, technical support, and software support activities in the U.S. directly related to

! Complainants’ domestic revenues generated from services directly related to their
Domestic Industry Products is significant. As discussed previously, over the [ |
depreciation life of the Domestic Industry Products installed in the U.S. as of 2015 ,
( ] units), complainants expect to generate over $[ ] in service revenues.
See CPX-0021C (Service Activity Spreadsheet); CX-0276C (Daniels WS) at Q/A 65. In
other words, complainants expect to generate more than $[ ] per ATM ($]

1/[ . ]units) in service revenue in the U.S. over the [ ] depreciation
life of their Domestic Industry Products. The average selling price of their Domestic
Industry Products shipped to the U.S. in 2015 was over §| ] per ATM ($] 1/
| ‘] units). See CPX-0017C (Revised Shipped ATMs Spreadsheet); CX-0275C
(Vander Veen WS) at Q/A 65. Thus, complainants’ expected service revenue on the
Domestic Industry Products is significantly greater than their average selling price.

323



Case: 17-2553  Document: 1-2 Page: 406 Filed: 09/15/2017
PUBLIC VERSION

the Domestic Industry Products. Hyosung’s manufacturing labor cost in Korea related to
the Domestic Industry Products is $[ 1. See CX-0275C (Vander Veen WS) at
. Q/A 66. As to labor expenses, complainants’ employment of labor with respect to the

Domestic Industry Products was greater in the United States than it was in Korea.

Accordingly, evidence shows that complainants have made and continue to make
significant U.S. investments in plant and equipment and significant employment of U.S.
“labor and capital.

D. Discussion of Respondents’ Arguments

As noted above, respondents argue that “well-over [ ]% of the so called
Domestic-Industry Products actually do not and cannot practice” the 235 ‘patent. See
Resps. Br. at 176. According to complainant, respondents’ contention is b;clsed on an
argufnent undisclosed at any time during discovery or in its pre-hearing brief, i. e.‘,
Hyosung’s MX82OOQT and MX8700QT do not have the cash transfer path or cash
cassette required by the asserted claims of the ‘235 patent. See Cdmpls. Reply Br. at 39.

Further, there is no indication in the record that complainants’ representation is
false. See Resps. P.H. Br. at 212-19 (no argument that the MX8200QT and MX8700QT
do not practice the ‘235 patent); Resps. Br. at 1-76-85; Resps. Reply Br. at 48-52. If this

is the case, the argument that the MX8200QT and MX8700QT do not practice the ‘235

2 The $[ ] cost represents the application of the [ ]% allocation factor to
Hyosung’s Korean manufacturing labor cost for FI ATMs in 2015 (§] D. See
CPX-0025C (Nautilus Hyosung’s Manufacturing Labor Cost and Man Hours); CX-
0275C (Vander Veen WS) at Q/A 68. ‘
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patent is waived. See Order No. 2, Ground Rule 7 (“Any contentions not set forth in
detail as required therein shall be deemed abandoned or withdrawn, except for

- contentions of which a party is not aware and could not be aware in the exercise of
reasonable diligence at the time of filing the prehearing statement.”). Respondents’
argument rests on a few technical manuals that respondents had in their possession since
at least March 2016. Respondents could have made this argument prior to its post-
hearing brief,. but chose to remain silent even in Vi.ew of interrogatories seeking their
contentions, expert reports, expert depositions, and witness statements.

Additionally, respondents’ new arguments fail on the merits as. explaineel in the
technical prong section of this ID. The administrative law judge determined that the
domestic industry products practice the ‘235 patent.

Discussed below are calculation_s: of the domestic investments assuﬁjing (1) the
MX8200QT is determined not to be a Domestic Industry Product, and (2) assuming both
the MX8200QT and MX8700QT are determined not to ‘be a Domestic Industry Products.
In either case, the resulting domesticf investment remains significant, and therefore a

domestic industry nonetheless exists.

Excluding MXSQOQOT
If the MX8200QT ie Idet'ermined not to be a Domestic Industry Product,
.'_COmplainants.’ U.S. investments still satisfy the economic prong of the domestic industry
requirement.

Qualitatively, complainants’ investmenfs are sigrﬁﬁcant with or without the
MX8200QT included as Domestic Industry Product for the same reasons discussed above

with respect to qualitative significance.
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Quantitatively, if the MX8200QT is determined not to be a Domestic Industry
Product, the remaining Domestic Industry Products total [ ] units shipped to the U.S.
in 2015. See CPX-0017C (Revised Shipped ATMs Spreadsheet). Thisresultsina[ ]
percent ([ ]/[ ]) allocation factor. Applying this allocation factor, Hyosung’s
investments in plant and equipment relating to the Domestic Industry Products was over
N | ] ($[ ]x[ ]%)in2015. Further, approximately [ ] square feet
(I ] square feet x [ ]%) can be attributed to articles protected by the 235 patent.

With respect to labor and capital, if the MX8200QT is removed from the
Domestic Industry Products, 2015 NHA service revenue was over $[ ]. See

CPX-0021C (Service Activity Spreadsheet). Further, the expected service revenue for

the Domestic Industry Products in the U.S. thrdugh 2022 without the MX8200QT is over

$[ 1. See CPX-0021C (Service Activity Spreadsheet). In other words,
Hyosung expects to generate more than $[ ]per ATM ([ 1/1 ] units) in
service revenue in the U.S. over the [ ] depreciation life of its Domestic Industry

Products. If the MX8200QT is removed from the Domestic Industry Products, the
average selling price of its Domestic Industry Products shipped to the U.S. in 2015 is
unchanged and remains over $! Jper ATM ($[ - 1/[ ] units). See CPX-
0017C (Revised Shipped ATMs Spreadsheet). Even without the MX82OOQT, Hyosung’s
ex;faected service revenue on the Domestic Industry Products is significantly greater than
their average selling price ($[ ] versus $[ ] per ATM).

Without the MX82OOQT, complainants’ iﬁvestments in compensation and
benefits for domestic finishing, repair, field service, technical support, and software

support labor relating to the Domestic Industry Products was still more than $[ ]
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(81 I1x[  ]%)in2015. See CPX-0023C (NHA SGA Summary). This
remains a significant investment.

The signiﬁcanée of 'NHA'’s domestic industry activities is also reflected in the
comparison of these domestic activities to the activities of NHS in Korea. If the
MX8200QT is removed frorh the Domestic Industry Products, complainan%s’

: méinufacturing labor cost in Korea related to the Domestic Industry Products is $[

1.2 Without.the MX8200QT, with reSpept to labor expenses, Hyosung’s
employment of labor with respect to the Domestic Industry Products was still greater in
the United States ($] ] versus $[ D tﬁan it was in Korea. |

Thus, complainants have made and continue to make significant U.S. investments
in plant and equipment and significant émployment of U.S. labor and capital even
withoﬁt considering the MX8200QT a deéstic Industry Product.

Excluding MX82000T and MX87000T

If the MX8200QT and MX8700QT are determined not to be Domestic Industry
Products, the qualitative signiﬁcance of complainants’ domestic investments does not
change as discussed abovef,

Quantitatively, if the MX8200QT and MX8700QT are determined not to b;:
Domestic Industry Products, the remaining Domestic Industry Products total [ ] units
shipped to the U.S. in 2015. See CPX-0017C (Revised Shipped ATMs Spreadsheet).
Thisresultsina| ]percent([ ]/] ]) allocation factor. Applying this allocation

factor, complainarits’ investments in plant and equipment relating to the Domestic

® The $[ ] cost represents the application of the [ ]% allocation factor to
complainants’ Korean manufacturing labor cost for FI ATMs in 2015 ($] D. See
CPX-0025C (Nautilus Hyosung’s Manufacturing Labor Cost and Man Hours).
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Industry Products was over $| 1 (8] 1x[ ]1%)in 2015. Further, over
[ ] square feet ([ ] square feet x [ ]%) can be attributed to articles protected

by the ‘235 patent.

| As to labor-and capital, if the MX8200QT and MX8700QT are remove_d from the
Domestic Industry Products, 2015 service revenue was over §[ ]. See CPX-
0021C ‘(ée.rv.ice Activity Spreadsheet). Further, the expected service revenue ‘for the
DomeStic Industry Products in thé U.S.,through 2022 without the MX8200QT and
MX8700QT is over $f | ]. See CPX-0021C (Service Activitvapreadsheet). In
other words, complainants expect to generate more than $[ ] per ATM ($]

171 ] units) in service revenue in the U.S. over the | ] depreciation
life of its Domestic Industry Products. If the MX82OOQT and MX8700QT are removed
frorﬁ the Domestic Industfy Products, the average selling price éf its Domestic Industry
Préducts shipped to the U.S. in 2015 is still over $I  ]per ATM (3] 111

: units). See CPX-0017C (Revised Shipped ATMs Spreadshegt). Even without the
: MX8200QT and MX8700QT, complainants’ expected gervice revenue on the Domestic
:  5 Industry Products is significantly greater than their average selling price ($] ]
 versus | ] per ATM').

Without the MX8200QT and MX8700QT, complainants’ investments in
compensation and benefits for domestic finishing, repair, field service, technical support,
and software supi)ort labor relating to the Domestic Industry Products was still more than
| 15[ 1x[ ]%)in 2015. See CPX-0023C (NHA SGA Summéry).

This still remains a significant investment.
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' - The significance of NHA’s domestic industry activities is also reflected in the

| _ cqrﬁi)arison of them to the activities of NHS in Korea. If the MX8200QT ‘and

- MX8700QT are removed from the Domestic Industry Products, Hyosung’s‘

manufacturing labor cost in Korea related to the Domestic Industry Products is over

i 1.** Without the MX8200QT and MX87OOQT, with respect to dollars spent on

labor, Hyosung’s empioyment of labor with respect to the Domestic Industry Products

was still greater in the Unifed States ($] ] versus $] )] tha;n it was 1n Korea.
Thus, cpmplaiﬁants have made and continue to make significant U.S. investments

in plant and equipment and significant employment of U.S. labor and capital even

without considering the MX8200QT and MX8700QT Domestic Industry Products.

Requndents argue that complainants_ improperly included investments unrelated
to the CCiM module in its economic domestic industry analysis, but respondents fail to
substantiate their underlying assertion that the ‘235 patent pfotects only the CCiM

‘module. See Resps. Br. at 181-83. To the contrary and as discussed in the technical
| pron‘g section of this ID, the article protected by the ‘235 patent is the entire F1 ATM
' .containing a CCiM module. Respondents vacknowledge this in their post-hearihg brief:

Here, claim 1 of the Kwak patent is directed to an apparatus that is able to '
accept cash and checks.

“The$[ =~ ] costrepresents the application of the [ 1% allocation factor to
Hyosung’s Korean manufacturing labor cost for FI ATMs in 2015 ($] D. See
CPX-0025C (Nautilus Hyosung’s Manufacturing Labor Cost and Man Hours).
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Resps. Br. a"; 182. A CCiM module without the suﬁounding components of the ATM,
into which the CCiM is incorporated, cannot accept cash and checks. Complainahts’
economic domestic industry expert witness, Dr. Vander Veen, properly performed his
analysis by allocating the investment numbers based on the entire FI ATM containing a
CCiM module. See CX-0275C (Vander Veen WS) at Q/A 54-60. D.r. Vander Veen

- provided both qhalitétive and quantitative analysis in concluding that complainants’
domestic investments are significant. Id. at Q/A 61-72. Respondents offered no expert
opinion to rebut this analysis and rely solely on attorney argument to make fheir case. As
Dr. Vander Veen tesﬁﬁed, the products at issue in this Investigation are not only
modules, but products containing the modules and ATMs themselves. Id. at Q/A 30-31.
As discussed above, Dr. Vander Veedbrdvided a detailed analysis that allocated

complainants’ domestic investments related to its FI ATMs containing a CCiM module.

VI. Remedy and Bonding

This is the recommended determination of the administrative law judge on
remedy and b'onding.

The administrative lawjudge must issue a recommended determination
concerning the appropriate remedy in the event that the Commission finds a violation.
See 19 C.F.R. § 210.42(a)(1)(ii). That recommendation is contained herein below.
Nevertheless, the Commission did not authorize the administrative law judge to take
public interest evidence or to prdvide findings and recommendations concemi_ng.the
public interest. Thus, in accordance with the usuai Commission practice and the
applicable Commissioﬁ Rule, only the Commission can determine the role that public

intérest factors may play in this investigation. See 19 C.F.R. § 210.50(b)(1).
| 330



Case: 17-2553  Document: 1-2 Page: 413 Filed: 09/15/2017
PUBLIC VERSION

A.  Limited Exclusion Order

The Commission has broad discretion in selecting the form, scope, and extent of
the remedy in a section 337 proceeding. Viscofén, S.A. v. United States Int’l Trade
Comm’n, 787 F.2d 544, 548 (Fed. Cir. 1986); A limited exclusion ordef airected to
respondents’ .infringing products is among the remedies that the Comrnission may
impose. See 19 U.S.C. § 1337(d).

Complainants argué:

In the event the Commission finds a violation of Section 337 in
this Investigation, Hyosung submits that a limited exclusion order
pursuant to Section 337(d) of the Tariff Act of 1930, as amended, is
appropriate, excluding from entry into the United States all of Diebold’s
unlicensed automated teller machine modules and products containing the
same that infringe one or more claims of the *235 patent. The limited
exclusion order should apply to all infringing products, not just the
specifically identified Accused Products, as well as components of those
products that are later combined into infringing products that are sold after
importation. Moreover, the limited exclusion order should be directed to
Diebold and any entity under its control, including Wincor. On or about
August 15, 2016, the closing conditions were satisfied and the takeover
offer was settled for Diebold, Incorporated’s acquisition of Wincor
Nixdorf AG. See CX-0327 (Diebold Internet Press Release); see also CX-
0329 (PRNewswire: “Diebold Completes Wincor Nixdorf Acquisition”).
The combined organization began operating as “Diebold Nixdorf” on
Tuesday, August 16, 2016. See id. Subsequently, on September 26, 2016,
Diebold Holding Germany Inc. & Co. KGaA, a German partnership
limited by shares and a wholly owned subsidiary of Diebold, entered into
a domination and profit and loss transfer agreement as the controlling
company with Wincor Nixdorf AG as the controlled company. See CX-
0330 (Diebold SEC 8-K). Diebold has effective control over a majority
interest in Wincor Nixdorf, as made clear by Diebold, and any remedy
should accordingly extend to Wincor.

Compls. Br. at 196-97.
Respondents argue:

It is well-established Commission law that for a violation to lie
under 19 U.S.C. § 1337(a)(1)(B)(i) based on patent infringement, the
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articles must infringe at the time of importation. The “Accused Products”
in this investigation, Diebold ATMs sold in United States with an
ActivMedia module, however, are not imported. They are assembled from
hundreds of parts, many of them are off the shelf and domestically
sourced. Thus, any remedy should only include devices or components
that the ALJ has been specifically found to be infringing as imported and
not extend to the handful of off-the-shelf parts that may be imported by
Diebold for its product line.

Resps. Br. at 185 (citations omitted).
Respondents argue:’

As evident from both parties’ cases, firmware plays a part as to
whether there is infringement of the Kwak patent. But the portions of the
ActivMedia that are imported do not indicate the operative software
installed or intended customer of that module. Certification provisions are
generally included in exclusion orders when, as here, Customs will be
unable to easily determine whether a product is within the scope of an
exclusion order through visual inspection. Further, certification provisions
are appropriate when the respondent, as Diebold does here, imports both
allegedly infringing and non-infringing products. Any ActivMedia
modules that are destined for expressly non-infringing uses, such as those
for Bank of America who do not use the ActivMedia Modules for mixed
bundle deposits should not be included in any remedy. Thus, a
certification provision should be granted to allow Diebold to certify that
any imported product does not contain infringing firmware, internal
hardware, or is not being sold for infringing purposes.

Resps. Br. at 185-86 (citations omitted).

Concerning domestic service and repair, respondents argue:

Diebold runs a significant service and repair operation for its
Accused Products, which includes the servicing and maintenance of the
Accused Products per customer contract. Diebold is the only current
provider of service and maintenance for the Accused Products and, should
a machine break, Diebold is obligated to service, repair, and otherwise
make sure these ATMs are running to our customers’ satisfaction. This
includes the replacement of any defective components of the Accused
Products, including the ActivMedia module. There is no available non-
accused replacement for the ActivMedia module that would be acceptable
to customers and thus these customers would be without an ATM should
Diebold be unable to replace it. Thus, Diebold should be permitted to
continue to repair and replace components of the Accused Products, which
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includes the importation of any units certified for repair or replacement
purposes:.

The circumstances here are similar to those in prior investigations
where the Commission permitted similar exceptions.

. Resps. Br. .at 186-87 (citations omitted).
Respondents argue regarding existing supply orders:

Diebold’s ATMs are made to order and are not built until the
customer specifically says so. But contracts for the delivery of machines
can often extend multiple years by which Diebold agrees to provide a
complete supply of a customer’s ATM needs for a certain duration.
Currently, Diebold has engaged with Bank of America to provide future
needs of ATMs, including the Accused Products, through 2019. Diebold
is required to fulfill all orders from Bank of America through 2019, which
could mean 8,000 ATMs. An exclusion order would likely mean Bank of
America could not fulfill its ATM needs in the United States. Thus, any
exclusion order should not apply to any Accused Products to be sold
pursuant to the Bank of America supply arrangement.

Resps. Br. at 187 (citatibns omitted).
Respondents argue that Wincor-Nixdorf should not be subject to remedial orders:

Hyosung argues that because Diebold and Wincor have entered
into a domination agreement, Diebold has sufficient control over Wincor
sufficient to place Wincor as a party that should be subjected to a limited
exclusion order and/or cease and desist order should a violation be found.
As explained in the very 8K cited by Hyosung, the “[e]ffectiveness of the
Domination and Profit and Loss Transfer Agreement remains subject to
registration with the commercial register (Handelsregister) of the local
court (Amisgericht).” Diebold’s 8-K acknowledges that registration,

‘however, could be “delayed considerably pending potential shareholder
litigation; if any, in Germany.” Minority shareholders are provided a
period of time in which such litigation can be filed with the Dortmund
District court before Diebold can attempt to register the Domination and
Profit and Loss Transfer Agreement (“Domination Agreement”). Indeed,
on the third day of the hearing, November 3, shareholders did just that.
This resulted in the German Court suspending the registration of the
Domination Agreement until the issue is resolved and, to date, the
Domination Agreement is not yet effective.

Resps. Br. at 190 (citations omitted).
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- The administrative law judge recommends that the limited exclusioﬁ order should
be directed to Diebold and any entity under its control, including Wincor. On or about |
August 15, 2016, the closing conditions were satisfied and the takeover offer was settled
for Diebold, Incorporated’s acquisition of Wincor Nixdorf AG. See CX-0327 (Diebold
Internet Press Reiease); see also CX-0329 (PRNewswire: “Diebold Completes Wincor
Nixdorf Acquisition™). The combined organization began operating as “Diebold
Nixdorf’.or.l Tuesday, Augus‘; 16, 2016. See id. Subsequently, on September 26, 2016,
Diebold Holding Germany Inc. & Co. KGaA, a German partnership limited by shares and
a wholly owned subsidiary of Diebold, entered into a domination and profit and loss
transfer agreement as the controlling company with Wincor Nixdorf AG as the controlled
company. See CX-0330 (Diébold SEC 8-K). Diebold has effective control over a
maj ority interest‘ in Wincor Nixdorf, and any femedy should accordingly extend to
Wincor. |

Indeéd, Diebold’s and Wincor’s activities demonstrate that Diebold has control of
Wincor, making it proper to subject both parties to any issued remedial order. Specific to
this investigation, Diebold’s conduct further demonstrated its control. For example,
Diebold’s counsel was communicating and coordinating with Wincor from the outset of
this investigation, Diebold worked to produce Wincor witnesses for deposition and
documents for production, and Diebold prbvided the administrative law judge same-day
updates during the hearir}‘g:'r> of confidential iﬁf('):nnation regarding its takeov’ér of Wincor.
Thué, any relief granted in this investigation should cover Diebold’s new entity, Diebold
Nixdorf. Otherwise, Diebold might be able to evade a remedial order by having its newi

entity import products in violation of the order.
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The administrative law judge recommends that in the event the Commission
dete'fmivnes that a violation of section 337 has :occurred, and if considerétion of the
sté:tutory public interest factors does ﬁbt fequire that remedies be set aside or modified,
the Commission should issue a limited exclusion order covering all of the infringing
articles imported, sold for importation, or sold after importation by respondents and
should apply to respondents’ affiliated companies, parents, subsidiaries or other related
business entities, or their successors or assigns.

Further, in the event the Commission does issue a limited exclusion order in this
investigation, the exclusion order should include a provision that allows the respondents
to certify, pursuant to procedures to be specified by U.S. Customs and Border Protection,
that they are familiar with the terms of thé order, that they have made appropriate inquiry,
and that, to the best of their knowledge and belief, the products being imported are not

excluded from entry under the order.
R ‘

B. Cease and Desist Order

Section 337 provides that in addition to, or in lieu of, the issuance of an exclusion
order, the Commission may iséue a cease and desist order as a remedy for a violation of
section 337. 19 U.S.C. § 1337(f)(1). The Commission “genefally issues a cease and
desist order only when a respondent maintains a commercially’ significant inventory of
infringing products in the Unitea States.” Certain Ground Fault C i'rcuit Interrupters and

Products Containing Same, Inv. No. 337-TA-615, Comm’n Op. at 24 (Mar. 26, 2009);
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Certain Video Game Systems, Accessories, and Components Thereof, Inv. No. 337-TA-
473, Comm’n Op. at 2 (Dec. 24, 2002).
Complainants argue:

A cease and desist order is appropriate against Diebold and any
entities under its control because the evidence demonstrates the presence
of Diebold’s commercially significant inventory in the United States.
Shannon Cameron, Diebold’s Vice President of Supply Chain Planning,
testified that |

; ]. CX-0269C (Cameron Dep. Tr.) at 72:21-74:10; see also Hr.
Tr. (Cameron) at 424:22-425:4. This level of inventory could be used to

[

_ ]-
CX-0275C (Vander Veen WS) at Q/A 75.
Further, Diebold’s [
].. CPX-0006C (Diebold’s Inventory). When
compared to Diebold’s s[ ] total unit sales of the Accused ATMsin

[ ] that amount represents [ ] of Diebold’s annual sales. CX-
0275C (Vander Veen WS) at Q/A 75. That is, Diebold was holding nearly
[ ‘ ] of CCDM 2 or ActivMedia modules that |

]. Id. A ratio of inventory to unit sales of [
). Id At most, Dlebold holds enough CCDM 2
modules in inventory to |

| - ]
Id. Thus, a cease and desist order is appropriate based on the presence of
Diebold’s commercially significant inventory in the U.S.

Compls. Br. at 197.
Respbndents argue: -

The Accused Products are | o
]. ' RX-0414C (Cameron WS) at
Q/A 10. Therefore, [

] Id at Q/A 38. In fact, |
]. Id. at Q/A 39.
Hyosung does not appear to dispute this.

Instead, Hyosung’s entire basis for a cease and desist order on all |
Accused Products is that Diebold keeps some components of ActivMedia
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modules in inventory for assembly into a Diebold ATM. But Diebold
maintains inventory in the United States for many reasons such as service
and repair, or simply for use in products that do not infringe, such as
Diebold ATMs that | ]. 1d. at Q/A 40-
41. Neither Hyosung nor its expert take this fact into consideration, which
means an unwitting bystander to this investigation would likely be
harmed. :

Resps. Br. at 187-88.

As argued by complainants, the evidencé shows that a cease and desist order_ié
appropriate against respondents and any entities under their control because the évidence
demonstrates the presence of respondents’ commercially significant inventory in the
Uniteii States. Shannon Cameron, Diebold’s Vice President of Supply Chain Planning,
 testified that at its Greensboro facility, respohdents [ | |

]. See CX-0269C
(Cameron Dep. Tr.) at 72-74, Cameron Tr. 424-425. This leVél of inventory could be
used to fulfill mény or all of respondents’ [
] is commercially signiﬁcant.i See CX-
0275C (Vander Veen WS) at Q/A 75.
Fﬁrther, respondents’ internal documents reflect |

]. See CPX-0006C (Diebold’s Inventory). When compared to.respondents’

[ ] total unit sales of the Accused.A:FMs in | ] that amount represents [ ] of

respondents’ annual sales. See CX-0275C (Vander Veen WS) at Q/A 75. A ratio of

inventory to unit sales of [ ] is commercially significant. Id. At most, |
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I fd
Thus, a cease and desist order is éppropriate based on the presence of Diebold;s
commercially significant inventory in the U.S.
Accordingly, should a violation be found, the administrative law judge
recommends that the Cbmrﬁission issue a cease and desist order as to respondents and
respondents’ affiliated companies, parents, subsidiaries or other related businesé entities,

or their successors or assigns.

C. Bond

Pursuant to section 337(j)(3), the administrative law judge and the Commission
must determine the amount of bond to be réquired ofa respondent_, du_ring the 60-day
Presidential review period following fhe issuance of permanent reiief; in the event that
the Commission determines to issue a remedy. The purpose of fhe bond is to protect the
| complainant from any injury. 19 U.S.C. § 1337()(3); 19 C.F.R. §§ 210.42(a)(1)(i),
210.50(2)(3).

 When reliable price information is available, the Commiséion has often set bond

by'e_liminating the differential between the domestic product and the imported, infringing
product. Certain Microsphere Adhesives, Processes for Makz’ng Same, and Products -
Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, |
Comm’n Op. at 24 (1995). In other cases, the Commission has turned to alternative |
approaches, especially whén the level of a reasonable royalty rate could be ascertéin:ed.
Certain Integrated Cifcuit Telecommunication Chips and Products Containing Same,
Including Dialing Apparatus, Inv. No. 337-TA-337, Comm’n Op. at 41 (1995). A 100

percent bond has been required when no effective alternative existed. Certain Flash

338



Case: 17-2553  Document: 1-2 Page: 421 Filed: 09/15/2017
PUBLIC VERSION | |

Memory Circuits and Products Containing Sanzae‘, Inv. No. 337-TA-382, USITC Pub. No.
3046, Comm’n Op. at 26-27 (July 1997) (a 100% bond imposed when price comparison
was not practical because the parties sold products at different levels of commerce, and
the proposed royalty rate appeared to be de minimis and without adequate support in the
record).

- Complainants argue:

A 100% bond is appropriate because a price comparison between
Hyosung’s and Diebold’s FI ATMs is impractical. There is not a standard
price that a financial institution will pay for an FI1 ATM. CX-0276C
(Daniels WS) at Q/A 108. The price of FI ATMs depends on many
factors, such as which FI ATM they purchase, the customer’s chosen FI
ATM features, the purchase order volume, the service contract terms, and

- the customer’s software requirements. Id. at Q/A 109. It is not possible to
definitively state whether an NHA FI ATM is more or less expensive than
Diebold’s similar FI ATM. Id. at Q110. “Where the record establishes
that the calculation of a price differential is impractical or there is
insufficient evidence in the record to determine a reasonable royalty, the
Commission has imposed a 100 percent bond.” Certain Three-
Dimensional Cinema Systems, Inv. No. 337-TA-939, Comm’n Op, at 67
(Aug. 23, 2016). Accordingly, a bond of 100% is appropriate if the
Commission finds a violation. '

- Compls. Br. at 198.
Respondents argue:

Hyosung argued it is entitled to a 100% bond because ATM prices
paid by customers vary substantially depending on the features, the
quantity purchased, the customer, and additional contractual features.
Hyosung fails, however, to provide any evidence of this variation. Surely
if prices varied, it would have been easy to produce purchase orders for
some of its Domestic Products to show the alleged variance. Hyosung did
not do so and thus there is no reliable evidence on how much prices vary
in order to show how a price differential is impractical. See, e.g., Certain
Rubber Antidegradants, Components Thereof, and Prods. Containing
Same, Inv. No. 337-TA-533, Comm’n Op. at 39-40 (July 21, 2006)
(finding no bond required where complainant did not meet its burden of
supporting its need for a bond). '
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Hyosung is still required to provide evidence of the impracticality
of a price comparison. Indeed, where the Commission sas found a 100%
bond appropriate based on the impracticability of a price comparison, the
Complainant affirmatively set forth both the range of prices paid for by the
customers and the differing features of the Accused and Domestic
Products that render a price comparison impractical. See e.g. Certain
Marine Sonar Imaging Devices, Including Downscan and Sidescan
Devices, Prods. Containing the Same, and Components Thereof, 337-TA-
921, Comm’n Op. at 84-85 (Dec. 1 2015) (discussing the analysis of
pricing data and differing product features in concluding a pricing
differential is impractical). Diebold produced volumes of sales revenue
and purchase orders for the Accused Products along with a corporate
deponent on sales and revenue topics. See generally CX-0270C (Neiding
Dep. Tr.). Hyosung is affirmatively choosing not to address this testimony
or sales information, which further shows Hyosung has failed to prove any
bond is necessary.

Moreover, Hyosung can hardly be heard to allege an average price
is impractical when their own economic expert uses the average price of
the Hyosung Domestic Industry Products to make conclusions on
domestic industry. Dr. Vander Veen had no problem calculating the
‘average price of the Domestic Industry Products when it suited Hyosung’s

. purpose:
Hyosung expects to generate more than [ | ] per ATM in
service revenue in the US over the [ ] depreciation life of

its Domestic Industry Products—which is |
| the average selling price of its Domestic Industry Products
Sl | per ATM). ' 5

CX-0275C (Vander Veen WS) a Q/A 65. Hyosung cannot have it both
ways: it cannot allege an average price is impractical or unobtainable yet
use the very same metric to attempt to satisfy the domestic industry.

Further, Hyosung has failed to adduce a bond amount based on any
exclusion order against the CCDM/ActivMedia module. Should the ALJ
find a violation based on the ActivMedia module, Hyosung failed to allege
any bond amount for that particular component and thus no bond amount
should issue.

ReSps. Br. at 188-89 (emphasis in original).

* * *
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Havihg reviewed the parties’ arguments, the administrativé law judge finds that a
bond based on price differential could have been determined in tﬁis investigation, but
complainants did not attempt any type of price comparison. See Resps. Br. at 188-89.

Accordingly, based on the current record, it is the recommendation of the
administrative law judge that no bond should be' imposed durihg the Presidential review

period.

It is the RECOMMENDED DETERMINATION (“RD”) of the administrative
law judge that in the event a violation of section 337 is found, the. Commission should
issue a lifnited exclusion order, and a céase and desist order. Further, should the
Comm:i:ssion impose a remedy that brohibits impbnation, it is recommended that no bond

be imposed during the Presidential review period.

VII. Conclusions of Law
| 1. The Commission has subject matter, pérsonal, and in rem jurisdiction in
this‘ i;lvestigation. | |
| 2. The accused prqducfs have been imported or sold for importation into the .
United States.
3. The accused products infringe the asserted claims of U.S. Patent No.
8,523,235
4. The domestic industry requiremént has bgen satisfied with respect to U.S.

Patent No. 8,523,235.
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5. It has not been shown by clear and convincing evidence that the asserted

claims of U.S. Patént No. 8,523,235 are invalid. .

VIII. Initial Determination and Order

Accordingly, it is the INITIAL DETERMINATION of the undersigned fhat a
violation of section 337 (19 U.S.C. § 1337) has occurred in the importation into the
United States, the sale for importation, or the sale within the United States after
importation, of certain automated teller machines, ATM modules, components thereof,
and products containing the same that infringe the asserted claims of U.S. Patent No.
8,523,235. |

Further, this Initial Determination, together with the record of the hearing in this
inve_stigation consiéting of (1) the transcript of the hearing, with appropriate corrections
as may hereafter be ordered, and (2) the exhibits received into evidence in this
investigation, is CERTIFIED to the Commission. |

In accordance with 19 C.F.R. § 210.39(c), all I.naterial found to be confidential by
the undersigned under 19 C.F.R. § 210.5 is to be given in camera treatment.

The Secretary shall serve a public version of this ID upon all parties of record and
the cohﬁdential version upon counsel who are signatories to the Protective Order, as
- amended, issued in this investigation.

| Pursuant to 19 C.F.R. § 210.42(h), this Initial Determination shall become the

determination of the Commission unless a party files a petition for reviéw pursuant to
.§ 210.43(a) or the Commission, pursuant to § 210.44, orders on its own motion a review .

of the ID or certain issues hcrein.
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To expedite service of the public version, each party is hereby ordered to file with
the Commission Secretary no later than March 7, 2017, a copy of this initial
determination with brackets to show any portion considered by fhe party (or its suppliers
of information) to be confidential, accompanied by a list indicating each page on which
such a bracket is to be found. At least one copy of such a filing shall be served upon the
office of the undersigned, and the brackets shall be marked in red. If a party (and its
suppliers of information) considers nothing in the initial determination to be confidential,
and thus makes no request that any portion be redacted from the public Versioh, then a

statement to that effect shall be filed.*

No 28

David P. Shaw
Administrative Law Judge

Issued: March 13, 2017

45 Confidential business information (“CBI”) is defined in accordance with 19 C.F.R. §

201.6(a) and § 210.5(2). When redacting CBI or bracketing portions of documents to

indicate CBI, a high level of care must be exercised in order to ensure that non-CBI

portions are not redacted or indicated. Other than in extremely rare circumstances, block-

redaction and block-bracketing are prohibited. In most cases, redaction or bracketing of
_only discrete CBI words and phrases will be permitted.

343



