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Pending before the Court are (1 intel Corporation·s ("'Plaintiff~ or ''lnteF') partial motion.: 

for st:tmmary judgment that certain pallents owned Future Link Systems~ Inc. ("Defendant~·t 

"'FLS/' or ••Future Link~') are licensed to Intel (D.L 211) (•'Inter s i\.1otion'~)~ and (2) FLS~s motion .· 

to strike arguments and evidence submitted by ]ntel in support of Inters ?\1otion (DJ. 246) 

e'FLS~s rvrotion to Strike~'}. For the reasons discussed below, the Court will 

deny in part Intel~s Motion as \velJ as FLS~s 'Motion to Strike. 

l~ INTEL'S PARTIAL MOTION FOR SUMMARY tllTDG1\1ENT (ll . .l. 211) 

Intel moves summary judgment that it is: licensed to U.S. Patent Nos. 5~6(18~357 

c-~'"357 patenC)~ 5.870,.570 patent'~)~ 6.008~823 ("''823 patent~')~ 6, 1 08,738 e~·738 patenf'); .. 

and 6!'622~ 1 08 C"' 108 pate11f~) (collectively,, ;.;_'fLS Patents'~Y for the life of these patents under a 

cross-license agreement benveen Philips Electronics N.V. and the North American Philips 

Corporation (collectively, ·~Philips'') and lnteL (See D.l. 212 at 1 -3} 

A. The· Philips Cross ... License 

Philips and Intel entet'ed into a crossqhct-~se agreen1en~ effective July l 1990., 

Philips granted Intel ""a non-exclusive~ indivisible, royalty free license': tmder certain 

Patents~~ to ~~make, to have made. to use~ to lease, and to sell or otherwise dispose certain 

semiconductor products described in the agreement (See OJ. 227 Ex. A.l ("•Agreemenf~ or 

;'License!') § 3~0 1 f "D1e Agt:eement references other cross-license agree1nents between Philips 

2lntel, FLS. and the License refer to numbered pans of the as Hsections~'· 
••paragraphs~~: and ~·articles~'~ respectively. Tne Court \ViU refer to them as sections. 
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and dating back to 1 that J 990 Agreement \Vas meant to convey •·rights and 

under prior agreements. at 1 ) '"f'he parties dispute 

meaning of n1any terms arc discussed 

In 2006~ ""Philips 'spun 

e'N)CP") and provided NYJl \Vith '~Philips~s scrniconductor patents 

Patents. (D.L 212 at 5 (quoting D .L 213-3 Ex. 8 at 69-70}; see at 1 

Nf{P assigned the FLS Patents loan entity nanwd ·~Partners Corporate Research 

Internationar~ 'vhich later, January 2013: assigned the patents to FLS. (D.t at 

panies dispute the the J~~LS Patents to under 

the Ahrreeme:nt discussed below. 

1. 

Patents.~· (License§ 3.0l(a)-(b)) "Philips Circuitry Patents~· are a 

Agreement states: 

Th~ term ''PHILIPS Patents~~ shall mean and inc.lurie-

(ld. l 

;)AU emphasis to language 
by the parties. 
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and any and all of the r.L~~\'{}~":Ia;rea Ci,-,mptuties ... and any and all 

Companies~~ to whom su,vuceJ'tS!?s 

explains what happens w·hcn an 

granted pursuant to Anicle 

ceases to be an 

under the License: 

in the event that an entity which \vas. an-

.A .. s quoted Philips Group of Companies includes certain 

Companies~~ to \Vhich granted pursuant to § 5.04. 

from§ 5.04 provides pertinent context parties~ present disputes 

5.04: 

I -
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The licensed products include "'Digital i\·'10S Integrated Circuits~~ and 

Integrated Circuits Data Processing Group~ and con1binations thereof~" 

Agreement defines these terms in a of nested definitional clauses: 

The term ·~Digital I\105 Integrated Circuit Data Processinn 
- - . c 

Group·~ shall mean and include any 

that 

- said complex n1ay incidentally include as a 
addition to the sarne~ circuit function means ... 

(Id. § 1.17) A licemK~ to 

include a license~~ under 

4 
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J5) 

§ 1.14) 

§L 

1.12) 
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a. 

in § l . 

for II 

b. 

c. 

Philips 

further subject to the following condilions: 
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4. Effect of Assignment 

The Agreement specifies that ''[n]either party shall assign or permit the assigtunent by its 

Associated Companies ... of patent rights or applications therefor which qualify as 

Patents or PHILIPS Patents licensed hereunder ... if such assignrnent would adverse!)' 

affect the rights and licenses granted hereunder to the other party.~- (ld. * 7.05) 

B. Procedural History 

Intel filed this declaratory judgment action on l\1arch 24~ 201 4~ in response to FLS 7 s 

demand that Inters customers take a license to the FLS Patents. (D.L l at l; D.L 212 at U lnte1 

argues that the FLS Patents- !n addition to other patents- are ~-not infringed~ [and are) invalid, 

licensed, and/or exhausted.~~ tTJ.L I at 1-2) On August 14~ 20 the parties submitted a Joint 

Proposed Scheduling OrdeL which included Intel~ s proposal for •{earl:y disposition of its license 

claim~~ and FLS~s opposition thereto. (DJ. 21 Attachment Cat 6) After a case management 

conference" the Court granted Inters request for adjudication of an early summary judgment 

motion on the license issue and ordered the parties to exchange contentions regarding the license 

issue. (D.l. 23) Between November l8~ 2014 and October 14~ 2015~ the parties exchanged 

license contentions. (D.L 57, 67 1 1 l6L 169j 180. 1 86) On December 2L 2015, [ntel moved 

for partial summary judgment on the license issue. (D .1. 211) The parties completed briefing on 

Inters I\1otion on February 22~ 2016. (D.I. 212~ 224~ 242) The Court heard argun1ent on March 

1, 2016. (See D.L 284 C~Tr.'1 )) 
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C. Legal Standards 

l. Summary ;,Judgment 

Pursuant to Rule 56( a) of the of Civil Procedure., ""[tJhe court grant 

summary judgment iffue movant shc:nvs that there is no genuine dispute as to material fact 

and the movant is entitled to judgment as a ·matter of la\v. ,. The 1noving party bears burden 

demonstrating the absence of a genuine issut~ of material fact. .A1atsu.shita 

Ltd. v. Zenith Radio Corp.~ 4 75 .S. 574. 585 .. 86 (1986). An assertion that a fact cam1ot be- or! 

alternatively~ is- genuinely disputed 1nust be supported either by citing to '"particular parts 

:rnaterials in the record. including depositions~ docmnents~ electronically stored infonnationJ 

affidavits or declarations, stipulation_') (including 1hose made for purposes of the motion oniy), 

admissions. interrogatory answers, or other materials~·· or by ·~showing that the n1aterials cited do 

not establish the absence or presence o:f a genuine dispute~ or that an adverse 

produce admissible evidence to suppon the fact'. Fed. Civ. P. 56(c)(l)(A) 

moving party has carried its burden~ the nournovant must then "·come finward 

cannot 

showing that there. is a genuine issue for triaL«· Matsushita~ 475 U.S. at 587 \ .................... . 

marks omitted). ·The; Court vviH ·~draw aU reasonable inferences in favor of the norunoving 

and it may not make credibility detem1inations or \veigh the evidence.'~ Reeves v. Sanderson 

Plumbing inc.} 530 U.S. 133~ 150 (2000). 

defeat a motion summary judgment~ the nonn1oving party must Hdo more than 

simply show that there is some rrretaphysica.l doubt as to the material facts.'~ 1\datsushital 4 75 

U.S. at 586: see also Podobnfk v. Po.~tal Serr.~ 409 F3d 584, 2005) 

party opposing summary judgment '""must present more than just bare~ assertions. conclusory 
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allegations or suspicions to show the existence of a genuine issue~) (internal quotation n1arks 

omitted). The ''1nere existence of some ~leged factual dispute between the parties will not defeat· 

an otherwise properly supported motion for summary judgment:~' a factual dispute is genuine 

only where 4'the evidence is such that a reasonable jury could return a verdict for the nonmoving 

party.~~ Anderson v. Liberty Lobby. Inc.~ 477 lJ.S. 242~ 247-48 (1986). ''If the evidence is merely 

colorable~ or is not significantly probative~ sumn1ary judgment tnay be granted.~' Id. at 249-50 

(internal citations omitted); see also Celote.Y Corp. v. Catrett, 477 U.S. 317, 322 (1986) (stating 

entry of smnmary judgment is 1nandated '~against a party who fails to make a showing sufficient 

to establish the existence of an element essential to that parry~ s case~ arid on which that party \Vill 

bear the burden of proof at trial"). Thus~ the ·~mere existence of a scintilla of evidence~ in 

support of the nonmoving party~s position is insufficient to defeat a Jnotion for summary 

jud&rment; there must be "'evidence on \Vhich the jury could reasonably find'' for the nonmoving 

party. Anderson~ 477 U.S. at 252. 

2. Choice of Law 

~"'The conflict of lav.rs rules to be applied by the federal court in Delaware must confom1 

to those prevailing in Delaware~ s state couns. ~,~ Underhilllnv. Corp. v. Fixed Income {Jisc. 

Advisory Co.~ 319 F. App'x 137, 140 (3d Cir. 2009) (quoting Klaxon Co. v. Stentor Elec. Jv~fg. 

Co.~ 313 U.S. 487~ 496 (1941)). Under Delaware law~ '"where the parties agree to a 

choice-of-law provision to goven1 their contractual rights and duties, that choice should be 

enforced.~~ !d. at 141 {internal quotation marks omitted). 

The License states: ~'The validity~ construction~ and performance of this Agreement sha11 

be governed by the laws of the State of New York.~· (License§ 14) The parties appear to ab,:rree 
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The 

3. 

~·when interpreting a contract [under 

controL and the best evidence of intent 

716 F.3d 313 

.. Under 

York DJ. 212 at 

However, "'~when determination intent 

extrinsic ev:taencte. 

Bingham & Bingham, 

f1>"'.,..,..,nc 1 r-. f""tl'lf1M1f':~ or a p.,,,-.. , •. ". '3lnnr~.nr. inferences to 

IM/ilblt'lt~n·J!tin·t' a .Div. 

·contractual provision is ... u,, ...... .., ... -., ....... 

reading.""~ 

v. Gem~ 

Discussion 

Intel that 

case to 

unreasonable tntcerpret:atu::ms 

agrees that many 

Supp, 

.,,J'l,.<;!UJ"'n''''P· Corp., 949 

Inters 

llQ\V \vants to '""·' 1 h't-·u· the 

(D.L 212 at 

10 

one 

at 

from 



m.atter are disputed of material fact regarding 

son1e parts Patents are 

disputes 

licensed; and (3) the effect 

lvfotion 

disputes below. 

condudes 

§ 

a are the only two 

going order to on respect to 

Motion. 

1. 

moves for partial summary judgment 

of§§ 3.01 (D.L 211) 

License, nec~awse they have 

and were or controlled one or more the 

and 1 

4FLS argues 
I~PJ<>n<""" clain1 in 

on incorrect interpretations 

at argues that 

J 1 



Patents'~ under the License because they meet the additional requirements of§ l.ll. 5 (ld. at 1 0) 

Section 1.04 of the License defines the Philips Group of Companies to include~ in 

pertinent part, ''PHILIPS ELECTRONICS~ NAPC and any and all of the Associated Con1panies 

... thereof and any and all 'Related Companies~~ to whonz sublicenses ha1.•e beett. gra11ted 

pursuant to Article 5 .. 04.1~ Intel avers:- and FLS does not dispute~ that the :'357, ~570, '823~ and 

~738 patents ·~were originally assigned to Philips~s associated company Philips Semiconductors 

VLSI Inc. ['Philips Semiconductors VLSP] on July 2~ 1999.'' (See D.L 212 at 6) in addition, 

Intel asserts, and FLS does not dispute~ that Philips Sen1iconductors VLSI is an "Associated 

Compan[yr under the License. (See id. at 9) 

FLS argues that the :'357 ~ ~570, '823~ and "'738 patents are not Philips Patents because~ 

under § 1.09 of the License, they were never owned or controlled by a company that would 

qualify as one of the Philips Group of Companies. (D.I. 224 at 18-19) Specifically: FLS argues 

that § 1.04 should be interpreted as requiring an Associated Company like Philips 

Semiconductors VLSI to be sublicensed ''pursuant to Article 5.04'~ in order to be included in the 

Philips Group of Companies~ (D.L 224 at 19) FLS points to use of a comma in § 1.04 after 

~·Associated Companies'~ and ••Related Companies~' but "'"before the sublicense requiren1ene~ as 

evidence that both Associated Companies and Related Companies are '"su~jeci to a sublicensing 

requirement.'! (DJ. 224 at 19 n.5) Intel counters that only Related Contpardes, and not 

Associated Companies. require sublicenses to qualify as me1nbers of the Philips Group of 

5For the reasons set forth in its opening brief~ Intel has met: its burden of showing that the 
~1 08 patent is a Philips Patent and Philips Circuitry Patent. (See D.L 212 at 6, 8-1 0) FLS did not. 
argue in its brief or at the hearing that the '1 08 patent does not qualify as a.Philips Patent or 
Philips Circuitr)' Pa~ent. 
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allO\VS 

10) 

The Court Jnter 1 

Section 5.04~ which spans three 

Article 

whole. 

on punctuation is incomplete, 

of Oregon 1'. 

the 

met its burden the Patents are 

failed to rebut 

Motion 

2 computer 

processor and clt~tps~~tr products 1 (lntel~s 

Motion); 242 at5 noting 

13 



Mo1ion); Tr. at 41 (smne)~ see 21 Ex, 10 (Intel exhibit listing Inters 

Products)) lntd argues Integrated 

and '(Digitat Iv10S Integrated under 3.01 

the License. (DJ. 212 at 11-14) 

a. Integrated Circuits 

Section 3.01 of the Agreernent grants a license to Intel for '"'6"'''f~ 1 -n: 

circuitry and certain "ancillary~· circuitry. 

FLS argues that 

perfonn non-ancillary functions.~~ 224 at The 

License defines Digital as Integrated Circuits~~ include 

pedbnn critical~ non-ancillary functions involving analog signals.~' CD.l. at 

"'D A Cs ~~ (digital to as exampies of non-ancillary components included in 

Inters Products. 

Intel counters 

giving the word '"'ancillary"· 

examples 

14 



ancillary. 

the market at the 

Court 

contracting. 

v.ritb InteL 

are significant 

argues that 

e.g~ D.I. 

"'-'I"""'"'A·"'"" makes clear 

nevertheless ancillary. The common thread between all 

listed in § L I 5 is 

Philips ~s 

in 

documents cited by Intel~ U.Li<CLl<J'ZC' funciionality \VaS nr.:•c..,.,nr in Intel products at the time 

D.L 1 m 

inteuded thermal sensors~ 

converters~ the other ex~~m1o1m co1nponents 

circuitry that would not remove lnteP s 

the foregoing reasons~ the Court 

Intel! s interpretation as a matter 

ii. the .. 

argues that 

not "'used • only the 

(quoting ....... ~ .... ...., ... ,, .. § 1.15) FLS avers that Intel's 

not constitute the 

any ~~;."storing data.~' '"monitoring 

15 
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"'routing 

mechanical fans.,. 

the foregoing exemplary 

in§1.15. 

124 at Intel counters 

chips' Ut."1J::1ISDUILed primar:y fun eli on·· 

' and therefore do not contravene 

The Court a~rrees \v.ith lnteL Section J J 5 n1erely requires that each 

serve tl1e pri1auzry ptupo,,.,·es of 

evidenced by inclusion of the ~-~· exception~ which permits the 

-

of 

1S 

IS 

cited FLS indisputably that u""""'""'"'' described therein are designed for the p1in1ary 

purposes o 

Exs. A.8~ A.9, A.29. A.30, A.37) 

For the foregoing reasons~ 

Intel's interpretation as a rnatter 

arc Digital MOS lntegrated Circuits undt~r the License. FLS has failed to 

Therefore, the Court '"liU 

b. 

Secrion 

order to 

Products are not Digital 

summary judgment in favor of Intel on 

Integrated Circuit 

AJ~reenterlt grants a license to cenain ;'Digital 

are defined in § 1.17 to cover 

must comprise ·~Digital 

16 
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Intel's 
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Digitall\10S integrated Circuits. The Coun has already rejected FLS:s arguments \Vith respect 

to Digital l\10S Integrated Circuits in the context of§ 3.01(a)~ as discussed above. The Court 

also rejects these arguments in the context of§ 3.01 (h). 

FLS also argues that Intel: s Products are not Digital Iv10S Integrated Circuit Data 

Processing Groups because they (l) are application-specific~ (2) contain ~-other components" 

which are unlicensed~ and (3} impletnent functionality that is not 

-~~ (D.J. 224 at 7-10) (quoting License§§ Ll7. 3.0l(b)) 

L 

FLS argues that none of lnter s Products are licensed under § 3. 01 (b) because all of 

Inters Products "'~relate to and cover circuit function means for a 

-~~~ (D.l. 224at 7-8) (quoting§ 3.0l(b)(ii)) 

In support ofjts arguments, FLS selects for analysis certain Intel products that are not the 

subject of Intel~ s 1V1otion. For example~ FLS argues that ""the Intel 82599~~- a '"Gigabit Ethernet 

Controlle(~- is designed for the specific application of "'connect[ing] a com.puter to an Ethernet 

networlc'~ and that "'the R1viS.25KB080~~ a ·~per Express RAID controller~~- is designed for the 

specific application of ~ .. connect[ing] a computer to a RAID array over a PCI Express bas.~~· (Jd. 

at 8) (citing D.l. 227 Ex. A.40 at l, A.41 at 4} l:.'LS~s arguments with respect to these exemplary 

products may be correct7 in that these products appear to include circuitry for specifically 

dedicated applications. However~ as indicated in Inters reply brief. these exernplary products 

~·are not part of Inters l\1otion.'· (D.I. 242 at 5 n.4) Because Intel is not moving for summary 

judgment as to these products! the Court declines to decide, at this tin1e whether these products 

17 



are 

alternatively argues Intel· s Products are because they are 

because 

for specific chipsets.1 (DJ. 224 at Intel counters "'the Agreement not exclude 

circuit function n1eans 

In addition~ 

Processing 

(DJ. 242 at 

Court 

"'to the exte!lt they Products, 

accused functionality~ primarily~-" and·~· general-purpo~e computing functionality, 

whether or not this functionality is included in particular end products or platforms. 

general(J' Exs. A.ll preliminary infringement contentions) For ....... ~,.lr'M''"'''"' 

architecture~~ 

data~ processed data regardless 

D.L JJ at 1-2) 

accuses, inter multiple Ethen1et and RAID products. 
A. I I Ex. A at 1) Discovery is ongoing in this case and additicmal may 
of infringen1ent. (See DJ. 441 at I) a determination as to which acc:usc::~o products are 

could incomplete at this time. 

proposition. avers that Inters Pf<)ce:ssiJrs an 
is associated '~rith a " .... .1:1 ... ~ .... ,,.. 

18 



a-
Moreover. 

exclude 

end products 

specific purposes. It seems rrnpumsamtc 

so 

and 

to or to 

Semiconductor 

1"'\'H1f"C'Il('''"t to§ 3JH(a). 

Integrated .................... "'· 

same reasons aniculated 

ponion 



that functionalit~y in 

(D.l. 224 at FLS then gives examples of co:mponents in Intel~ s 

Products that are not ~ including a 

adjusting processor core operating frequency~ r1Pc~lr,o:ll'l1' functionality, thermal sensors. 

Intel counters that it is enough for Products to have sorne functionality 

under 1.17. (D.l. at 

The agrees with Intel. The plain § 1.1 7 requires 

exc.~/U!il~lve control of

- Moreover" 1.17 component be 

-· hasonce succeeded in identifying non-digital components 

facilitate digital processing~ FLS has failed to that such processtng 

Indeed: ......... J ....... ~,•v that Intel~s ""' ... r,r1nr>'f·"" process ........ ~ .......... . 

under at ]east sonw /' .......... -."! at 9) Partial "n"rr"'' by-

-is enough 

foregoing reasons. the Court rejects interpretation 1.1 7 and adopts 

interpretation as a matter of law. has met burden sho·wing that Products 

FLS to 

Therefore~ of Intel on 

lSSUe. 
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c. "Semiconductor Devices," ''Integrated Circuits," and ''MOS 
Integrated Circuits" 

SecTions 1.12 and 1 .13 of the License define ""Semiconductor Devices~~ and ~~Integrated 

Circuits~~~ respectively, to include ~·any and an devices COJlsisting of~ either 0) a ·-!~ 

or (2) "a 

'~ Products must be Sen1iconductor Devices and Integrated 

Circuits in order to be Digital MOS Integrated Circuits or Digital tvtOS Integrated Circuit Data 

Processing Groups under the License. (License § § 1.13, 1.14 ~ 1.15, 1.17) 

FLS argues that Inters "'1nulti-chip packages~~ C'"MCPs") are not Semiconductor Devices 

or Integrated Circuits because they include '·n1ultiple silicon chips that were fabricated at 

different times and places'~ and~ therek1re, contain silicon chips that were not-

·· (D.L 224 at l 0) FLS also argued at the hearing that the 

phrase ~~consisting of~ should be read as it \vould be in the context of a patent claim.~ i.e.~ to mean 

·~consisting on~v oi~~~ (Tr. at 64-65) Therefore~ according to FLS. products ••can~t have other 

types of materials'~ other than- and still qualii)' as Semiconductor Devices or Integrated 

Circuits under the License. (ld.) 

Intel counters that§§ Ll2 and 1.13 only require thatlntcrs 1v1CPs include at least one 

to come within the first alternative definition in 1.12 and 1.13 and that 

does not dispute that Inters MCPs each contain at least one silicon body. (D.L 242 at 6) Intel 

also argues that FLS~ s interpretation of the \Vord ~·consisting·~ cmmot be correct because § 1.14 

of the License defines "MOS Intef:_rrated Circuits·~· as a subset of'~Integrated Circuits~: and further 

21 



defines Integrated as including . (Tr. al 90~ see License 

as )) 

interpretation 

as argued 

interpretation Inter's MCPs come within the 

under the Intel that 

from the 

Devices· definition'~ or (DJ. at 

Court rejects interpretation of 1.12 and 1.13 

lnter s interpretation as a matter of 

Section l. Integrated 

that the aforementioned 

than tunnel~shaped=. the latter 

trd11ststors, . . L"'- · at · t . , ~· (D I ..,ry4 11 

than undenzeath, 

that current must that 

include other materials such as 

(Id. at 12) 227 at 2, B.l38 at 

16) 
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lnlel coumers that plain meaning of-~· includes fl(y. .. v through a ttmnel-

at hearing that Inters Products all include 

silicon hodieB that control electrical even though materials, such as thost~ 

by FLS. may also be included ·•on top~· silicon. (Sec Tr. at FLS 

dispute these contentions. 

The Court agrees with InteL The plain m.eaning of_,. li.Hiw•J_,... ... ., ••• o 

tunnel-shaped stnwtures in lntc:F s Td~Gate transistors. In addition~ the nr.,rnH"n 

position that Products are built using ~~~even if non-silicon n1aterials 

n1ay included in them as B.l3 5 at 2 (describing "'metal-gate 

technology on silicon~~). "'silicon germanium "vhich exert 

'"net compressive stress into at 

(describing gallium amen ide ~-quanlum \Vell with a silicon s1ihstrate~~): at ]4 

(describing "'siiicon technology'~ involving "'silicon substrate[sr~n 

For the foregoing reasons~ the Court rejects FLS ~ s interpretation § 1 

1nrers interpretation as a matter of law. Intel has met its burden of showing that 

are Semiconductor Devices.lntegrated Circuits~ and !'1.10S 1ntegrated Circuits. to 

rebut Inters showing. vvill grant sun1n1ary judgment in favor oflntel thatli1tel~s 

Inte~rrated Circuits, and MOS lutef,ttated Circuits, as these 

terms are defined in 

Section 3. 02 of the License excludes fron) the li censc .grant """""~c.·'"'' 



sulbst.rat:e on which conductive 

addresses 

with Section 3 

nr<)ce~ss~;s which are not aci~us~ea 

showing. 

Section 

use ir~ 

Court 

the 

e. 

include-'. 

·--·~·"·-·to~ 

interpretation 

lntel~·s..Producrs are 

.:.n,.-,,... ....... "f use 0~ 

into 

are 
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use in , not products that are ae~ng11ea to 

FLS does not that Intel's w ... r,Nl>f'"t'<" 

-- e.g.~ D.L at 7) (FLS that HtnJone ~ s products at 

to have been designed for use in J\1oreoveL at the of contracting~ ~s geneml-

microprocessors included ilttvvt.iu·~7(.' 

designed use i·nside (See, e.g_, 227 Ex. 111 

Fig. 3a) (depicting block diagram interfacing with ""peripheral 

device[ s r~ such as ""keyboards- sensors (emphasis 

For the foregoing reasons~ Court rejects interpretation 

interpretation as a matter of law. met its burden showing that Products 

has failed to Intel ~s showing. 

Therefore~ the Intel on this 

f . 

.._,...,.,U"''· ... · 3.06 of the .Lill ........ Am~w sets forth a requirement that each .. l"\,1"'1"\ln,.,. .. " function 

be circuitry 

function means to be licensed. :s products 

for a number (D.l. 224 at I 

i. the,.,, circuitry ?'inl1rlll"'ll":lon means 

Section 3.06 states 

incorporating 

shall be 1lC1en~;ee1 

circuitry ·nn ... r>-r, ........... " means~' within 

of the PHILIPS Group Companies 

25 
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argues that 

combining~~' and/or ... standardized accuses ofinfringement. 211 

at 12-13) 

FLS counters that Intel or 

NXP products discussed in 1110tion.~· (DJ. 224 at ! 4~ see al.yo Tr. at 

arguing that lnte] "talk[ s] about products as a whole for part of their analysis and 

specific digital circuitry parts their analysis to get them through those 

provisions. But then \vhen commercializarJon provision~ as an ex:amiPi(;.:. they·re 

not talking about FLS further argues that the word , ... 

in § 3.06 means means must be found Intel Philips 

products in order for to 

Regarding FLS 7S criticism of the detail in at 1 and 

1. . . . (D ~ '1,.,..,. wense contentiOns .L .;....:. t .D at Court agrees "'With 

produced sufficiently detailed contentions to identH)r ,:vhich 

. Instead. lntel refers to broad areas 

has not 

were 

as "'multi-function PCr) or generalized technical concepts (such as combining'') and 

documents showing that Philips~ ,:ompan]es commercialized products these areas of 

technology or 3) level: of detail in 

that in 

from claims of the on an limitation-by-limitation 227 



A.l t 14) 

lntei~s products must include circuitry that is 

sentence in are granted-

language § 3 J>6 ref.~rs to 

and which must '-~>by 

read as a 3.06 defines 

circuitry function mea11s that n1ust be as structures or functionality are 

by the this definition~ it is not necessary to 

show products include to found in 

necessary that .Intel and lntel 

must showing limitation ciai1n that 

not this sho\ving. 

In light of the Intel has not met its burden 

is insufficient. For reason, 

However~ interpretation 4-~~ circuitr) .. ' function means ~ - ;'\. is 

rejected, as discussed above. 

ii. 

products 
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FLS argues that Intel has failed to shov.' that-products are Digital l\10S Integrated 

Circuits~ relying on the same overly-narrow definition of"·ancillaryn that the Court bas already 

rejected above. The Court again rejects FLS~s definition of ancillary in the context of§ 3.06 as a 

matter of law. lflntel wishes to prevail on the issue, however, it n1ust show 

that products were Digital f\.108 Integrated Circuits under the Court~s 

interpretation of this tem1, which is articulated above. 

iii. 
,, 

must be as lntel~s 

products in order for Inters products to be licensed. (License§ 3.06) FLS argues that this 

requirement is not met because ( 1) 

whereas Inters products are not, (2) 

are ;;•stand-alone PCI Express PHYs~~ 

~~do not implement any digital 

communications'; whereas Intel~ s products do~ and (3) at least son1e were 

designed for TV s whereas Intel's are not (D .I. 224 at 16-l 7) Intel responds that FLS 

misconstrues this requjren1ent as again requiring the same end product rather than. 

(D.L 242 at 9) 

The Court abrrees with FLS that products built for use in TV s are not built :for '

as products built for personal computers and. therefore, that lnre1 cannot 

point to Philips products designed for TVs as meeting the requirements of§ 3.06 for Inters 

Product.<;. Ho\vever~ FLS~s interpretation ,. is too narrow, 

incorrectly distinguishing products that are ••stand-alone~~ from those that are not and products 

that implement digital con1n1unications fron1 tr10se that do not. 

In Intel~ s reply brief. lntel argues that Intel: s Products and come \Vithin 
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requirement § 3 .06. relevant .... 

Intel n1ust point to 

.narrower 

interpretation of the relevant field \vould in light 3.06~s express 

that there n1ay be rnuhiple '"''"·'!'-'~., ....... ,. ... " ... '""or 

t.~v,r~rt·ht~IO•<:~c COTI1C vvithin the san1e •. implementing technology that 

For the foregoing reasons. Courr FLS~ s interpretation 

-~~ and construes '1"\l"'l"!"~.H.~'" as a rnaner of law 10 mean the ;;~personal con1pute(~ 

purposes 

iv. by 

lO 

Section 3.06 requires that ha PHILIPS Group Companies"~

that 

"became an independent com party frmn Philips Group in September 

-'· (DJ. 224 at i 7} Intel does not dispute that NXP was not in the 

September 2006. Rather~. Intel """'"''""'"··that nvo sections of the License-·" 

should be read as 

Section 

by a former member Philips asNXP, 

Philips Group. This provision applies to licenses and rights granted to lntet to 
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but does not 

Group. 

Section 7.05 states ~4 [n]either shaH assign ... 

their respective of Companies, if assignment would adversely the rights 

ucems~:!S q,r,.ntuNr hereunder to the other . '~ Intel argues this provision 

prospective to Intel 

'lrlJ!"t't".C.•""·"'':.c rights and .u._,..,u.,.,.,.,') that \Vere 

,, ,,..'"'"'f"i·u l"<1""'""''"orl to or licenses that or 

not be granted the future by companies as 1\T)._"'P are not addressed in 

License. Court rejects interpretation § 7.05. 

that 

by a 

Philips of Companies § 3.06. 

v. as of the 

Section 3.06 that Intel is licensed ~·only if~ 

Philips Companies. 

·provision Philips Grou~ circuitry the Sall1C 

(D.L 224 at 17-1 Intel argues 

date of 

212 at 

interpretation comports vvith meaning pro·vision in context 
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the.License. Therefore~ the Court construes ''only iC when. and as of the date'~ as a matter of law 

to mea,.~ that Intel has a springing license as soon as the relevant circuitry is a 

member of the Philips Group. 

However, as explained above, Intel has failed to show that it meets the 

requirements in§ 3.06. Therefore~ the Court will deny Inters partial motion for summary 

judgment that Inters Products are licensed. to-
The grant provisions in § 3.01 convey rights to 

the covered products. FLS argues that Intel is not licensed to 

-products under this la.11guage. {D .1. 224 at 18) h1 support of its argmnent, FLS cites other 

license agreements in which lntel allegedly distinguished between '-'' and '-

II·~ d · (II ) ( . · . o- D l 7 1 7 - • pro ucts. , a. CHin!;! ....... ..., _ bxs. 144 § 3.1, B.J45 § 3.1(a)(1), B.146 § 3.1.1) Intel 

counters by arguing that -·FLS ~ s interpretation would eljminate the grant 

frmn the license and would vary the plain meaning of the Agreen1ent.'' (D.L 242 at 10) 

It is unclear from reading the License alone whether in § 3.01 of 

the License includes-·'~ lV1oreover~ the proper interpretation of this provision n1ay tun1 on 

·~inferences to be dra\vn from extrinsic evidence.'~ Amusement Bus. Undert.vriters, 489 N.E.2d at 

732. including inferences to be drawn frcnn the other licenses cited by FLS. While FLS has 

presented some evidence showing that there is no license to- under§ 3.01~ the Court would 

benefit from further development of the record on what the parties~ intentions were with respect 

to the Philips-Intel License before deciding whether§ 3.01 conveys a right to-
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3. Effect of Philips's Assignment to NXP 

Intel moves for partial summary judgment that the License is "~alid. not amended, and 

not terminated." (D.l. 211) FLS argues that~ ~"[e]ven if Intel had ever been licensed to any of the 

patents at issue ... , the license would have ceased upon assignment of the patents to NXP, 

which is not part of the Philips Group of Companies.~~ (D.L 224. at 19 n.6) Intel responds that 

the anti--assignment provision in § 7.05 should be interpreted to mean that '~neither party shall 

assign patent rights'! if the assignn1ent would '"•adversely affect the rights and licenses granted 

hereunder.~~~ (D.L 242 at 9) (quoting§ 7JJ5) lntel further avers that NXP inherited Philips~s 

4"products, patents~ obligations. and encumbrances~' under the License. (ld. at 19-20) 

The Court agrees with InteL As already discussed with respect to § 5.05 above, J\TXP~s 

separation from the Philips Group did not extinguish or othervvise change the rights and licenses 

already given to InteL Section 7.05 reinforces an understanding that the NXP spinotiwas not 

meant to affect Intel~ s rights under the License. Furthermore, FLS has presented no argument 

refuting Inters assertion that N""XP inherited aU encumbrances from Philips~s semiconductor 

business, including encumbrances under the License. (See Tr. at 8) (counsel for Intel stating that 

"1his license has been recognized as a license and an encumbrance on \Vhat is no\V the Future 

Link patent portfo1io,) 

Intel has n1et its burden of showine: that the License is valid~ not amended. and not .._... ' ,.. . ' 

terminated. FLS has failed to rebut Intel's sho\-ving. Therefore~ Intel's Motion will be granted 

with respect to this issue. 

4. Intel's Allegedly Inconsistent Non-Infringement Positions 

FLS argues that b1ters Motion should be denied because IntePs non ... infringement 



positions are inconsistent with Inters licensing contentions. (See D.l. 224 at 19-20) The Court 

declines to deny summaryjudgment on this basis. 

In Inters Supplemental Licensing Contentions. Intel states: 

lntel bases these contentions on its present understanding of 
Future Link!s application of the claims. Intel denies infringement 
and according~v does nr1t adt;pt any ct1nstructions or 
interpretations itnplied{v or express~v in these ctnztentions. 
Assunzing that Future Link's assertions of infringement are 

. correct, Jzowever, the Intel prlJducts described below are licensed. 
By providing these contentions~ Intel is not waiving or limiting its 
right to n1ake arguments in the future about the proper scope of the 
claims or to advance alternative constructions to those for which 
Future Link advocates. Intel expressly reserves the right to argue 
for narrower or different claim constructions during the course of 
this litigation, and to prove non-infringement. 

(D.L 227 Ex. A.2 at 3) (emphasis added) Because discovery is still ongoing and FLS~s 

infringen1ent contentions (and~ as a result~ Inters non-infringement contentions) may change~ the 

Court will not bold Intel to its current non-infiingement positions for purposes of deciding Inters . 

Motion and will not deny Intel~ s Motion based on purported inconsistencies between Intel~ s non-

infringen1ent and licensing contentions. 

5. Intel's Reliance on Previously Undisclosed Exbibitss 

FLS argues that InteFs Motion should be denied under Rule 56( d) for Inters failure to 

respond to FLS~s discovery requests. Rule 56( d) states: ~'If a nonmovant sho\VS by affidavit or 

declaration that, for specified reasons, it cannot present facts essential to justif)r its opposition, 

s.FLS includes \Vhat appears to be a motion to strike in its brief opposing Intel:s Motion. 
(See D.L 224 at 20) Specifically, FLS moves to strike exhibits, and arguments based on the 
exhibits. that were alleg:edlv not disclosed in lntei: s license contentions. The Court will denv this . ~ ~ ~ 

motion to snike as procedurally improper, because it does not comply \Vith the Court~s "New 
Procedures" which are available on the CourCs website (and which FLS properly complied with 
in connection with its 1v1otion to Strike (D.l. 246)). 
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the or 

decl:;rrations or to discovery; or Rule 56( d) aeremse 

an opposition 15 discovery COJllOl:lCt. The 

been utilized six tinu~s the parties litigation. 

declines to 

(D.l. 

evidence included in, and submitted 

(See 247~6 at 3-19) 

sec:t1ons" and lntePs res1oontses to said 

grounds) 1\li.otion 

52~ 

definitions were not timely disclosed to Court did not on 

opinions 

In considering 

cure: the preJudice~~' whether 

evtaetlce or argument cases in. 

the coun~·~ 

·~Ls~s Rule 
are provided in an ..... '"'""'"''"""'F .... ,, ... -" 

intended to circumvent 
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relief requested by Intel 

l:ntel would on the substance 

supplemental brief responding to 

n1onth after submitted reply support of 

1,2016. 

grant in part in part 


